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PREFACE. 



There are two natural and useful divisions under 
which any system of law may be considered — The 
Substantive Law, and the Law of Procedure. 

The one division may treat of the nature or 
definition of a right or a duty, and of the rules 
regulating the evidence required ^ to render it 
cognizable from time to time : such as rules deter- 
mining the sufficiency of a contract, or of a deed 
conveying land, the requisites of a will, of the 
specification of an invention, or the assignment of, 
or other dealing with a patent ; the subject of the 
contract, devise or specification being first deter- 
mined. 

The other division may treat both of the practice 
of the courts in which any right or duty may be de- 
fended or enforced, and of the formalities required 
to lay a foundation for the right, or to remove it 
if wrongly obtained. 

This work, at present, deals with the first division 
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alone of the Law relating to Patents, and professes 
to answer the following questions : What inven- 
tions can be patented f What are the nature and 
details of the contract which the inventor is said to 
make with the Crown ? What are the essentials 
of a specification of an invention : In other words. 
What is the nature of the documentary evidence 
required to define and circumscribe the exclusive 
right to any patented invention i What considera- 
tions should be kept in view on the sale of, or other 
dealing with, Letters Patent ? And lastly, What 
amounts to an infringement of a patented inven- 
tion I 

The formalities preceding the grant of Letters 
Patent will no doubt be shortly changed for some 
simple procedure ; and the practice in actions for 
infringements, and in proceedings by scire facias^ 
which belong to the general practice of the Law, 
is also under revision. 

These alterations, as soon as perfected, will be 
added to this work in the form of an Appendix. 

The Substantive Law on any subject is in a 
great measure an exponent of the wants and habits 
of the people, and should, therefore, with r^pect 
to the rights or duties of which it treats, be rather 
consolidated into well-digested propositions than 
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materially altered. The Law of Procedure, on the 
other handy is entirely arbitrary, and no change 
can be too great or decisive, provided it combine 
certainty with expedition. 

In the following pages an attempt is made to 
prepare for the consolidation of the Substantive 
Law relating to Patents for Inventions; and, in 
the mean time, to provide the Profession and In- 
ventors with a methodical and complete, yet con- 
cise, treatise on this branch of the Law. The 
authorities cited are arranged in what appeared to 
be the most convenient groups, and the more im- 
portant passages of each decision are quoted ver- 
batim ; since their safe application in practice fre- 
quently depends as much upon the precise words 
used, as upon the general tenor of the judgment. 
At the same time, these extracts are confined as 
strictly as possible to their immediate bearing on 
the precise point under discussion, and all needless 
description, however ingenious or entertaining, is 
omitted ; so that the reader may deal with each 
part of the subject distinctly and in order. 

H. L. 

3t Harb Court, Templb, 
May, 1851. 
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the exclusion of all other applications of that 
thought or idea, provided they are identical 
with his in spirit or substance, 38. Minter v. 
Wells, 38. Jupe t>. Pratt, 40. Crossley v. 
Beverley, 40. Eussell v, Cowley, 42. Wal- 
ton V. Potter, 44. Neilson v, Harford, 46. 
Boulton V. Bull, 48. Neilson v. Harford, 49. 
Jupe V. Pratt, 50. Neilson v. Harford (in the 
Court of Sessions, in Scotland), 51-56. 

II. (Ist.) Examples illustrating the proposition, that an 
Invention loses its claim to novelty by a use 
in public (the word public not being equiva- 
lent to general, but distinguished from secret 
use) ; or by a description in a specification or 
book, if either the use or the description be 
prior to the sealing of the Letters Patent, and 
provided whatever is alleged to be published 
was a perfected Invention, and not simply a 
trial or experiment. Carpenter r. Smith, 56. 
Jones V, Pearce, 60. Cornish v. Keene, 62. 
Gibson v. Brand, 63. Morgan v. Seaward, 64. 
Wood V, Zimmer, 64. 

A descriptiozi in a specification or book. Hud> 
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exercise of the Bttid inyention or anything rdatmg 
thereto. 
V^^^v3^ PBOYiDEn ALWAYS, and these onr letters patent are 
If contrary to and shall be upon this condition, that if at any time 
*^' ^' during the said term hereby granted, it shall be made 
to appear to us, our heirs or successors, or any six or 
more of our or their priyy coimciL, that this our grant 
is contrary to law, at prejudicial or inconvenient to owr 
subjects in general, or that the said invention is not a 
new invention as to the public use and exercise thereof 
in that said part of onr United Eingdom of Gfxeat 
Britain and Ireland called England, our dominion of 
Wales, and town of Berwick-upon-Tweed, or not in- 
vented and found out by the said A.JB, as aforesaid : then, 
upon signification or declaration thereof, to be made by 
us, our heirs or successors, under our or their signet or 
privy seal, or by the lords and others of our or their 
privy council, or any six or more of them, under their 
hands, these our letters patent shall forthwith cease, 
determine, and be utterly void to all intents and pur- 
poses, anything hereinbefore contained to the contrary 
thereof in anywise notwithstanding. 

Fbovided also, that these our letters patent, or 
an3rthing herein contained, shall not extend or be con- 
strued to extend to give privilege unto the said A. B., his 
executors, administrators, or assigns, or any of them, 
to use or imitate any invention or work whatsoever 
which hath heretofore been invented or found out by 
any other of our subjects whatsoever, and publicly 
used or exercised in that said part of our United King- 
dom of Great Britain and Ireland called England, our 
dominion of Wales, and town of Berwick-upon-Tweed, 
unto whom our like letters patent or privileges have 
been already granted, for the sole use, exercise, and 
benefit thereof, it being our will and pleasure that the 
said A. B., his executors, administrators, and assigns, 
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and all and every other person and persons to wHom 
like letters patent or privileges have been already 
granted as aforesaid, shall distinctly use and practise 
their several inventions by them invented and found 
out, according to the true intent and meaning of the 
same respective letters patent and of these presents. 

Pbovidbd likewise, nevertheless, and these our Provito 
letters patent are upon the express condition, that if at privilege 
any time hereafter these our letters patent, or the {*„ m5re*Jhan 
liberties and privileges hereby by us granted, shall be- *"«!▼« p«*"- 
come vested in or in trust for more than the number of 
twelve persons, or their representatives, at any one 
time, as partners, dividing or entitled to divide the 
benefits or profits obtained by reason of these our let- 
ters patent (reckoning executors and administrators as 
and for the single person whom they represent, as to 
such interest as they shall be entitled to in right of 
such their testator or intestate), that then these our 
letters patent and all liberties and advantages what- 
soever hereby granted shall utterly cease, determine, 
and become void, anything hereinbefore contained to 
the contrary thereof in anywise notwithstanding : 
Provided, that nothing herein contained shall prevent 
the grarUing of licences in such manner and for such 
consideration as they may by law be granted. 

And also, if the said A. B. shall not particularly PtotIbo re- 
descrihe and ascertain the nature of his said invention, JpecififaUon 
and in what manner the same is to be performed, hy an ^^^^ inven- 
instrument in loriting, under his hand and seal, and 
cause the same to be enrolled in our Sigh Court of 
Chancery, within calendar months next, and 

immediately after the date of these our letters patent : 

And also, if the said A. B., his executors, admini- 
strators and assigns, shall not supply or cause to be 
supplied for our service all such articles of the said in- 
vention as he or they shall be required to supply, in 
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such maimer, at such times, and at and upon such 
reasonable prices and terms as shall be settled for that 
purpose by the master-general of our ordnance, or the 
principal officers of the ordnance for the time being, 
that then and in any of the said cases these our letters 
void in cer- patent and all liberties and advantages whatsoever 
hereby granted shall utterly cease, determine, and be- 
come void, anything hereinbefore contained to the con- 
trary thereof in anywise notwitjistanding. 

And lastly, we do by these presents, for us, our 
heirs and successors, grant unto the said A. B., his 
executors, administrators, and assigns, that these our 
letters patent, or the enrolment or exemplification 
thereof, shall be in and by all things good, firm, valid, 
sufficient, and effectual in the law, according to the 
true intent and meaning thereof, and shall be taken, 
construed, and adjudged in the m^ost favourable and 
beneficial sense for the best advantage of the said A. B. 
his executors, administrators and assigns, as well in aU 
our Courts of !Record as elsewhere, and by all and sin- 
gular the officers and ministers whatsoever of us, our 
heirs and successors, in that part of our said United 
Kingdom of Great Britain and Ireland called England, 
our dominion of Wales, and town of Berwick-upon- 
Tweed, and amongst all and every the subjects of us, 
our heirs and successors, whatsoever and wheresoever, 
notwithstanding the not full and certain description of 
the nature or quality of the said invention, or of the ma- 
terials thereunto conducing and belonging. In witness 
whereof we have caused these our letters to be made 
patent. Witness ourselves at Westminster, this 
day of in the year of our reign. 



By torit of Privy Seal. 
{Signed by the Clerk of the Patents.) 



TABLE OF CASES CITED. 



>i 



Abbreviations used in the Third Column of this Table. 

Assignment of Letters Patent 
Consideration for the grant of Letters Patent 
Infringement of Letters Patent 
Licence to use patented Invention 

Novelty of 

Specification of 

Isty as to the nature of the Invention 
2nd, manner in which it is to be performed 
Spirit or substance of patented Invention . 
Title and Specification must agree 
True inventor .... 
Utility of patented Invention 



tt 



f» 



ass, 

cons. 

tnfr, 

lie, 

nov. 

sped, nai. inv. 
sped, man, perf, 
spir. inv. 
tit. and sped, 
true inv, 
utu 



Names of Cases. Where reported. 



Allan V. Eawson . . 



Where fov/nd and for 
what purpose cited 
in this Work. 
IC. B. Eep. 551 . True Inv. 87 



Barber v. Grace . . 7 L. J., Exch. 122 . Infr. 223—228 



Beard v. Egerion 

Bentley v. Fleming . 
Bickford v. Skewes . 

Blozam v, Elsee . . 



15 L. J., 0. P. 270 True Inv. 11 

19 L. J., C. P. 36 . Speci.Man.Perf.157 



1 C. & K. 587 



Nov. 70 



1 Q. B. 938 . . Speoi.Man.Perf. 126 

Webs. Cases, 218 



6B. &C. 169 . 
9 Dow. & Ry. 215 
1 C. & P. 558 
Ey. & Mo. 187 



True Inv. 87, Speci. 
Nat. Inv. 101, Tit. 
& Speci. 179, Ass. 
213 



XXVUl 



TABLB 07 CASES. 



Names of Cases, Where reported. 



Boulton V, Bull 



Bovill V. Moore 



2 H. Bl. 463 . 
Dav. Cases, 162 

2 Marsh, E. 211 
Day. Cases, 361 



Bowman r. Taylor . 2 A. & E. 278 . 

4 N. & M. 552 



Where found and for 
what purpose cited 
in this Work, 

XJti. 29, 34, Speci. 
Inv. 48 

Speci. Nat. Inv. 103, 
Speci, Man. Perf. 
170 

Lie. 202, Ass. 212 



Bramahv.Kardcastle Holroyd on Fa- Speci. Nat. Inv. Ill 

tents, 81 

Brown 17. Annandale . Webs. Cases, 433 . Nov. 66 

. Uti. 23, Cons. 191 



Brunton v, Hawkes . 4 B. & Aid. 541 

7 D. & E. 703 

Campion v. Benjon . 3 B. & B. 5 . . 

6 B. Mo. 71 

Carpenter v. Smith . 9 M. & W. 300 

Webs. Cases, 540 



. Tit. & Speci. 177 

. Nov. 56, 74, 80, True 
Inv. 91 



Chanter V. Dewhnrst 12 M. & W. 823 . Lie. 201 
Chanter v, Johnson . 14 M. & W. 411 . Lie. 205 
Chanter v. Leese . . 4 M, & W. 295 . Lie. 201 



Cockrane v. Sme- 
thurst. . . . , 



1 Stark. 205 . 
Dav. Cases, 354 



Tit. & Speci. 178 



Cooke V, Pearce . . 13 L. J., Q. B. 189 Tit. & Speci. 183 



Cornish v, Keene 



(C. P.) 3 Bing. Nov. 62, 66, 67, 77, 
N. C. 570 True Inv. 90 

Webs. Cases, 513 

(N. P.) Webs. Ca- 
ses, 501 



TABLE OF €ASB9. 



Names of Cases. Where reported. 



Crane c;. Pirtce . . 



Wherefotmd and for 
what purpose cited 
in this Work, 
(€. P.) 4 M, & G. Uti. 31, 35, lie. 205. 

Infr. 235 



580 

Webs. Cases, 393 . 

<N. P.) Webs. Ca- 
ses, 377 

Croll V. Edge , , . 19 L. J., C.P. 268 . Tit. & Speei. 173 

Oromptont;.Ibbotson Dan. & Lloyd, 33 . Sped. Man. Perf. 162 



Crosslej v, Beverley <E:.B.) 9 B. & C. 63 Sptr. Ibt. 40, Speci. 

Webs. Cases, 112 Nat. Inv. 115, 

(N.P.)3C.&P.613 
Moo. & Mai. 283 
Webs. Cases, 106 



Speci. Man. Perf. 
170, Tit. & Speci. 
173 



C5«tler V. Bower , 
Derosne r. Fairie 



17 L. J., Q.B. 217 Lie. 201 

(Excb.) Cr, M. & Uti. 34, Speci. Man, 
K. 476 Perf. 156, 164 

'5 Tyr. 393 

Webs. Cases, 158, 

(]Sr.P.) 1 Mo. & 
Bob. 457 

Webs. Cases, 154 . 



DoUand's Patent , , Dav. Cases, 170 . Not.69, True Inv, 89 

Webs. Cases, 43 

Davergiert^.Fellowes 5 Bing. 248 . . . Ass. 212 

2 M. & P. 384 
(In error) 10 B. & 
C.826 

Edgebury v, Ste- Day. Cases, 36 , 11 
phens Webs. Cases, 35 



XZZ TABLE OF CASB8. 

Where found and for 
Names .of Cases. Where reported, what purpose cited 

in this Work, 

Electric Tel. Comp. Not yet reported . Infr. 226 
V, Brett 

Elgie V, Webster . 6 M. & W. 518 . Ass. 210 

Elliott V, Turner . . 15 L. J., C.P. 49 . Speci. Nat. Inv. 115 

Felton V, Greaves . 3 C. & P. 611 . . Tit. & Speci. 178 

Galloway v, Bleaden Webs. Cases, 521 . Nov. 68, True Inv. 92 

George V, Beaumont 27 Eep. Arts, 2nd ^ Infr. 217 

Series, 252 

Gibson t;. Brand.. . (N. P.) Webs. Uti. 34, Nov. 63, 

Cases, 627 True Inv. 91, Spe- 

ci. Man. Perf. 124, 
Tit. & Speci. 179, 
Infr. 219 

Gillett V, Wilby . . 9 C. & P. 334 . . Infr. 234 

Webs. Cases, 270 

HaJl V, Boot . . . Webs. Cases, 100 . Uti. 33 

Hamer v, Playne . . 11 East, 101 . , Speci. Nat. Inv. 112 

Dav. Cases, 311 

Hawortb v. Hard- 1 Bing. N.C. 182 . Uti. 36, Speci. Nat. 
castle 4 M. & Scott, 720 Inv. 113 

Webs. Cases, 

Hayne v, Maltby . 3 T. E. 438 . . . Lie. 201, Ass. 212 

Dav. Cases, 311 

Heath v, Unwin . . 10 M. & N. 684 . Infr. 229 

2 Dow & Dowl. 482 



TABLB OF CASBS. 



ZXXl 



Names of Cases, Where reported. 



Where fotmd an dfor 
what purpose cited 
in this Work. 



Heath v. Unwin 

Hesse v. Stevenson . 

Heurtloupe's Patent 
Hill V, Thompson . 



13 M. & W. 583 
16 L. J., Ch. 284 

3B. &P. 665 . 
Day. Cases, 2AA 



Ass. 214 



Webs. Cases, 653 . Nov. 65 



Homblower v, Bonl- 
ton 

Honsehill Company 
V. Neilson 



(Chan.) 3 Mer. 622 
Webs. Cases, 229 
(C.P.)2B.Mo.424 
8 Taunt. 375 
Webs. Cases, 239 

o J. . 1m, Mo , , , 
Dav. Cases, 221 



Uti.34,TrueInv.89, 

Speci. Nat. Inv. 103 

—106, Infr. 221 



Tit. & Speci. 172 



Webs. Cases, 691 . Nov. 77—80 



Huddartv.Grimshaw Dav. Cases, 265 . IJti. 30, Nov. 65, 

Webs. Cases, 85 Speci.Nat.Inv.113 

Hullett V, Hague . . 2 B. & Ad. 370 . Uti. 31, Speci. Nat. 

Inv. 117 

Jones V. Pearce . . (N. P.) Webs. Ca- Nov. 60, 76, Infr. 

ses, 122 218, 235 

Jupe t;. Pratt . . . Webs. Cases, 146 . Spir. Inv. 40, 50, 

True Inv. 84 



Kay V, Marshall . 



. (Chan.) M. & Cr. Uti. 25, Cons. 192 
. 373 
(C.P.)5Bing. N.C. 

492 
(House of Lords) 8 

C. & F. 245 



•*^ 



xxzu 



Names qf Ccues, 
Lewis «?. Marling 



Losh o. Hague 



Lovell V, Hicks 



TABLS OV €A8B8. 

Where found and for 
Where reported. what purpose cited 

in this Work, 
(N.P.)4aA;P,52 UtL 30, 37, True 
Webs. Cases, 490 Iny. 88, Speci. 

(K.B.)10B.&C.22 Man. Perf. 156 
Wetm. Cases, 493 Cons. 195 

(N,P.) Webs. Cfl- UtL 17 

ses, 202 
7 DawL 495 

2Y. &C.46, 492. Ass. 213 



Macfarlane v. Price . 1 Stark. E. 199 , Speci. Nat. Inv. 110 

Makepiece V.Jackson 4 Taunt. 771 . . True Iny. 86 
Manton v, Parker . Day. Cases, 327 . Uti. 23 



Uti. 28, SpecL Nat. 
Inv. 106 



Minter r. Mower . (K. B.) 6 A. & E. 

735 

Webs. Cases, 142 
(N. P.) Webs. Ca- 
ses, 138 

Minter v. Wells . (Excb.) 1 C. M. & Speci. Inv. 38, True 

E. 505 Inv, 82 

5 Tyr. 163 
Webs. Cases, 134 
(N, P) Webs. Ca- 
ses, 127 

Minter v, Williams . 4 A. & E. 251 Infr. 219 

Webs. Cases, 135 

Morgan r. Seaward . (Excb.) 2 M. & W. Uti. 27, 30, Nov. 

544 . 64, 71, Speci. Nat. 

Inv. 





TABLE OF CASES. 


XXXUl 


Names of Cases, 
Morgan v, Seward . 


• 

Where reported. 

Webs. Cases, 187 . 
(N. P.) Webs. Ca- 
ses, 170 


Where found and for 
what purpose cited 
m this Work. 
102, Speci. Man. 
Perf. 127, 129,136, 
142, Cons. 194, 
Tnfr. 221 


Neilson v, Harford . 


(Exch.)8M.& W. 

806 
Webs. Cases, 331 
(N. P.) Webs. Ca- 
ses, 295 


Uti. 29, Speci. Tnv. 
46, 49, 51 — 56, 
Speci. Man. Perf. 
128, 131, 154, Tit. 
Speci. 181 


Neil son v. Fothergill 


Webs. Cases, 290 . 


Tiic. 201 


Nickel V. Haslam 


8 Scott, 97 . . . 
7 M. & G. 378 


Tit. & SpecL 188 


Oldham v. Lano^mead 


Cit. 3 T. E. 441 . 


Ars. 212 


Pidding V. Franks . 


18 L. J., Ch. 295 . 


Lie. 202 


Protlieroe v. May . 


5M. &W.675 . 
Webs. Cases, 414 


Lie. 204 


Rex V. Arkwriglit , 


Dav. Cases, 61 
Webs. Cases, 64 


Uti. 29, Nov. 65, 
Speci. Man. Perf. 
122, 134, 139 


V. Cutler . . , 


1 StArk. E. 354 . , 


Speci. Nat. Liv. 108 
—110 


V, DaniellB . . 


Gods, on Pat. 274 


Uti. 34 


V, Else . . ' . . 


Bnll. N. P. 76 . . 
Day. Cases, 144 
Webs. Cases, 76 


Speci. Nat. Inv. 112 


V, Wheeler , . 


2 B. & Aid. 345 . 


Uti. 33, Sped. Man. 
Perf. 141, Tit. 
Speci. 176 



XXKIY 



TABLB OF CA6B8. 



Names of Cases. Where reported. 



Bidgway v. Philip . 

Bobinson's Patent . 

Boebuck v. Stirling . 

BiLssell V. Cowley . 



Where found and for 
iohat purpose died 
in this Work. 
IG. M. &B. 416. Ass. 210 



5 Moore, J., P. C. Nov. 66 
65 

Webs. Cases, 45 . Nov. 66 

(Excb.) 1 C. M. & Uti. 28, Spir. Inv. 
B. 864 42 

Webs. Cases, 463 . 

(N. P.) Webs. Ca- 
ses, 459 



Saunders v. Aston . 3 B. & Ad. 881 . Uti. 24, Speci. Nat. 

Inv. 108 

Savory t;. Price . . 1 By. & Mo. 1 Speci. Man. Perf.167 

Stead t?. Williams . 7 M. & G. 842 . Nov. 80 

Steiner v. Heald . . 2 Car. & K. 1022 . Uti. 19 

Stevens v. Keating . 19 L. J., Excb. 57. Speci. Man. Perf. 152 

Sturtz V. De la Bue. 5 Boss. B. 322 . Speci. Man. Perf. 

165, Tit. & Speci. 
178 



Taylor v. Hare . 



. 1 B. & P., N. B., Lie. 202, Ass. 212 
260 



Tennant's Patent . Cit. Dav. Cases, True Inv. 89 

429 
Webs. Cases, 125 . 

Turner w. Winter . 1 T. B. 602 . . . Sped. Man. Perf. 135 

Dav. Cases, 145 
Webs. Cases, 77 



TABLE OF GASES. 



XXXV 



Names of Cases. Where reported. 



Walton V. Potter 



Where found and for 
what purpose cited 
in this Work. 
(C. P.) 3 M. & G. Speci. Inv. 44, Speci. 

Man. Perf. 123 



411 

Webs. Cases, 597 
(N. P.) Webs. Ca- 
ses, 585 

Wood V. Zimmer . 1 Holt, N. P. C. Nov. 64, Speci. Man. 



158 



Perf. 134. 



wg^imnmBmmmBmmfrmtmm 



A TREATISE 



ON THI 



SUBSTANTIVE LAW OF PATENTS. 



CHAPTER I. 

ON THE CHARACTERISTICS OF A PATENTABLE 

INVENTION. 

Thb right of the Crown to grant to an inventor 
by the issue of Letters Patent^ the exclusive profit 
for a limited time, of any improvement in the me- 
chanical or useful arts, rests upon the Common 
Law, modified by a statute passed in the reign of 
James L, and these again are explained and illus- 
trated by decisions in the courts of law. 

These decisions, from the number and variety 
of the facts involved in all questions relating to 
Patents, are the principal source of the law on the 
subject, and its general rules are derived as in- 
ductions from particular instances, rather than 
fixed in any specific enactments. It is only, there- . 
fore, from its being in analogy with those deci- 
sions when in favour of the patentee, that an in- 
vention can be said to be patentable, or to be a 
good subject-matter for letters patent. 



2 Hie Object of this Treatise. 

The grant, under the Great Seal, of various ex- 
clusive privileges to particular persons, has always 
been one of the prerogatives of the Crown, which 
the statute of James intended only so far to limit, 
as that the reward of useful ingenuity shall rather 
promote than interfere with the public interests. 

The sixth section of this statute provides, *^ That 
any declaration (therein) before mentioned shall 
not extend to any letters patent and grants of 
privilege for the term of fourteen years or under 
hereinafter to be made, of the sole working or 
making of any manner of new manufacture within 
this realm to the true and first inventor or inventors 
of such manufactures, which others at the time of 
making such letters patent shall not use^ so as also 
they be not contrary to law or mischievous to the 
state by raising prices of commodities at home, or 
hurt of trade^ or generally inconvenient. The said 
fourteen years to be accomplished from the date 
of the first letters patent or grant of such privilege 
hereafter to be made; but that the same shall be of 
such force as they should be if this Act had never 
been made and of none other. (21 Jac. I. c. 3, s. 6.) 

It is obviously the chief use, and it should be 
the prominent and prevailing intention, of a Trea- 
tise on the Law of Patents to provide tests^ by 
means of definitions and examples, for deciding 
whether any practicable idea or piece of ingenuity 
can, as respects its benefit and profit, be exclu- 
sively secured to the inventor. 
This indeed is emphatically the object of such a 



The Identity or Individuality of an Invention. 3 

ivork, whether intended to assist an inventor wish- 
ing to obtain an exclusive grant for any improve- 
ment in the useful arts, or any other person desir- 
ing to resist or displace the privilege when granted. 
The identity or imdividualUy of the invention — 
what it amounts to, what is its distinctive merit — is 
the first question to be decided ; the next, whether 
the invention is such as the statute of James con- 
templates, and analogous to inventions already 
patented, and declared to be well protected by a 
patent, after deliberate consideration in a court of 
law. No abstract propositions will be of much use 
in determining the last question, without examples 
to direct and facilitate their application ; and, on 
the other hand, the examples must be collected in 
simple and convenient groups, or they will scarcely 
be available. 

It will be seen, on referring to the statute just 
quoted, that the following peculiarities are requi- 
site to an invention before it can become the sub- 
ject-matter of letters patent. The invention must 
be^lst. Some manner of manufacture ; 2nd. Some 
manner of new manufacture. The letters patent 
must be obtained by the true inventor; the space or 
country over which the grant is to extend being 
the realm, and the period of its duration fourteen 
years or under, to be accomplished from the date of 
the letters patent. 

The Judicial Committee of the Privy Council 
have the power, by the 7 & 8 Vict. c. 69, to renew 

b2 



4 lU Utility. 

the letters patent for another fourteen years, or 
any shorter period, when it can be shown, that the 
inventor has not been duly remunerated. 

Utility in the invention, to the extent of being 
appreciable by a jury (Alderson, B., Morgan v. 
Seaward^ Webs. Cases, 172), the amount being 
immaterial, is made the essential characteristic of 
any manner of manufactwre. 

This excludes mere fancies or abstract proposi' 
tions, or the simple enunciation of a physical law 
or a law of nature, from claiming protection 
under letters patent. An idea must be nsejully 
applied and made to produce some useful or ven- 
dible effects, or there is no manufacture : there is 
nothing to which the patent law can attach. If a 
mere abstract idea were patentable, its subsequent 
application by another person would be under the 
control of the patentee, who would thus stand in 
the way of the practical inventor, and the grant 
would be so far to the hurt of trade and generally 
inconvenient (Morgan v. Seaward^ 2 M. & W. 562). 

But supposing the originator of an idea, also 
provides a mode or way of usefully applying it ; or 
even suppose he usefully applies an idea or thought 
suggested by another person, or one long and well 
known, but not as yet usefully applied : in either 
of these cases he will be entitled to forbid all other 
similar applications of the idea to the same object 
or purpose ; although the utility which he pro- 
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duces is comparatively trifling, and the forbidden 
application is admitted to be a great improvement 
upon the subject-matter of a patent {Neilson v. 
Harford, Webs. Cases, 310), 

This characteristic of a patent right may un- 
doubtedly very often hinder the profitable employ- 
ment of a certain amount of ingenuity, as well as 
prevent great improvements in some patented in- 
ventions. It is well known, that the degree and 
character of the ingenuity required to perfect, or 
vary the practical details of an invention, is com- 
mon in comparison either with the genius or good 
fortune, which leads to the useful application of a 
mere thought or abstract idea; and therefore, 
as soon as such an application is made, some im- 
provements in matters of detail would, in almost 
every case, be^ immediately produced. Now, to 
allow these to be put in practice without the con- 
sent of the patentee, during the continuance of 
his grant, would amount to its repeal — for in- 
stance, by the sale of a cheaper or better article. 
Whatever question there may be, as to the right 
of the public to the immediate enjoyment of any 
such improvements, there can be no doubt, that 
the improver is not entitled to profit at the ex- 
pense of the patentee ; as the improvements were 
the fruits of his usefully applied thought. 

The inventor must be regarded as contracting, 
through the Crown, with the public for an exclu- 
sive grant for a given time ; the production of some 



6 Its Spirit or Subitanee. 

benefit to the public being the coniideratioD. Be 
does not engt^e to produce the greatest benefit — 
which is not determinable, nor eren any precise 
amount of utility of which an invention may be 
susceptible, nor to show any particular amount of 
ingenuity beyond the attainment of some utility. 
To hold, therefore, that the grant might be set 
aside by another person increasing the utility of 
the patented invention, would be in fact to declare 
that no consideration ever existed, that the public 
benefit conferred by the patentee was none at all ; 
because, by further ingenuity, it might be in- 
creased. Besides, the bett idau, or beat first 
thoughts, generally admit of great improvement in 
detail, and on that account would slip most easily 
from the hands of their original possessors. 
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This construction gives to the words, any manner 
of manufacture^ all possible comprehensiveness, 
without aiding mere fancies or going beyond the 
true intention of the statute of James. The law 
not only protects the slightest amount of useful in- 
genuity, (this element of a claim to letters patent 
being at present the only one under consideration,) 
but also enables the inventor to make the most of 
that amount (whatever it may be), by protecting 
the spirit or substance of the invention, and by 
giving him the fullest benefit of his first thought 
or main or leading idea. 

Some confusion would be avoided if the words 
spirit or substance were used, instead of the word 
principle, of an invention. 

The word principle is most frequently employed 
in reference to some abstract proposition, and 
therefore it has been repeatedly said, " You cannot 
have a patent for a principle ; but that you may 
for a principle applied to some useful purpose.^^ In 
other words, you may have a patent for a manu- 
facture, not solely for your particular way of apply- 
ing your main or leading idea^ but, also for the 
spirit or substance of such application. 

The next qualification of an invention within the 
statute is, that the manufacture shall be ^^new ;'''' 
one " which others at the time of making such let- 
ters patent and grant shall not use." 

The policy of the law permits these exclusive 
rights by letters patent, expressly on the condition 
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that, they are not to the *' hurt of trade, or gene- 
rally inconTenient.^' It is obvious therefore, that 
whenever an article or piece of machinery^ method 
— or process, is already in use and part of the 
public stock of information, it must be excluded 
from becoming the subject-matter of letters patent; 
otherwise, instead of being public benefits, letters 
patent would, in such cases, deprive the public 
for some time of what they were then unrestrict- 
edly using and enjoying. A patent would lead to 
the obstruction, and not to the advancement, of 
trade and manufactures. 

Use in public is the definition of an old inven- 
tion ; such a public use, or possession of an inven- 
tion, amounts to publication, and will vitiate a 
subsequent claim to novelty in the invention. The 
article or other subject-matter need not be gene- 
rally adopted by the public ; for public is not equi- 
valent to general, but distinguished from secret 
use. Use in public ^ — and not in use by the pub- 
lic — within reach of the public — before the date 
of the letters patent, is sufficient. 

A description of an invention in a specifica- 
tion already enrolled, or in a book published or 
accessible in this country, before the date of the 
letters patent, will be a publication. 

An inventor may destroy the novelty of his own 
invention by such an use of it, before the date of 
the letters patent, as amounts to publication. 
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And this mischief, if it is intended to take patents 
in England, Scotland, and Ireland, may even result 
from not sealing the three patents simultaneously. 

For it has been held, {Browne v. Annandale^ 
Webs. Cases, 433) that publication of an invention 
in any one of the three kingdoms is a publication 
for the whole realm ; and since each specification, 
when enrolled, is a publication of the invention it 
describes, and is referred back to the date of the 
particular patent to which it belongs, the patent 
first sealed will be the only one having the essen- 
tial element of novelty. 

Whether the article or manufacture already 
published has been used in public, or described in 
a specification or book, before the date of the let- 
ters patent, it must be a perfected invention, and 
not simply a trial or experiment — not merely a hint 
or thought unapplied ; for until an invention is per« 
fected, to the extent at least of being of some use, it 
cannot be said to have been either used or described 
in any sense recognised by the law of patents. 

Notwithstanding the words of the statute, 
^* which others^ at the time of making such letters 
patent and grant shall not use ; ^ it has been de- 
cided that, if an invention has once been in use in 
pubUc^ it being out of use at the date of the pa- 
tent is insnfiicient to confer upon it the necessary 
qualification of novelty; but whether any length 
of disuse, and, if so, what length, will cause the 
invention to be treated as if it had never been 

b3 
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published, is still undecided {HousehiU Company 
V. Neilson, Webs. Cases, 710). 

The knowledge of previous publication, either 
by actual user or by description, need not be 
brought home to a patentee of the same manu- 
facture (Stearf v. Williams, 7 Man. & G. 818); 
since an invention is no less in use, no less a part 
of the public stock of information, because a sub- 
sequent inventor may have been ignorant of that 
fact. So that every patentee takes the risk of his 
invention proving on inquiry to be new or old,— 
just as he takes the risk of its proving to be useful 
or not — entirely on his own responsibility. At 
the same time, if it can be shown to the Judicial 
Committee of the Privy Council that the patentee 
was not aware of the pre-existence of his invention, 
they may advise Her Majesty to confirm the 
letters patent or grant others — (6 & 6 Will. IV. 
c. 83, 8. 2). 



The remaining qualification of an invention re- 
quired by the statute is, that it shall be original, 
or that the party who obtains the grant of letters 
patent shall be its «' true ^ or bona fide inventor. 

The same policy which requires a patented in- 
vention to be new, or not already in use in public, 
or within the reach of the public, also insists upon 
the grant being confined to the true or bond fide 
inventor. The object of the law is twofold: to 
benefit the public, and, in so doing, also to reward 
the first and true inventor by conferring an exclu- 
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sive but temporary advantage or profit upon him, 
as the person with whom the improvement origi- 
nates. So that a true inventor is he who suggests 
the spirit, or substance of the invention (Alderson, 
B., Minter v. Wells, Webs. Cases, 132). 

The importer of any foreign invention, or manu- 
facture, not used or previously known in this coun- 
try will also be accounted a true inventor, within 
the intention of the statute. *' If the invention be 
new in England a patent may be granted, though 
the thing was practised beyond the sea before, for 
the statute speaks of new manufactures within the 
realm ; so that if they be new here it is within the 
statute, for the act intended to encourage new de- 
vices useful to the kingdom, and whether learned 
by travel or study it is the same thing " {Edgebury 
r. Stephens^ Davies' Pat. Cases, 36 ; and Beard v. 
Egerton, 16 L. J. 270, C P.). 

If the merit of the invention or importation be- 
long to more than one person, or if the new manu- 
facture involve the ingenuity of two or more per- 
sons, the patent must be granted to them jointly. 

With this liberal interpretation of the sixth 
section of the statute of James in view, it is diffi- 
cult to understand the expediency of denying a 
patent to the reviver of a forgotten or disused 
invention, which has been in that condition for 
twenty or thirty years. He would render an in- 
vention useful to the kingdom which others at the 
time of such letters patent and grant did not use. 
Indeed there appears no good reason for refusing 
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to limit the right of the public, in claims against 
patent, as against all other property. 

Assistance in the application of the spirit or 
substance of an invention, as to the mechanical 
details from workmen and scientific men, will not 
yitiate a claim to be considered a true or bona fide 
inventor. This appears to be an unavoidable con- 
sequence of an inventor being entitled, not solely 
to the particular form, but also to the main idea, 
or spirit, or substance, of his invention. If he 
provide a method of usefully applying his first 
thought and obtain a patent, subsequent improve- 
ment by another, so as to increase its usefulness, 
will not affect his claim; and for the same reason 
assistance for a like purpose from others, before 
the grant, will be equally harmless. 

In order to affSect the validity of a claim to let- 
ters patent for an invention, on the ground that the 
patentee has copied or taken his invention from 
another person*s ingenuity, and was therefore 
not a bona fide or true inventor, the fact of imi- 
tation or copying must be brought home to him, 
by showing, at least, the probability of his know- 
ledge of the machine, or specification, or book, 
or whatever it may be, from which it is alleged 
that he obtained the spirit or substance of his 
invention. A hint from some trial or experiment 
is not sufficient. The last effort or trial may, by 
accounting for all the previous failures, con- 
stitute the real invention, and give the successful 
party a sound and just claim to originality. Till 
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perfected, an invention can neither be said to be 
part of the public stock of information, as already 
stated, nor can it be copied clandestinely, for it 
was not in existence. This objection to the Tali- 
dity of a claim to a patent is not distinguishable 
from a charge of fraud or falsehood, and requires 
that the evidence should be directed to the con* 
duct of the patentee. 

Unless the copy be made from some private 
source of information, or the patentee attempts to 
pass off another person's ingenuity as his own, 
the appropriate objection to the validity of the 
claim to a patent would be want of novelty. 

Where the publication is doubtful, either of the 
two objections of want of novelty or want of ori- 
ginality may be made against the same invention. 
And a person may be a true or bond fide inventor, 
and yet, on account of the previous publication of 
his invention, although totally without his know- 
ledge, have no claim to letters patent. 

As an inventor may destroy his own title by a 
publication of his invention before the patent is 
sealed, so the same mischief may be brought about 
by a like publication by a stranger ; and then, as 
neither the applicant for the letters patent nor the 
stranger could unite the two requisites of the first 
publisher and a true inventor, no grant can be 
made, and the inventor will lose his right to a 
patent. The stranger would want the essential 
qualification of being bona fide or true inventor ; 
the true inventor that of being first publisher. 
These must be combined along with sufficient in- 
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genuity in the invention to amount to usefulness, 
to constitute a good claim. So that a patentee of 
an invention must not only be a true inventor, he 
must also be the first inventor — the person who 
first publishes the invention ; that is, he who first 
applies to the Crown for a grant. 

He may be one amongst two or three equally 
true or bona fide inventors ; unless, however, he be 
the first who applies for the grant he cannot be the 
patentee of his own invention. The two qualifica- 
tions must be found in the same person. 

The several requisites of a claim to letters 
patent, along with a sufficient description or spe- 
cification of the invention (to be enrolled in Chan- 
cery within a given time from the date of the let-* 
ters patent), are said to constitute the considera- 
tion for the grant. As soon as the invention is 
shown to be useless, or not new, or not invented 
by the patentee, or insufficiently described, the 
consideration fails, the patent is voidable, and the 
contract between the Crown, on behalf of the 
public, with the patentee is at an end. To preserve 
the integrity of the consideration, the invention 
or inventions claimed need not be all useful 
(Haworth v. Hardcastle^ Webs. Cases, 483) ; it is 
sufficient if the subject-matter of the grant be not 
entirely useless : but it must be all new {Morgan 
v. Seaward^ 2 M. & W. 561), so far as its spirit or 
substance is concerned, and all to the same.extent 
invented by the patentee. 

The elements of a good specification will form 
the subject of the next chapter. 
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The following propositions are the result of the 
above analysis of the substantive law of patents 
for inventions ; — 

Propositions relating to the character of the 
ingenuity required in a patentable invention, and the 
extent of an exclusive right under letters patent 

I. That some utility in an invention^ its amount 
being appreciable by a jury, is the essential 
characteristic of any manufacture within the 
statute. 

II. That the rights of a patentee are not re- 
stricted to the particular useful application^ 
or embodiment of his first thought, or main 
or leading idea of his invention ; but extend 
to the exclusion of all other applications of 
that thought or idea, provided they are iden- 
tical with his in spirit or substance. 

Propositions relating to the novelty of the inven- 
Hon. 

I. That an invention loses its claim to novelty 
by use in public, (the word public not being 
equivalent to general, but distinguishable 
from secret use,) or by a description in a spe- 
cification or book^ if either the use or de- 
scription be prior to the sealing of the letters 
patent ; provided that whatever is alleged to 
be so published was a perfected invention, and 
not simply an abandoned trial or* experi- 
ment. 
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II. That the fact of the invention not being in 
use at the time of taking out the letters pa- 
tent is of no consequence ; provided it has 
been once published, and was then a per- 
fected invention. 

III. That it is not necessary to bring the know- 
ledge of the prior publication of an inven- 
tion home to a subsequent patentee, in order 
to invalidate his patent. 

Propositions relating to the qualifications of the 
true or bon& fide inventor ;— 

I. That the true inventor is he who suggests 
the spirit or substance of the invention. 

II. That the claim to be a true inventor is not 
injured by obtaining the assistance of work- 
men and scientific men to perfect the details, 
or to extend the useful application of the 
main or leading idea of his invention. 

III. That if the invention is alleged to be a 
copy, some probable knowledge, at least, of 
the perfected invention, or of the description 
of such an invention, (not merely of an aban- 
doned experiment or hint,) from which it is 
said to be taken, should be brought home to 
the patentee ; or his claim, as a true or bona 
fide inventor, will not be affected. 
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Examples illustrating the Proposition^ that some Utility 
in an Invention — its amount being appreciable by a 
Jury — is the essential characteristic of any manner of 
Manufacture within the Statute, 

A MERE thought, that is skill, without its use- 
ful application, is clearly not a manufacture. 

In Losh V. Hague (Webs. Cases, 207), the ^^; 
right to make a peculiar description of wheels Application 
to be used on railways, and patented by theowdoncom- 

^ "^ ' ^ « •' inoa roads to 

plaintiff, was the subject in dispute. railways. 

It appeared, during the trial, that similar 
wheels had been used before the patent, but 
not on railways; and Lord Abinger told the 
jury that this opened the question, "Whether 
or not a man who finds a wheel ready made to 
his hand, and applies that wheel to a railway, 
shall get a patent for applying it to a railway ? 
There is some nicety in considering that sub- 
ject. The learned counsel has mentioned to 
you a particular case, in which an argand lamp, 
burning oil, having been applied for singeing 
gauze, somebody else afterwards applied a lamp 
supplied with gas for singeing lace, which was 
a novel invention, and for which an argand 
lamp is not applicable, because gas does not 
burn in the same way as oil in an argand 
lamp. But a man, having discovered by the 
application of gas, he could more effectually 
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burn the cottony parts of the gauze by passing 
it over the gas, his patent is good. (Hall v. 
beSJS"!! ^^*^ «w^ others. Webs. Cases, 100.) That was 
?McJto?n ^^^ application of a new contrivance to the 
and an^id Same purposc : but it is a different thing when 
toa^ei!!^^. you take out a patent for applying a new con- 
^^^' trivance to an old object, and applying an old 

contrivance to a new object : that is a very dif- 
ferent thing : if I am wrong, I shall be cor- 
rected. 

'' In the case the counsel put, he says : — ^ If 
a surgeon goes into a mercer^s shop, and sees 
the mercer cutting velvet or silk with a pair of 
scissors with a knob to them, he, seeing that, 
would have a right to take out a patent, in 
order to apply the same scissors to cutting a 
sore, or a patient's skin.^ I do not quite agree 
with that law. I think, if the surgeon had 
gone to him, and said, ' I see how well your 
scissors cut ;^ and he said, * I can apply them 
instead of a lancet, by putting a knob at the 
end f that would be quite a different thing, 
and he might get a patent for that; but it 
would be a very extraordinary thing to say, 
that because all mankind have been accus- 
tomed to eat sottp with a spoon, that a man 
could take out a patent because, he says, you 
might eat peas with a spoon. The law on the 
subject is this : that you cannot have a patent 
for applying a well-known thing, which might 
be applied to 50,000 different purposes, for 
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applying it to an operation which is exactly 
analogous to what was done before. Suppose 
a man invents a pair of scissors to cut cloth 
with : if the scissors were never invented before, 
he could take out a patent for it. If another 
man found he could cut silk with them, why 
should he take out a patent for that ? ^' 

The application simply of what is old to a New om of 

^^ *• ^ an old art 

new purpose, or the new use of an old art, is not patent- 



able. 



not patentable. 

In Steiner y. Heald (2 Car. & K. 1022), the sMnerv. 
invention patented was for extractmg from Extraction 
spent madder, a certain colouring matter used Cr colouring 

• 1* 11 1x1 t* • natter ttovn 

\n dymg, and known by the name of garanctne. apentmad- 
It appeared in evidence, that garancine had 
been made from fresh madder, by means of 
sulphuric acid and heat, before the date of 
Steiner's patent ; and that the process for 
making garancine from fresh madder, and spent 
madder are the same. It was also in evidence, 
that fresh madder contains a portion of free 
colouring matter, which may be extracted from 
it, by merely boiling it in water ; and that it 
also contains a further and considerable quan- 
tity of colouring matter, which cannot be ob- 
tained by such boiling. That this further 
quantity of colouring matter resides chiefly in 
the vegetable fibre of the root, and in very 
small quantities in the lime, magnesia, &c., 
which the root contains ; but by submitting 
the madder to the action of an acid, the resi« 
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due of the colouring matter can be set free, so 
as to be capable of being extracted by boiling 
water. And Pollock, C. B., said : *^ It is no- 
thing but a patent for a process perfectly well 
known, and which is available with fresh mad- 
der to get a great deal more madderine (garan- 
cine), than you can get in any other way. It 
is applying the same process to madder that 
has been used ; and the moment that the wit- 
ness stated that, mutatis mutandisy it is merely 
applying Papin^s Digester to bones which have 
been merely boiled, it struck me there was an 

end of the matter." And again, 

^^ He (the witness) says, this invention is nei- 
ther more nor less than this : 

'* Supposing a person has got a patent for 
using Papin's Digester, to get all the gelatine 
that can be abstracted from fresh bones ; some- 
body finds, that the bones which have been 
merely subjected to the common process of 
boiling have a great deal of gelatine in them, 
and he says, * I will apply Papin's Digester to 
these bones, and I will get the balance of ge- 
latine that is left by the common imperfect 
process.' That was the description of the wit- 
nesses, which seems to me to bring the ques- 
tion to the clearest point of fact, that can very 
well be presented. Crane v. Price is distin- 
guishable from this, by there really being some 
difference : here there is none. 

'' A person discovers a process, by which he 
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can get from fresh madder a large quantity of 
an article, which I must now take to be well 
known, called garancine. Somebody applies 
precisely that same process to madder, that has 
been merely boiled. There is no magic in a 
name, or in any language that could be used* 
The boiling of madder gets out only some of 
it. This process gets out the rest of it. • And J^Jo^^Io- 
in my opinion, in point of law, if the matter is JJ^r^ne 
reduced to that, you cannot take out a patent ihiShl^m- 
for using a perfectly known process, to g'^i^^^S^ 
the residue of an article, from a material which SMef***"*" 
is known to furnish it, the process being one 
by which you could get in the first instance 
more, or the whole of the article, and by your 
use of the process you merely get the residue, 
which the common process left behind. I 
think all the instances, that I have alluded 
to, apply distinctly to this. The case that was 
put last night, and which was adopted by the 
witness in giving his answer, clearly applies 
to it. If it was discovered that bones in a 
certain state, found in old caves, had some ge- 
latine left in them, I do not think you could 
take out a patent for getting gelatine out of 
them by using Papin's Digester. If you adopt 
some new process, then you may do it. In the 
article of tea this is precisely the same thing. 
It might be possible to make that argument, 
to some extent, not so grave and dignified, as 
the one that is immediately before us ; but I am 
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clearly of opinion, that if there were an article 
made from fresh tea, a person could not take 
out a patent for using precisely the same pro- 
cess to tea leaves, that had been subject to the 
common infusion and only given out a portion 
of their virtue. So, with respect to coffee, if 
there were a process of getting caffeine. And 
if the same process precisely be applied to 
coffee grounds, for the purpose of getting the 
residue of the caffeine, I do not think a patent 
could be taken out for that. There is no ma- 
gic in calling this spent madder : it is madder 
that has undergone a process, by which its 
whole virtues are not extracted. It appears to 
me, that that is precisely the same as if you 
applied a process to grapes already imperfectly 
squeezed, by which you squeezed a little more 
juice out of them than was formerly done. I 
do not think you could have a patent for that, 
for see what it would lead to ; if a person in 
manufacturing districts, where they extract 
metal from certain ores, were to find that by 
applying a process to an ore, you could get ten 
per cent, more of the metal, and it then be- 
came worth working the refuse that might 
stand around in heaps — covering many acres, 
possibly — it would be just worth while to work 
that over again by the new process. I am 
clearly of opinion, that no stranger could step 
in and say, ^Now, I will have a patent for 
using your process, which you have given to 
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the public. I will have a patent for using it 
to this old rubbish, because it may yield some 
ore.* I do not think that would do. It ap- 
pears to me^ that so far from the public benefit 
being consulted by that, the argument tends 
precisely the other way. It seems to me, 
therefore, that these facts being before me, 
and being ascertained to be such as I have 
stated^ I ought to direct the jury, in point of 
law, upon the fifth plea, that the said alleged 
invention was not and is not any manner of 
manufacture, for which letters patent could 
lawfully be granted, according to the true in- 
tent and meaning of the statute, in such case 
made and provided." 

In Manton v. Parker^ (Davies* Pat. Cases, MantmT. 
327), the patent was for inprovements in gun- Air-hoiein 
locks, by making a hole in the lock large *^"*°*^^*- 
enough for the passage of the air from the bar- 
rel, but not so large as to admit the powder, by 
which means the air is let through and the pow- 
der kept in the touch-hole. This was found to 
be impracticable, as when the hole was large 
enough for the first purpose, the powder fol- 
lowed the air, and the invention being thereby 
useless, the patent was held bad. And the case 
of Brunton v. Hawkesj (4 B. & Aid. 646), is to Brumonw.^ 
the like efiect. The patent was (amongst other sup's an- 
inventions) for improvements in ships^ anchors, ^ **^ 
''for making in one entire piece that which 
was formerly in two. The two flukes of the 
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No patent 
for making 
In one piec* 
what bad 
been made In 
two. 



Saunders ▼. 
Aston. 

Making bat- 
Cona. 



The mere 
union of a 
particular 
button and 
■hank not 
patentable. 



UtiUty. 

anchor used to consist of distinct pieces of iron, 
fastened to the shank by welding. In the 
present form the flukes are in one piece, and 
instead of the welding them to the shank, a 
hole is made in the centre, and the shank in- 
troduced through the hole. Could there be a 
patent for making in one entire piece what be- 
fore had been in two pieces ? I think not.*^ 
(Bayley, J.) And where the patent was for 
improvements in making buttons, by the sub- 
stitution of flexible for metal shanks, and 
not for accomplishing this, by an application 
of a toothed ring or collet, Littledale, J., ob- 
served, '' Neither the button nor the flex- 
ible shank was new; and they did not, by 
merely being put together, constitute such 
an invention as could support this patent." 
Parke, J., said that '^The specification, after 
having described the mode of using the collet, 
concludes by repeating, what is also stated in 
the beginning, that the object is the substitu- 
tion of a flexible material in the place of me- 
tal shanks. I thought, at first, we might in- 
fer the substitution here spoken of meant the 
substitution by the particular method which 
has been relied upon, namely, by the toothed 
collet. If so, the patent might have been 
good. But it does not appear, that that is 
claimed as a part of the invention ; it is ad- 
mitted that other methods will answer the 
purpose. I think, therefore, that the plaintifi^s 
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claim by this patent cannot be supported .''^ 
Saunders v. Aston^ 3 B. & Ad. 886). 

In both these last cases, it must be taken, 
that there was no useful result ; or, if any ex- 
isted, it was not claimed by the patentees. 

In the case of Kay v. Marshall, (6 B. N. C. ^^•^^- 
499,) a patent had been obtained for machinery nadngthe 
to prepare flax by maceration, and for im-apinning ma- 
proved machinery to spin the flax, at a shorter <«ataacefrom 
reach, than had before been practised. suitable to 

, spinning flax 

The question, as to the validity of the patent, jLf.^'Jf^^t 
was referred by the Master of the Rolls to a "ufficient in- 

•^ yentlon for a 

Court of Law. p**«>*- 

The patentee described his improvement in 
spinning machinery to consist, in placing the 
drawing rollers, only two and a half inches 
from the retaining rollers. And Tindal, C. J., 
upon delivering the judgment of theCourt said : 
" Now whether a patent can be taken out, for 
placing the retaining rollers and the drawing 
rollers of a spinning machine (which machine 
was known and in use before) within two inches 
and a half of each other, under the circum- 
stances stated in the case, is the real question 
between the parties ; and we think it cannot. 
For it appears, from the indorsement upon the 
pasted, that before the granting of this patent, 
flax and other fibrous substances were spun 
with machines, by which the reach was varied 
according to the staple or fibre of the article to 
be spun, and that that had been a fundamental 
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principle of dry-spinning, known and nsed be- 
fore the granting of this patent ; and further, 
that the reach used in cotton spinning had 
been less than two inches and a half. The 
application therefore, of a reach of two inches 
and a half to the spinning of flax, when in a 
state of maceration, by which the fibre of flax 
will not hold together, beyond two inches and 
a half, does not appear to us to be any new 
invention or discovery ; but is merely the ap- 
plication of apiece of machinery ^ already hnotvn 
and in use^ to the new macerated state of the 
flax. The fundamental principle of dry-spin- 
ning was, that the reach varied according to 
the length of the staple or fibre of the article 
to be spun ; and spinning machines were in 
use, either with the reaches fixed or connected 
with slides, so that, their distance might be 
varied, according to the length of the fibre of 
the article intended to be spun, and, conse- 
quently, there is nothing new in applying the 
use of a spinning machine, with a reach of 
such a degree of shortness, as would suit the 
continuity of the roving of the flax after it is 
macerated. It is to be remarked, that the 
application of moisture in spinning flax, for 
the purpose of separating the fibres and reduc- 
ing the length of the staple, was not new in 
practice, and had been resorted to under HalTs 
patent, though in a diflerent manner from that 
employed upon this occasion. Now suppose 



Utility. 27 

a patent to have been first obtained for some 
entirely new method, either chemical or me- 
chanical, of reducing the fibres of flax to a 
short staple, we think, that a second patent 
could not be taken out for an improvement 
of machinery in spinning flax, which consisted 
of nothing more than the spinning of the 
short staple of flax, by a spinning machine 
with a reach of a given length, not less than 
that already in use for the spinning of cotton ; 
the efiect of which would be, to prevent the 
first patentee from working his invention with 
the old machine at the proper reach.^ 

And, in Morgan v. Seaward (2 M. & W. 562), ^;^; 
Parke, B., said : '' A grant of a monopoly of an AnioTentior 
invention, which is altogether useless, may well ueieranot 

^^ *' within the 

be considered as mischievous to the state, to itatnteof 

^ ' Jamei I. 

the hurt of trade, or generally inconvenient, 
within the meaning of the statute of James I., 
which requires, as a condition of the grant, 
that it should not be so ; for no addition or 
improvement of such an invention could be 
made by any one during the continuance of 
the monopoly, without obliging the person 
making use of it to purchase the useless inven- 
tion." 

In these cases there was thought, skill or 
invention, without a useful or beneficial result, 
which is not any manner of manufacture. But satif naeiyii. 
when a thought or invention is usefully ^p-^f^*!^ 
plied, (keeping the question of novelty or^y^J^ 

2 °*^''' 
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g^^^ originality out of view for the present,) it is 
within the statute. 

It may be merely the omission of something 
then in use, as of a mandril in the manufacture 
of tubes. 
^^^ In Rumll ▼. Cowley (Webs. Cases, 467), 

Maunf tabet Lord Lyudhurst, C. B., said : ^* The invention, 
mandril. as I Understand it, in fact without referring at 
present to the objection made to the form of th^ 
specification, is to make tubes of this descrip- 
tion (gas tubes) without the use of the mandril, 
that is, to weld them without hitting them on 
any solid surface, or without hammering them 
on any solid surface ; and though that seems to 
be a very simple invention, it has been produc- 
tive of great advantages; inasmuch as it has 
enabled the manufacturer to construct pipes 
for gas and other purposes very correctly, and 
also of lengths much beyond what could be 
done previously to this discovery. I think 
therefore, in &ct, practically it is a new inven- 
tion, and an invention of great importance." 

In this case, any doubt as to the suffi- 
ciency of the invention to be within the sta- 
tute is entirely removed by its usefulness. 
Again, in Minter y. Mower^ the plaintiff 
Mkaerr. claimed, as patentee, ''the application of a 
seifa^iott- self-adjusting leverage to the back and seat of 
a chair, whereby the weight on the seat acts 
as a counterbalance to the pressure on the 
back." It appeared, at the trial, that chairs 



mRnHHea«^a9i^«^ 



UtiUty. 29 

had been made with this peculiarity in their 
construction ; but so much encumbered by 
other arrangements, as not to be effective, or 
even known to exist. It was held, that a claim 
to the self-adjusting leverage would have been 
good, although the patentee should have done 
no more than remove these incumbrances 
(^EVebs. Cases, 142). 

In NeiUon Y.Harford (Webs. Cases, 314), ^^Jgw^- 
the invention was for the use of hot blast in Amoantof 
furnaces, and Parke, B., said, ** Its utility ^teriia?^ 
would be sufficient if productive practically 
of some benefit, no matter how great, pro- 
vided it is sufficient to make it worth while 
(the expense being taken into consideration) to 
adapt such apparatus to the ordinary ma- 
chinery in all cases of forges, cupoles and 
furnaces, where the blast is used.**^ 

And this view, of the required amount of 
utility in a patented invention, is in accord- 
ance with the earlier decisions. 

In the case of Boulton and Watt v. Bull, ^^ ^• 
Eyre, C. J., having stated the invention was 
for decreasing the consumption of steam, said, 
'^ It professes to lessen the consumption, and, 
to make the patent good, the method must be 
capable of lessening the consumption to such 
extent as to make the invention useful ^' (2 H. 
Bl. 498). 

Again, in Rex v. Arkwright (Davies* Cases, ^»j--<»*- 
61), it is laid down, that, if there be anything 
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material and new, which is an improvement of 
the trade, that will be sufficient to support a 
patent. And in Huddart v. Orimghaw (Webs. 
Cases, 868), Lord EUenborough said, ** There 
are common elementary materials to work 
with in machinery ; but it is the adoption of 
these materials to the execution of any parti- 
cular purpose, that constitutes the invention ; and 
if the application of them be new, if the com- 
bination in its nature be essentially new, and 
if it be productive of a new end and beneficial 
to the public^ it is that species of invention 
which, protected by the King'^s patent, ought 
to continue to the person the sole right of 
vending.'* 

In the case of Lewis y^Marling (Webs. Cases, 
Shearing by 488), the invention was for shearine woollen 

roteiy outtert , 

flromiiitto cloths. It appeared that machinery carrying 
shears to shear cloth from list to list was 
known; rotary cutters, to shear from end to 
end, were also known ; but rotary cutters to 
shear from list to list, the invention claimed, 
were not known, though useful. The patent 
was held to be good. 

ItoJo^!' ^^ '^"K ^ ^^® invention is at all useful. 
Whether tha the law 18 Satisfied. '^It is not for you to 

invantlon be 

consider to what extent the thing is useful. 
If it is a useful invention, then it is a sub- 
ject to be protected by a patent ; and if, oa 
the other hand, it is of no use, then it is no 
subject to be protected by a patent. The issue 
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is, whether it is of any use at all ; and I think 
you cannot entertain a doubt that the im- 
provement in the paddle-wheels is of use^' 
(Alderson, B., Morgan v. Seawardy Webs. 
Cases, 172). 

The variation of the means employed to ob- 
tain any particular end, if the result be useful, 
will constitute an invention entitled to letters 
patent. 

In the case of Hullett v. Hague (2 B. & Ad. f^^- 
370), this doctrine was adopted. The inven- varution of 
tion claimed by the plaintiff was for promoting flcient; aaa 
the evaporation of liquids, by forcing, by bel- imteMiof 
lows, hot or cold air throus^h the liquid to be to promote' 
evaporated. The air was passed from large **®° J'* 
tubes, communicating with the bellows, into 
smaller perpendicular tubes, reaching from 
the bottom of the boiler through the fluid. 
The invention claimed by defendant consisted 
of a coil of pipes lying at the bottom of the 
boiler, perforated with small holes, or of a 
shallow cullender, placed at the bottom of the 
boiler, through which the air was to be forced. 
Each invention effected the same object by 
different means, and it was held that both 
were patentable. The idea of passing air 
through a liquid, to promote its evaporation, 
was not claimed by either party. 

In Crane v. Price (Webs. Cases, 407), thegw«T. 
patent was for *^ the application of anthracite, a combina- 
or stone coal and culm, combined with thetun^,weu 

known, if It 
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KrodnMA using of hot-air blast in the smelting: and 
cheaper ar- manufacture of iron from iron-stone, mine, or 

tide, it a pa- ' ' 

tentabiein- orc.^ The hot-air blast was the subject of 

vention} aa •' 

■tra?co2 a then existing patent by Neilson, for heating 
WM?tath« ^^^ *'' ^° * chamber between the blowing ap- 
5^aSr^*°" paratus and the blast furnace, by which the heat 
in the furnace became much greater than when 
the air was blown into the furnace at its ordi- 
nary temperature. Many attempts had been 
made from time to time to use anthracite, or 
stone-coal, in the smelting of iron, since it 
is found in large quantities in Wales, and is 
not applicable to domestic purposes, but they 
all failed : '^ in a short time the twires were 
shut up, the blast could not get in ; it was all 
clogged/' Crane^s patent was simply for the 
combination of the hot-air blast and anthracite 
coaL He made no claim to either separately ; 
but only to the idea or thought of using them 
together, and as the result was a much better 
iron and at a less cost^ it was held to be a 
good subject-matter for a patent. Tindal, 
C. J., on delivering the judgment of the Court, 
observed, after stating the facts, ^' We are of 
opinion that if the result produced by such 
a combination is either a new article, or a 
better article, or a cheaper article to the 
public, than that produced before by the 
old method, such combination is an inven- 
tion or manufacture intended by the statute, 
and may well become the subject of a patent.^' 
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He then cites the opinion of Abbott, C. J., 
that a patent may be had for a new process to 
be carried on by known implements, or ele- 
ments acting upon known substances, ulti- 
mately producing some other known substance, 
or producing it in a cheaper or more expedi- 
tious manner, or a better or more useful kind 
{Rex V. Wheeler, 2 B. & Aid. 369). And the ^^ 
decision of Lord Eldon, that there may be a 
valid patent for a (useful) combination of ma- 
terials previously in use for the same purpose, 
or even for a (useful) method of applying such 
materials {Hill v. Thompson, 3 Mer. 626), fj«^^ 
and continues, — "There are numerous in- 
stances of patents which have been granted, 
where the invention consisted in no more than 
in the use of things already known, and acting 
with them in a manner already known, and 
producing effects already known, but pro- 
ducing those effects so as to be more econo- 
mically or beneficially enjoyed by the public ;" 
and he cites, in support of this opinion, 
the cases of Hale's patent, for applying the 
flame of gas to singeing off the superfluous 
fibres of lace; where a flame of oil had been 
used before for that same purpose (Hall v. ^«**^-^«^- 
Boot, Webs. Cases, 100). Derosne's patent, fibr«aot loce. 
in which, the invention consisted in filtering 
the syrop of sugar through a filter, to act 
with animal charcoal, and charcoal from bitu- 
minous schistus, where charcoal had been used 

c 3 
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before in the filtering of almost every other 
liquor, except the syrap of sugar {Derosne v. 
Fotm, Webs. Cases, 164). HilPs patent, for 
improvements in the working of iron: in 
which the invention consisted only in the use 
and application of the slags, or cinders thrown 
off by the operation of smelting (which had 
been previously considered useless), for the 
production of good and serviceable metal, by 
the admixture of mine rubbish (Hill v. Thomp^ 
son. Webs. Cases, 249). And, Danielis' patent, 
taken out for improvements in dressing woollen 
cloth, where the invention consisted in im- 
mersing a roll of cloth, manufactured in the 
usual manner, in hot water {Rex v. Daniells, 
Godson on Pat. 274). 

In the case of Oibson v. Brand (WehB. Cases, 
633), the claim was for ^^a new or improved 
process or manufacture of silk, and silk in com- 
bination with certain other fibrous substances ;^ 
and Tindal, C. J., said, *' Undoubtedly there is 
very strong reason to suppose, if the specifica- 
tion is carefully and properly prepared, so as to 
point out with great distinctness and minuteness 
what the process is, such a patent may be good 
in law. Such certainly was the opinion of Chief 
Justice Eyre (in Bolton and Watt v. Bull, 2 
H. Bl. 468-500) ; and such also appears to have 
been the opinion (carefully guarded against 
any abuse of the doctrine) of Lord Tenterden 
(in Rex v. Wheeler, 2 B. & A. 360), who says 
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that *' the subject-matter of letters patent, i. e. 
the word manufacture, as used in the statute 
of James, has generally been understood to 
denote either a thing made, which is vAefulfw 
its own sake, and vendible as such — -as a medi- 
cine, a stove, a telescope, and many others — or 
some part of an engine or instrument, to be 
employed either in the making of some previ- 
ously known article, or in some other usefid 
purpose — as a stocking-frame, or a steam-engine 
for raising water from mines ; or it may, per- 
haps, also extend to a new process to be carried 
on by known implements or elements acting 
upon known substances, and ultimately pro- 
ducing some other known substance, but pro- 
ducing it in a cheaper or more expeditious 
manner, or of a better or more useful kind.'^ 

It is no objection to the subjeclrmatter of a 
patent, that the quality or degree of the in- 
vention claimed is too small, and the labour 
and expense required to perfect it too light. 

In Crane v. Price (Webs. Cases, 411), Tin- ^^^' 
dal, C. J., said : " In point of law the labour The amount 

#• *i 1 • 11 T of labour or 

of thought, or experiments, and the expendi- thought ex. 

n % • 1 1 » pended not 

ture of money, are not the essential grounds of material, 
consideration on which the question, whether 
the invention is, or is not, the subject-matter of 
a patent, ought to depend. For if the inven* 
tion be new and useful to the public^ it is not 
material, whether it be the result of long ex- 
periments and profound research, or whether 
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by some sadden and lucky thought, or mere 
accidental discovery/' 

There are several other cases supporting the 
doctrine, that as long as the invention be 
useful, the amount of skill displayed is not 
material to the validity of a title to a patent 
right. Such as the case of the water tables, 
discovered by a man''s spitting on the floor. 
The case is mentioned in Buller's Nisi Prius ; 
but more fully explained in the course of an 
argument, by the late Mr. Bell, Q. C, — '^ It 
was not necessary to show that an invention 
was the result of long application or deep 
skill. He remembered that, many years ago, 
ladies wore flowered tabies. The method of 
working the flower was discovered by mere 
accident; a man spat upon the floor, placed 
his hot iron upon it, and observed that it 
spread into a kind of flower. He afterwards 
tried the experiment upon linen, and found it 
produced the same efiect. He then obtained 
a patent, and lived to make a considerable 
fortune.^** (Webs. Cases, 54, note). 

And, further, every portion of the invention 
need not be useful; it is sufficient if it be 
useful in the whole, and that whatever may be 
useless be no material part of what is claimed 
by the patent. A patent was obtained for 
'* certain machinery or apparatus adapted to 
facilitate the operation of dying calicoes, mus- 
lins, linens, or other similar fabrics;" and the 
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invention consisted of a carriage moving freely 
on guides or supports, from one end of the 
dying-house to the other, and provided with 
cylinders or drums, which were made to re- 
volve, so that the wet cloth was wound in 
folds off them, and dropped over the rails 
or staves beneath the carriage as it moved 
along ; the depth or length of the folds being 
regulated, by the length of cloth given out, 
during the passage of the carriage from one 
stave to the next. When the cloth was dried, 
it might be wound on the drums by drawing 
the carriage back to the end of the dying- 
house, from which it started* At the trial it 
was proved by several witnesses, that the ma- 
chine would not take up some descriptions of 
cloth. The jury found the machine useful on 
the whole, although they agreed it would not 
in some cases take up the cloth, and the Court 
of Common Pleas decided, *^ that if the jury 
think it useful in the general, because some 
cases occur in which it does not answer, we 
think it would be too strong a conclusion to 
hold the patent void *' {Haworth v. Sardcastk, 
Webs. Cases, 484). 

In the case of Lewis v. Marling (Webs. Lewis v. 
Cases, 495), the patent was for shearing cloth. Theciaimof 
Amongst other arrangements, a piece of plush Zu, itwot' 
is fixed upon the surface of a cylinder, to of thehn?n- 
answer the purpose of a brush for raising the materiij™* 
wool. The Court were of opinion, that the 
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plush was not an essential part of the machine, 
although claimed as an invention ; and Lord 
Tenterden, G. J., said/' I agree, that if the pa- 
tentee mentions that as an essential ingredient 
in the patent article, which is not so, nor even 
useful, and whereby he misleads the public, 
his patent may be void ; but it would be very 
hard to say that this patent should be void, 
because the plaintiffs claim to be the inventors 
of a certain part of the machine not described 
as essential, and which turns out not to be use- 
ful. Several of the cases already decided have 
borne hardly on the patentees ; but no case 
has hitherto gone the length of deciding that 
such a claim renders a patent void, nor am I 
disposed to make such a precedent/^ 



Examples illustrating the Proposition^ that the rights of 
the Patentee are not restricted to the particular useful 
application^ or embodiment of his first thought^ or the 
main or leading idea of his invention ; hut extend to 
the exclusion of all other applications of that thought^ 
or idea^ provided they are identical with his in spirit 
or substance. 

wm^' ^^ Minter v. WelU^ the patent was for " the 
seif-uuust- application of a self-adjusting leverage to the 
back and seat of a chair, whereby the weight 
on the seat acts as a counterbalance to the pres- 
sure against the back of such chair, as above 
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described ;^ so that the essence of the invention 
consists in the chair having what he calls a 
self-adjasting leverage; that is to say, one 
which, by the pressure on the seat, raises the 
back, and by the pressure against the back 
raises the seat, and that whatever force is ap- 
plied to disturb the equilibrium, the moment 
this is taken off the body remains in the posi* 
tion in which it was left. The essence of the 
claim to invention, and undoubtedly his claim, 
is the application of a self-adjusting leverage 
to the chair^ (Alderson, B., in Minter v. WelU^ 
Webs. Cases, 130). 

On a motion for nonsuit, on the ground that 
the specification was for a principle, the plain* 
tiff having summed up the whole of the patent 
in his claim to the principle and not to any 
particular means, it was argued, either plain- 
tiff claims a principle or he does not. To 
the former he is not entitled ; and as to the 
latter, the defendant has not used the me- 
chanical means of the plaintiff. And that the 
plaintiff, by his specification, has appropriated 
to himself a first principle in mechanics, viz., 
the lever, and therefore no one else may use 
it. To which Lord Lyndhurst, C. B., replied, 
" It is not a leverage only, but the application 
of a self-adjusting leverage; and it is not a 
self-adjusting leverage only, but it is a self- 
adjusting leverage producing a particular 
effect, by the means of which the weight on 
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the seat coanterbalances the pressure against 
the back (of a chair)/^ And in reply to what 
was the combination which saved the patent 
from being merely for a principle, his Lord- 
ship continued, **The application of a self- 
adjusting leverage producing the effect consti* 
tntes the machine, and the right to make the 
machine by the application of a self-adjusting 
leverage producing a particular effect. He 
says, * I do not confine myself to the particular 

shape of this lever/ He claims 

* every machine consisting of a self-adjusting 
leverage producing that particular effect in a 
^^' chair/ " In Jupe v. Pratt {Wehs, Cases, 144), 
An expand- the Same doctrine was admitted, although not 
'^ *' expressly laid down. The subject-matter in 
this case was an expanding table, so con- 
structed, that the sections, which composed the 
surface of the original or unexpanded table, 
might be made to diverge from a common 
centre, and the table thereby enlarged, by 
inserting leaves or pieces in the openings 
caused by the divergency. The patentee did 
not confine himself to the particular mechani- 
cal arrangements he described, for causing 
the sections to diverge from a common centre. 
In the course of the argument, Alderson, 
B., on allusion being made to the case of 
S^!' CrossUy v. Beverley (Webs. Cases, 106), ob- 
oaa meter, gervcd, "It was for measuring the quan- 
tity of gas that was supplied to every indi- 
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itidual, in order that they might not take it 
without its being known. There never was a 
more instructive case than that. I remember 
very well the argument put by the Lord Chief 
Baron (Lord Abinger), who led the case for 
the plaintiff, and succeeded. There never 
were two things to the eye more different, than 
the plaintiff^s invention and what the de- 
fendant had done, in contravention of his 
patent right. The plaintiff^s invention was 
different in form, different in construction ; it 
agreed with it only in one thing, and that was, 
by moving in the water a certain point was 
made to open either before or after, so as to 
shut up another, and the gas was made to pass 
through this opening; passing through it, it 
was made to revolve it. The scientific men, 
all of them, said the moment a practical scien- 
tific man has got that principle in his head, he 
can multiply, without end, the forms in which 
that principle can be made to operate. 

** The difficulty which will press on you, and 
to which your attention will be called in the 
present case, is this : — you cannot take a pa- 
tent for a principle ; you may take out a patent 
for a principle coupled with the mode of car- 
rying the principle into effect, provided you 
have not only discovered the principle; but 
have invented some mode of carrying it into 
effect. But then you must start with having 
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invented some mode of carrying the principle 
An applied into effect ; if you have done that, then you 

principle Ifl . ' ./ 

protected by are entitled to protect yourself from all other 

a patent from * '' 

ir^ti' ™o^^3 o^ carrying the same principle into ef- 
fect, that being treated by the jury as piracy 
of your original invention. But, then, the 
difficulty that will press on you here is, that 
on the evidence there does not appear to have 
been any mode of carrying the principle into 
effect at all — invented by you.'' 
g;^;^' In Russell v. C(ncley (Webs. Cases, 468), al- 

Maungtubes ready quoted above, the patent was for nianu- 

withouta ^ "^ , , - '^ , , 

mandril. facturiug tubes for gas, and other purposes, 
by heating the iron of which they are made 
in a blast furnace, and immediately passing 
it through swages, or some such instru- 
ments, without the use of any mandril or 
other internal support. A piece of flat iron 
is prepared for welding by being turned up 
at the sides till the edges meet, or nearly 
so. It is then put into a hollow fire, and5 
when at the point of fusion, drawn by a chain 
attached to a draw bench through a pair 
of dies, by which means the edges of the 
iron became welded together. The defendant 
passed tubes, without any internal support, 
through grooved rollers, by which it was al- 
leged they were completely welded ; and after- 
awards through an instrument, called a scor- 
pion, merely, as he contended, to scrape and 
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lengthen, and not to weld the tubes. Bat it 
appeared the welding could not be effected 
without the scorpion, which was in point of 
fact the plaintiff's die. 

The plaintiff obtained a verdict, as the de- 
fendant's method was an infringement of his 
patent, the rollers being merely introduced as 
a screen. And the verdict was supported by 
Lord Lyndhurst, C. B., on the motion for the 
new trial, in these words (although the imme- 
diate point in discussion was the sufficiency of 
the specification) : — " Now, what does that 
amount to but this ? (after quoting the specifi- 
cation). I have described the apparatus by 
which these prepared tubes of iron, having no- 
thing in them, are welded together; I have 
described the particular apparatus by which 
that is effected. I do not confine myself 
to that precise description of apparatus, 
but these previously prepared tubes of iron, 
which I have described, may be heated to 
a welding heat — and may by variations in 
this apparatus be drawn through dies or 
bolts^ or formed in this way ; " and his Lord- 
ship then proceeds to show that, notwith- 
standing some obscurity in the specification, 
the principle, or rather the spirit or substance 
of the invention, is manufacturing *' tubes for 
gas and other purposes, by welding them 
without the use of a mandril, or internal 
support, by which certain advantages are 
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produced." So that the use of rollers and 
dies together (all internal support being want- 
ing) was only a colourable variation of the 
plaintiff's right ; and, therefore, an infringe- 
ment, 
^tonv. In the case of Walton v. Potter and Horsfall 
Elasticity In (Wcbs. Cascs, 586), the object of the patent 
carding wool, was to iucreasc the elasticity of cards for card- 
ing wool, cotton, &c., by substituting caou- 
tchouc, or India rubber, for the fillets or sheets 
of leather used in the construction of ordinary 
cards. This method added the elasticity of 
India rubber to the elasticity of the wire dents 
or teeth, and so greatly increased the efficiency 
of the card, by enabling the teeth to give way 
rather than bend. Walton described a method 
of cutting the India rubber into layers from 
the blocks as imported, which joined together 
formed fillets. These fillets when furnished 
with dents or teeth, were to be nailed or 
cemented to the board in the usual manner. 
Potter and Horsfall subsequently obtained 
a patent *^for the manufacture of a new 
material for receiving the wire teeth of 
cards.**^ It consisted of a woven fabric pass- 
ed through India rubber varnish or cement, 
till both sides were covered with a thick coat- 
ing of India rubber. The wire dents, or teeth, 
were then inserted as directed in Walton^s par 
tent, and the cloth applied instead of leather 
as in the ordinary cards. But Potter and 
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Horsfield's patent was decided to be an in- 
fringement of Walton's. Increased elasticity, 
in the effect of the cards, was the spirit or sub- 
stance of Walton's patent. Tindal, C. J., in 
his summing up to the jury, said, ** Where a 
party has obtained a patent for a new inven- 
tion, or a discovery, he has made by his own 
ingenuity, it is not in the power of any other 
person, simply by varying in form, or in im- 
material circumstances, the nature or subject- 
matter of that discovery, to obtain either a 
patent for it himself or to use it without the 
leave of the patentee : because that it would 
be in effect and in substance an invasion of the 
right; and, therefore, what you have to look 
at upon the present occasion, is not simply 
whether in form or in circumstances, that may 
be more or less immaterial, that which has 
been done by the defendants varies from the 
specification of the plaintiff^s patent, but to see 
whether in reality, in substance and in effect, 
the defendants have availed themselves of the 
plaintiff's invention, in order to make that fa- 
bric, or to make that article which they have 
sold in the way of their trade ; whether, in or- 
der to make that, they have availed themselves 
of the invention of the plaintiff" . . . 
. . . . '* There can be no doubt what- 
ever that, although one man has obtained a 
patent for a given object, there are many 
modes still open for men of ingenuity to obtain 
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a patent for the same object; there may be 
many roads leading to the same place, and if 
a man has— by dint of his own genius and dis- 
covery, after a patent has been obtained — been 
able to give to the public without reference to 
the former one, or borrowing from the former 
one, a new or superior mode of arriving at the 
same end, there can be no objection to his taking 
out a patent for that purpose. But he has no 
right whatever to take, if I may so say, a leaf 
out of his neighbour 8 book, for he must be 
contented to rest upon his own skill and la- 
bour for the discovery, and he must not avail 
himself of that which had before been granted 
exclusively to another ; and therefore the ques- 
tion again comes round to this, whether you 
are of opinion that the subject-matter of this 
second patent is perfectly distinct from the 
former, or whether it is virtually bottomed upon 
the former, varying only in certain circum- 
stances, which are not material to the princi- 
ple and substance of the invention. 

H»^' '^ ^^® ^^®® oiNdUon v. Harford^ the patent 
HotbiMt. was for heating the air in a close vessel, in its 
passage between the blowing apparatus and 
the blast furnace, whereby the heat of the 
blast is greatly increased. It was held, that 
since the spirit or substance of the invention 
consisted in heating the air in the manner just 
described, any change merely in the form of 
the vessel would be an infringement, although 
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the change might very greatly increase ^^f^^^^^^^ 
utility of .the invention. It would still be a use jfoi^',,*^tJ; 
of the spirit or substance of the plaintiflp's*»*'»«p»^"*- 
right. Mr. Baron Parke, in his address to 
the jury, said: ^^ Though unquestionably what 
the defendants have done is a great improve- 
ment upon what would be the species of ma- 
chinery or apparatus constructed under his 
(the plaintiff's) patent, it appears to me it 
would be an infringement of it'^ (Webs, Cases, 
310). 

In the course of the argument on the mo- 
tion for a new trial in the above case of Neilson 
V. Harfordy Mr. Baron Alderson observed :•— 
•' The blowing apparatus was perfectly well 
known, the heating of air was perfectly well 
known as applicable to blast furnaces; then 
what he really discovered is, that it would be 
better for you to apply air heated up to a red 
heat, or nearly so, instead of cold air, as you 
have hitherto done. That is the principle — that 
is the real discovery ; but in order to take out 
a patent you must have an embodiment of the 
principle, and his embodiment of the principle 
is the heating of air in a separate vessel, inter- 
mediately between the blowing apparatus and 
the point where it enters the furnace. Then 
he says, '^ I do not mean to claim any shape 
in which it is done; it may be done in a vessel 
of any shape, provided only you have such a 
vessel of such a shape, and fire so applied as 
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that, in the intermediate spaces between the 
blowing apparatus and the furnace the air ar- 
rives at the red heat" (Webs. Cases, 337). 
And as to the embodiment^ or modus operandi, 
his Lordship observed, " It will come very 

mS^Si. ^'°*® "P^" Boulton and Watt v. Bull (Davis' 
Cases, 162), the only modus operandi of which 
was the condensing in a separate vessel; so 
here it is the application of heated air, the air 
being heated in an intermediate separate vessel. 
This is a modus operandi sufficient to save the 
patent*^ (Webs. Cases, 336). And the same 
learned judge continued — " I take the distinc- 
tion, between a patent for a principle and a 
patent which can be supported, is, that you 
must have an embodiment of the principle in 
some practical mode, described in the specifi- 
cation, of carrying the principle into actual 
effect, and then you take out your patent ; not 
for the principle, but for the mode of carrying 
the principle into effect. In Watts' patent, 
which comes nearest to the present of any you 
can suggest, the real invention of which was, 
that he discovered that by condensing steam 
in a separate vessel a great saving of fuel 
would be effected, by keeping the steam cylin- 
der as hot as possible, and applying the cool- 
ing furnace to the separate vessel, and keeping 
it as cool as possible, whereas the steam be- 
fore was condensed in the same vessel ; but 
then Mr. Watt carried that practically into 
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effect, by describing a mode which would s^^' 
effect the object. The diflBculty which presses Ho^-WMt. 
upon my mind here is, that this party has taken 
oat a patent, in substance like Watt's for a 
principle, that is, the application of hot air to 
furnaces, but he has not practically described 
any mode of carrying it into effect. If he had, 
perhaps he might have covered all other modes 
as being a variation." The following remarks 
were made by Sir F. Pollock, counsel for the 
defendants : *' With respect to what has fallen 
from your lordships, about taking out a patent 
for a principle, it is theoretically true, but 
practically it is not true. Practically, you can 
have a patent for a principle ; that is, if you 
embody your principle in any clear, definite, 
and distinct form, no other person shall be 
allowed to take that principle and embody it 
in some other form merely copied from yours. 
[Alderson, 6. — But then you must perform the 
previous conditions, and embody it in some 
practical form.] Yes, you must develop your 
principle, and you must correctly develop it, 
and you must put it in some shape, and when 
you put it in that shape, no person can be al- 
lowed to come and steal the spirit of the inven- 
tion, and put it into some other shape, different 
from yours, provided the jury think that the 
other shape is an imitation of your shape " 
(Webs. Cases, 343). And Sir F. Pollock ex- 
pressed himself to the like effect in the case of 

D 
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^- Jupe r. Pratt (Webs. Cases, 146). "The fair 
No patent Hiode of lookins: at a patent and the specifics- 
pie, bat for tion is, to inquire what is the spirit of the in- 

the«plritof , ^ . . 1 11. •• 

theinven- Tcntion, or the principle; and this must pe 
embodied in some mode or method, because it 
is admitted on all hands you cannot take out 
a patent for a principle. But although the 
law says undoubtedly and correctly enough, 
that you cannot take out a patent for a prin- 
ciple, that is for a barren principle, when you 
have clothed it with a form, and given it a 
body and substance, in which the principle 
may live and produce the benefit which you 
claim to result from it, why then in many cases 
(and it is a consolation to every just and 
honest feeling one has on the subject of inven- 
tion), although you cannot have a patent for a 
principle in substance, you can have a patent 
for the spirit of your invention ; for if any 
other person comes and clothes the spirit of 
your invention with a dififerent body^ and puts 
that principle in use in any other shape or 
fashion, it is always a question for a jury, 
whether — however different in appearance, in 
shape, in form, in method — whether the article, 
or the practice, if it be matter connected with 
the arts and manufactures, be or be not sub- 
stantially an adaptation of the principle, ap- 
plied with the same view, to answer the same 
end, and merely imitated in substance, what- 
ever difference there may be in point of form. ^^ 
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Precisely the same Tiew of the right to a g^^^' 
patent for an applied principle, or for the LonUustice 
spirit or substance of an invention, and not charge to the 
merely for the particular form or mode of the court of se«- 

. sions in Scot- 

application, was very ably pressed upon thei<»d. 
jury by Lord Justice Clerk Hope, in an action 
brought by Mr. Neilson, the patentee of the 
hot-blast patent, in the Court of Sessions in 
Scotland^ against the Househill Coal and Iron 
Company for infringements of his patent 
(Webs, bases, 683—85): "It is quite true 
that a patent cannot be taken out solely for an 
abstract philosophical principle — for instance, 
for any law of nature, or any property of 
matter, apart from any mode of turning it to 
account in the practical operation of manu- 
factures, or the business and arts and utilities 
of life. The mere discovery of such a prin- 
ciple is not an invention, in the patent-law 
sense of the term. Stating such a principle in 
a patent may be a promulgation of the prin- 
ciple, but it is no application of the principle 
to any practical purpose : and without that ap- 
plication of the principle to a practical object 
and end, and without the application of it to 
human industry, or to the purpose of human 
enjoyment, a person cannot in the abstract 
appropriate a principle to himself. But a 
patent will be good, though the subject of the 
patent consists in the discovery of a great, 
general, and most comprehensive principle in 

D 2 
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H^M.' science or law of nature, if tbat principle is 
by the specification applied to any special 
purpose, so as thereby to efiectuate a prac- 
tical result and benefit not previously attained. 
** The main merit, the most important part of 
the invention, may consist in the conception of 
the original idea, in the discovery of the prin- 
ciple of science, or the law of nature, stated 
in the patent, and little or no pains may have 
been taken in working out the best manner and 
mode of the application of the principle to 
the purpose set forth in the patent. But still, 
if the principle is stated to be applicable to 
any special purpose, so as to produce any re- 
sult previously unknown, in the way and for 
the objects described, the patent is good. It 
is no longer an abstract principle. It comes 
to be a principle turned to account, to a prac- 
tical object and to a special result. It be- 
comes, then, not an abstract principle, which 
means a principle considered apart from any 
special purpose or practical operation, but the 
discovery and statement of a principle for a 
special purpose ; that is, a practical invention, 
a mode of carrying a principle into eflfect. 

Theappiica- That such IS the law, if a well-known princi- 

tion of a well- ' 

d"^rfo?'thi P '® applied for the first time to produce a 

*atenuwe PJ'^ctical rcsult for a special purpose, has never 

been disputed. It would be very strange and 

unjust to refuse the same legal effect, when 

the inventor has the additional merit of dis-. 
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covering the principle as well as its application ^^S^- 
to a practical object. The instant that the 
principle^ although discovered for the first 
-timei is stated, in application to, and as the 
agent of, producing a certain specified effect, 
it is no longer an abstract principle ; it is then 
clothed with the language of practical applica- 
tion, and receives the impress of tangible direc- 
tion to the actual business of life* Is it any 
objection then, in the next place, to such a 
patent that terms descriptive of the applica- 
tion to a certain specified result include every 
mode of applying the principle or agent, so 
as to produce the specified result, although 
one mode may not be described more than 
another ; although one mode may be infinitely 
better than another ; although much greater 
benefit would result from the application of 
the principle by one method than by another ; 
although one method may be much less expen- 
sive than another ? Is it, I next inquire, an no Direction 
objection to the patent, that, in its application ticniarappul 
of a new principle to a certain specific result, ciudM every 
it includes everjr variety of mode of applying of applying 
the principle according to the general state- ^ the sped. 
ment of the object and benefit to be attained ? 
You will observe that the greater part of the 
defenders' case is truly directed to this objec- 
tion. This is a question of law, and I must 
tell you distinctly, that this general claim, 
that is, for all modes of applying the princi- 
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HaSSrd' P'® *^ *^® purposc specified, according to or 
within a general statemait of the object to be 
attained, and of the use to be made of the 
agent to be so applied, is no objection what- 
ever to the patent : that the application or use 
of the agent for the purpose specified, may be 
carried out in a great variety of ways, only 
shows the beauty, and simplicity, and corn- 
That u may prehensiveness of the invention. But the 

be adopted •■ , , 

In a variety Bcicutific and general utility of the proposed 

of ways only ^ ■' * ' 

shows the application of the principle, if directed to a 

comprehen- . r r ^ 

theSJfJn"' specified purpose, is not an objection to its 
tion. becoming the subject of a patent. That the 

proposed application may be very generally 
adopted in a great variety of ways is the 
merit of the invention, not a legal objection to 
the patent. 

^* The defenders say ; you announce a princi- 
ple, that hot air will produce heat in the fur- 
nace ; you direct us to take the blast without 
interrupting, or rather without stopping it ; to 
take the current in blast ; to heat it after it 
leaves the blast, and throw it hot into the 
furnace. But you tell us nq more ; you do 
not tell us how you are to heat it. You say, 
you may heat it in any way, in any sort of 
form of vessel; you say, I leave you to do 
it how you best can. But my application of 
the discovered principle is, that if you heat the 
air, and heat it after it leaves the blowing en- 
gine (for it is plain you cannot do it before). 



Spirit or Substance of the Invention. 65 

you attain the result I state ; that is the pur- ^^jl^- 
pose to which I apply the principle. The 
beneGt will be greater or less. I only say, 
benefit you will get ; I have disclosed the prin- 
ciple ; I so apply it to a specified purpose by a 
mechanical contrivance, viz., by getting the 
heat when in blast, after it leaves the furnace : 
but the mode, and manner, and extent of heat- 
ing I leave to you, and the degree of benefit, 
on that very account, I do not state. The 
defenders say, the patent, on this account, is 
bad in law. I must tell you, that taking the 
patent to be of this general character, it is 
good in law. I state to you the law to be, 
that you may obtain a patent for a mode of 
carrying a principle into efiect ; and if you 
suggest and discover, not only the principle, 
but suggest and invent how it may be applied 
to a practical result by mechanical contri- 
vance and apparatus, and show that you are 
aware that no particular sort, or modification, 
or form of the apparatus is essential, in order 
to obtain benefit from the principle, you may 
take your patent for the mode of carrying it 
into effect, and are not under the necessity of Notconfined 

' , •' to one form 

describing and confining yourself to one form ofnpparatus. 
of apparatus. If that were necessary, you see, 
what would be the result? Why, that a pa- 
tent could hardly ever be obtained for any 
mode of carrying a newly-discovered principle 
into practical results, though the most valuable 
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^^Sm^- of all discoveries. For the best form and 
shape or modification of apparatus cannot, in 
matters of such vast range, and requiring ob- 
servation on such a great scale, be attained at 
once, and so the thing would become known, 
and so the right lost, long before all various 
kinds of apparatus could be tried. Hence you 
may generally claim the mode of carrying its 
principle into efiect by mechanical contrivance, 
so that any sort of apparatus applied, in the 
ways stated, will, more or less, produce the 
benefit, and yon are not tied down to any 
form." This part of the learned judge^s sum- 
ming up was not objected to, on the subse- 
quent appeal to the House of Lords. 



Eramples illustrating the Proposition^ that an Invention 
loses its claim to novelty by a use in piiblic (the word 
public not being equivalent to general, but distinguished 
from secret use) ; or by a description in a specification or 
booh, if either the use or the description be prior to the 
sealing of the letters patent^ and provided that whatever 
is alleged to be published was a perfected Invention, 
and not simply a trial or experiment. 

It has been laid down very strongly by Lord 
Abinger {Carpenter v. Smithy Webs. Cases, 
634), that the use which amounts to the publi- 
cation of an invention — such a use as destroys 
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any sabsequent claim to its novelty — is a use ^^Sf^ ^' 
in public ; the article Or sabject-matter need ^^^Ji^ 
not be generally adopted by the public. Public 2*"wi^"** 
is not equivalent to general, but distinguished 
from secret use. His Lordship's words to 
the jury were: "The plaintiff's counsel has 
referred to the words of the statute, to show 
the words * public use and exercise* formed 
a part of the patent, from which he desires 
you to take the definition of what he calls 
the legal meaning of the word ^ new ;^ and 
he draws this inference-^that, unless it has 
been in public use and in public exercise 
before, it is new. I repeat the words, that 
there may be no mistake. The inference he 
draws from it, (for I took his words down at 
the time,) is this — that unless it was in public 
use before, and there was a public exercise of 
it before, (that is, exercised by the public be- 
fore,) it is new. Now, I differ altogether from 
the learned counsel in that respect; and I 
think what is meant by ' public use and exer- 
cise,' as has been held by my predecessors 
before, (and I think one's own common sense 
leads one to adopt that definition,) is this: — 
a man is entitled to a patent for a new inven- 
tion, and if his invention is new and useful, 
he shall not be prejudiced by any other man 
having invented that before, and not made use 
of it ; because the mere speculations of ingeni- 
ous men, which may be fruitful of a great va- 

D 3 
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^g«*^ ^- riety of inventions, if they are not brought into 
actual use. ought not to stand in the way of 
other men equally ingenious, who may after- 
wards make the same inventions, and apply 
them. A great many patents have been taken 
out, for example, upon suggestions made in 
a very celebrated work by the Marquis of 
Worcester, and many patents have been de- 
rived from hints and speculations by that inge- 
nious author. But yet, as he never acted on 
them, as he never brought out any machines 
Fabiic OM whatsoever, those patents are good. So that 
edfromac- tbc meaumg of the words 'public use is 
this — that a man shall not by his own private 
invention, which he keeps locked up in his 
own breast, or in his own desk, and never 
communicates it, take away the right that 
another man has to a patent for the same 
invention. Now, 'public use' means this^— 
that the use of it shall not be secret, but 
public ; and in that sense I must say, that if 
you think the lock used by Mr. Davies is a 
lock which combines the same thing, (I do not 
say whether it does or not, that is left entirely 
for your consideration,) I think that is a public 
use of it, and is within the meaning of this 
clause of the patent, 'public use and exer- 
cise' as used in opposition to private use and 
secret use. Therefore, if a man invents a thing 
for his own use, whether he sells it or not — ^if 
he invents a lock and puts it on his gate, and 
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has used it for a dozen years-*— that is a public sm^^ ^' 
use of it. If it were otherwise, see what the 
consequence would be: — Mr. Davies has a 
lock, which he has directed to be made (we 
may suppose that to be the case) and put on 
his gate some twenty years ago— -sixteen years 
ago at least ; if that was not a public use of it, 
which prevented a man from taking out a 
^liatent, any'man might go and take a model of 
• that lock, and get a patent for it. How can lYc^'S^^n's 
he be the inventor of it? — because, to obtain a Je^not"'"' 
patent, a man must be the inventor ; and if it by'tS* puS^^ 
has been once in public use, (that is, used in a "^* 
public manner, not used by the public,) yet if 
it has been used by half-a-dozen individuals, or 
one, in a public manner, any man having 
access to it, how can he be said to be the 
inventor, if by merely gaining access to that 

he takes out a patent ? A 

man cannot be said to be the inventor of that 
which has been exposed to public view, and 
which he might have had access to if he 
thought fit.^^ On a motion for a new trial, 
which was refused, Alderson, B., said : ^^ I have 
not the least doubt that that is the right con- 
struction of the law, which my Lord has put 
upon it. Public use means a use in public, so 
as to come to the knowledge of others than 
the inventor, as contradistinguished from the 
use of it by himself in his chamber. How, 
then, can it be contended that the lock which 
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^3^^"^' has been used in public by Mr. Davies for so 
many years is a new invention!^ And Lord 
Abinger said : *' I was counsel in the cases of 
Lewis V. Marling^ and Jojies v. Pearce, and 
I recollect that those cases proceeded on the 
ground of the former machines being, in 
truth, mere experiments^ which altogether 
failed. The public use and exercise of an 
invention, means a use and exercise in public, 

not by the public I have 

always entertained the same opinion on the 
subject." 
•J^^- In the case of Janes v. Pearce (Webs. Cases, 

Wheels with 123), the patent was for improving the con- 
rods initead stfuctiou of whccls for Carriages, by suspend- 
ing the weight of the carriage, by iron rods, 
from that part of the wheel which happened 
to be uppermost. The rods were used in- 
stead of spokes. The defendant contended 
the invention was not new ; but had been in- 
vented by Mr. Strutt, and publicly used near 
Derby for two years. Witnesses for the de- 
fendant stated, that they had made in 1814, 
for Mr. Strutt, a pair of wheels, of which 
the model put in was a rough model; that 
the wheels had been put to a cart, and 
used for carrying heavy loads of stones (30 
cwt.) on the public roads for upwards of a 
year. The spokes occasionally got bent, and 
the box, or nave, becoming broken, the cart 
was laid by. A pair of those wheels, three feet 
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high, were used to carry the milk (of from Joms'T' 
thirty to forty cows) from one of Mr. Strutt's 
farms to his factory, where the milk was sold. 
The wheels of this cart were on the suspension 
principle, and the spokes were braced together 
like the strings of a drum. The rods of the 
cart-wheels were thicker at the heads, where 
they were put in through the outer edge of 
the wooden fellie, and counter-sunk into iron 
plates in the fellie. Over the fellie was the 
iron rim or tire. The spokes or rods were 
frequently straightened, and the wheel was 
worked until the iron tire was wore thin on 
the edges. Mr. Justice Patteson, having 
summed up the evidence to the jury, said : '^ If, 
on the whole of this evidence, either on the 
one side or the other, it appeared this wheel, 
constructed by Mr. Strutfs order in 1814, was f'"*^»^ , 

^ ' that anybody 

a wheel on the same principles, and in sub- JJJf^*"iV*' 
stance the same wheel as the other for which '■ ^^*^- 
the plaintiff has taken out his patent, and that 
was used openly in public, so that anybody 
might see itj and had continued to use the 
same thing up to the time of taking out the 
patent, undoubtedly, then, that would be a 
ground to say that the plaintiff^s invention is 
not new; and if it is not new, of course his 
patent is bad, and he cannot recover in this 
action. But if, on the other hand, you are of 
opinion that Mr. Strutt's was an experiment, 
and that he found it did not answer, and 
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p^^- ceased to use it altogether^ and abandoned it 
Bat not if an as useless, and nobody followed it up, and 

abandoned '^ * 

experiment, that the plaintiff's invention which came after- 
wards, was his own invention and remedied 
the defects — if I may so say, although he 
knew nothing of Mr. Strutt's wheel he reme- 
died the defects of Mr. Strutfs wheel, then 
there is no reason for saying Ihe plaintiff's 
patent is not good : it depends entirely upon 
what is your opinion upon the evidence with 
respect to that ; because, supposing you are 
of opinion that it is a new invention of the 
plaintiff's, the patent is then good : then the 
only remaining question would be, whether he 
has or not infringed the patent." 
condOir. The directions by Tindal, C. J., to the 
Patent for jury, iu the case of Cornish v. Keane (Webs, 
tn^'of^iaa^ Cascs, 508), are to the same effect :*— ^* If 
fiAirics.'^' this No. 3, (a fabric combined of cotton and 
threads of India rubber,) calling it technically 
and compendiously by that title, was at the 
time these letters patent were granted in 
any degree of general use ; if it was known 
to all the world and practised openly, so 
that any other person might have the means 
of acquiring the knowledge of it, as well as 
this person who obtained the patent, then the 
letters patent are void: on the other hand, 
if it were not known, and were at the time 
in England, then, as far as this question 
is concerned, the letters patent will stand." 
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On the refusal of a motion for a new trial, by ^^^^• 
the Court of Common Pleas, his Lordship 
delivered the judgment of the Court, and con- 
firmed this direction. *'The question raised 
for the jury was this: Whether the various 
instances brought forward by the defendants 
amounted to proof, that before or at the time 
of taking out the patent the manufacture was 
in use in England ; or whether it fell short of in use, or 

.1 111 • onlyexperi- 

that pomt, and proved only that experiments ments. made 
had been made in various quarters, and had doned. 
been afterwards abandoned ? This question 
is, from its nature^ one of considerable deli- 
cacy; a slight alteration in the effect of the 
evidence will establish either the one proposi- 
tion or the other^ and the only proper mode of 
deciding it is by leaving it to the jury. On 
the present occasion they heard the evidence 
patiently^ and appeared to apply it with intel- 
ligence, and we can see no reason to be dis- 
satisfied with the conclusion at which they 
arrived '' (Webs. Cases, 519). 

And again, in the case of Gibson v. Brand cubecnv. 
(Webs. Cases, 628), his Lordship says : " It Manufacture 
is quite clear, if, on the evidence you have other^uib-^ 
heard, you are satisfied that this, which is al- ' °^'* 
leged to be a discovery by the plaintiffs, had 
been publicly practised in England^ there is an 
end to the validity of the patent. It would 
not be sufficient, to destroy the patent, to show 
that learned persons in their studies had fore- 
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^^^' seen, or bad found out, this discovery that is 
uaeinpri- afterwards made public, or tbat a man in bis 

Tate does not , * 

^^txi^li P"^^*^ warehouse had, by various experi- 
tbeinT«n- ments, endeavoured to discover it, and failed 

tiOD. ' ' 

and had given it up. But if you perceive, on 
the evidencci that the thing which is now 
sought to be protected by the patent has been 
used, and for a considerable period^ and used 
so far to the benefit of the public as to be sold 
to anybody that thought proper to purchase it of 
those who made it ; then it becomes a material 
question, whether such mode of use is not, in 
your judgment, a public using of the article, 
of the process, or of the invention, before the 
^^^' letters patent were granted/' And, in Morgan 
Bat 8 tale in V. Seaword (2 M. & W. 544), Parke, B., said : 
^^ ^ ' ** If the patentee himself had, before his pa- 
tenty constructed machines (made according to 
the invention) for sale, as an article of com- 
merce, for gain to himself, and been in the 
practice of selling them publicly ; that is, to 
any one of the public who would buy ; the in- 
vention would not be new at the date of the 
patent. This was laid down in the case of 
wpodr. Wood V. Zimmer (Holt, N. P. C. 68), and ap- 
pears to be founded on reason ; for if the in- 
ventor sell his invention, keeping the secret to 
himself, and when it was likely to be disco- 
vered by another take out a patent, he might 
have practically a monopoly for a much longer 
period than fourteen years. The whole of the 
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invention, or thing claimed, must be new, or 
the patent will be bad.'^ 

The novelty of an invention is not only de- ^jJ*i|fiP" 
stroyed by being in public existence or use Jjjj^^^j^" 
before the date of the patent, it is also lost, if JSSSSuto 
described in a specification or book published ^ *° ^^ 
or accessible in the realm, prior to the date of 
the patent. In the case of Huddart v. Chimr g^^^Sui'. 
shaw (Webs. Cases, 87), Lord Ellenborough, 
speaking of a patentee's right, said : *' If, prior 
to his obtaining a patent, any part of that 
which is of the substance of the invention has 
been communicated to the public, in the shape 
of a specification of any other patent, or as a 
part of the service of the country, so as to be a 
known thing, in that case he cannot claim the 
benefit of his patent." And Buller, J., in Rex Jj^^^^ 
y. Arkwright (Davies's Cases, 129, and Webs. 
Gases, 72) : '' It is admitted that (No. I.) is 
not a new discovery ; for Emerson's book was 
produced, which was printed a third time in 
the year 1773, and that is precisely the same 
as this." A copy of a foreign work deposited ^^|^ 
in the British Museum, containing a descrip- ^^f^'P^*^^- 
tion of an invention, will destroy its novelty in 
the realm : the British Museum being a place 
to which the public can resort for informa- 
tion {Baron Theurteloup^s patent^ Webs. Cases, 
553). And the publication of an invention in 
one part of the United Kingdom, &c., either in 
England, for instance, in reference to Scotland 
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^^'« (Robinson's patent, 5 Moore, J. P. C. 66), op the 
Pubiicatioii colonies in reference to England, will not only 

in one part of n i 

Kini[do^ destroy its novelty in Scotland and England 

?o?th?"°° respectively, but throughout the empire. In 

whole. fact, Great Britain and Ireland and all our 

colonies and plantations abroad are considered 

as constituting one realm or united king* 

dom. Publication in any one is publication 

^gj^^ for the whole (Roebuck v. Stirling, Webs. 

Ar^Sidkiie C*^®^» ^^f ^^^ Browne V. Annandale, iJ. 433). 
A qaestioQ It may be a question how far this view of the 

how far this « t ^^v i • •**•*• • 

applies to law applies to the order, m point of time, in 
H>h,%ot?°' which patents are sealed in England, Scot- 
pat<»nts. ' land, or Ireland respectively. According to 
the present practice, there must be a consi- 
derable interval between sealing a patent in 
each country, which the patentee cannot help: 
and since the specification relates back to the 
sealing, and is a publication in law (though it 
may be doubted how far an enrolment of 
a specification is a public use and exercise 
of the invention), the invention will be pub- 
lished in the three countries and the colonies 
before it is secured in more than one, and 
so its novelty, except in that country, ren- 
^^*v- dered questionable (Cornish v. Keene, Webs. 

Cases, 619 & 464, n.). 
tioSSJttbe '^^^ invention alleged to be already pub- 
K?lSti* lished, must be a perfected invention, and not 
PCThMn"" sJniply a trial or experiment. 

^' A man may make experiments in his own 
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closet for the purpose of improving any art or ^^j**^- 
manufactare in public use. If be makes these 
experiments and never communicates them to 
the world, and lays them by as forgotten 
things, another person who has made the same 
experiments, or has gone a little further, or is 
satisfied with the experiments, may take out 
a patent and protect himself in the privilege 
of the sole making of the article for fourteen ' 
years ; and it will be no answer to him to say 
that another person before him made the same 
experiments, and therefore that he was not the 
first discoverer of it : because there may be 
many discoverers starting at the same time, 
many rivals that may be running on the same 
road at the same time, and the first which 
comes to the Crown and takes out a patent, it He who fint 

1 !• . 1 comet to the 

not bemg generally known to the public, is the crown is en- 
man who has the right to clothe himself with v^^^ 
the authority of the patent and enjoy its bene- 
fits. That would be an extreme case on one 
side; but if the evidence that is brought in 
any case, when properly considered, clothes 
itself under the description of experiment 
only, and unsuccessful experiment, that it 
would be no answer to the validity of the pa- 
tent. On the other hand, the use of an article 
may be so general as to be almost universal. 
In a case like that, you can hardly suppose 
that any one would incur the expense and 
trouble of taking out a patent. That would 
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g^A V. be a case where all mankind would say, * You 
The qoettion have DO right to Step in and take that which is 

lies between , C7 a 

uatttcceeiftti in almost universal use ; for that is, in fact, to 

experiment 

andanivenai create a monopoly to yourself in this article. 



UM. 



without either giving the benefit to the world 
of the new discovery, or the personal right to 
the value of the patent to which you would be 
entitled from your ingenuity and your applica- 
' tion/ Therefore it must be between these 
two (if I may so call it) limits that cases will 
range themselves in evidence ; and it must be 
for a jury to say whether, supposing those 
points to be out of the question, in any parti- 
cular case, evidence which has been brought 
before them convinces them to their under* 
standings that the subject of the patent was in 
public use and operation at the time — at the time 
when the patent itself was granted by the Crowns 
If it was in public use and operation, then the 
patent is a void patent, and amounts to a mo- 
nopoly ; if it was not, the patent stands good '^ 
{Cornish v. Keene^ Webs. Cases, 608). 
gg2«»^- And in the case of Galloway v. Bleaden 
Whether un- (Webs. Cases, 626), the same learned Judge 
experiment obscrvcd : '^ A mcrc experiment, or a mere 
diacoTery. coursc of experiments, for the purpose of 
producing a result which is not brought to its 
completion, but begins and ends in uncertain 
experiments; that is not such an invention 
as should prevent another person, who is more 
successful, or pursues with greater industry 
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the chain in the line that has been laid out for ^^SS? ^' 
him by the preceding inventor, from availing 
himself of it> and having the benefit of it: 
therefore the main point in this case is, whe- 
ther all that is allowed to have been done by 
Mr. Field rested in experiment, and unsuc- 
cessful experiment not concluded to its full 
result; or whether it was a complete discovery 
of that which now forms the subject-matter of 
the paten t.^^ 

Throughout the preceding cases this princi- J^'^oViihi 
pie is kept steadily in view — that the private J^^JJ^J xiit 
or secret use of an invention, or trials, or ex- crownforthe 

' ' gram. 

periments, by one person, do not prevent 
another from obtaining a patent for the same 
invention : if he be the^r.s^ to publish the in- 
vention, (the first who comes to the Crown,) 
he is accounted the first inventor. This was 
distinctly laid down in the early case of Dol-^^^' 
lomTs patent (Webs. Cases, 431), and has 
since been invariable followed. Dr. Hall in- 
vented the achromatic object-glass for tele- 
scopes, but kept it secret ; and Dollond^s patent 
for the same invention was held good, he being 
a true inventor, and the first to apply for a 
patent. The principle of this decision has been 
carried out in the recent case of Crane v. Price 
(ante^ 32). The patent was for the use of 
anthracite or stone-coal with the hot-blast. 
Neither the use of hot-blast nor of stone-coal 
was new ; indeed, the hot blast was the sub- 
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^wui'spa. ject-roatter of an existing, patent. Crane only 
claimed the merit of combining the two, where- 
by a cheaper or new description of iron was 
produced, and his patent was held good. It 
has been suggested this case goes the length 
of forbidding those, who used stone-coal before 
Crane'^s patent, from continuing to use it — ^if 
they, at the same time, used the hot-blast, 
which was a known and published method, and 
part of the public stock of information ; and 
that it imports an exception into the hot-blast 
patent — making stone-coal an exception to the 
fuel to which it might be applied. But the 
merit of the hot-blast patent, and the thing 
claimed, was an increase of the heat in fur- 
naces, not for a method to render serviceable 
a description of fuel till then almost useless. 
Crane's patent cannot be said to depriye the 
public of any rights they had before the grant, 
any more than Dollond's. The latter only 
prevented the public, during the patent, from 
using glass or some such substance of different 
refrangibility in the manufacture of telescopes, 
which they had no idea of doing, till the inven- 
tion was published by an application for let- 
ters patent. 

^jll^v- The deposit of an invention in a public 
room, merely to get its qualities tested, is not 
a publication {Bentley v. Fleming^ 1 C. & K. 
687). 

Experiments, assisted by others, to test or 
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perfect an invention, do not necessarily amount 
to a publication. In the case of Morgan v. ^^^j^- 
Seatoard (Webs. Cases, 193), the facts relating Experiments 
to publications were thus stated by Mr. Baron othendooot 

- . . auiouDt to a 

Parke on deliyering the decision of the Court, pubUcatioQ. 
that judgment should be entered, for the plain- 
tiffis: — '< The evidence was, that before the date 
of the patent (which was the 22nd July, 1829), 
Curtis, an engineer, made for Morgan two 
pairs of wheels, upon the principle mentioned 
in the patent, at his own factory. Galloway, 
the patentee, gave the instructions to Curtis 
under an injunction of secrecy, because he was 
about to take out a patent. The wheels were 
completed and put together at Curtis^s factory, 
but not shown or exposed to the view of those 
who might happen to come there. After re- 
maining a short time, the wheels were taken to 
pieces, packed up in cases, and shipped, in the 
month of April, on board a vessel in the 
Thames, and sent for the use of the Venice 
and Trieste Company, of which Morgan was 
managing director, and which carried on its 
transactions abroad ; but had shareholders in 
England. Curtis deposed, that ' they were 
sold to the Company,^ without saying by 
whom, which may mean they were sold by 
Curtis to Morgan for the company ; and Mor- 
gan paid Curtis for them. Morgan and Gal- 
loway employed an attorney, who entered a 
caveat against any patent on the 2nd of March, 
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^^J' ferred, merely to an ordinary compensation for 

the labour and skill of the engineer, actually 

And the mo. employed^ in constructing the machine; and 

only a rerou- the transaction mi^ht. upon the evidence, be 

neration for o ' r » 

em 'iJ**S' ^^ more in effect, than that Galloway's own 
servants had made the wheels ; that Morgan 
had paid them for the labour, and afterwards 
sent the wheels to be used by his own co* 
partners abroad. To hold this to be what is 
usually called a publication of the invention in 
England, would be to defeat a patent by much 
slighter circumstances than have yet been per- 
mitted to have that effect." 

camnterr. And in the casc of Carpenter v. Smith 
(Webs. Cases, 636), which was a patent 
for a lock, Lord Abinger, in the course of 
his summing up to the jury said, ^^The evi- 
dence is this, — that a trader (Mr. Freer) living 
in Birmingham, who is very much connected 
with the American trade, produced to Mr. 
Tilsey a model of a lock, and desired Mr. 
Tilsey who was a factor, and also a manufac- 
turer of hardware goods, to make him, first, 
six dozen of the locks ; and, at another time, 
a dozen and a half; and Mr. Tilsey employed 
Walker to do it, and gave Walker the model. 
This was twenty-six years ago, I think, and six 
dozen of the locks were made at one time, and 
a dozen and a half at another time ; and this 
gentleman, Mr. Freer, who traded with Ame- 
rica, paid Walker for them. Here you have 
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an article manufactured by an English manu«^^»*»'^- 
facturer, and sold; and, in my opinion, if it Batifsoid 
were sold even for the assumed purpose (of the noTeity 
which there is no legal evidence) of being 
sent to America, I cannot but think that that 
would be a destruction of the novelty of the 
plaintiff's invention. And here let me be 
. clearly understood : I do not mean to say, if 
a man in America employs an agent to see if 
he can get an article manufactured in England 
by a particular model, and chooses to take out 
a patent for it himself, but not with the view of 
making it public at all : I do not mean to say 
that a man is to be considered as not entitled 
to the invention afterwards, because he em- 
ploys a workman to assist him in it, or, that if 
he had failed entirely, that some other man 
might make the invention in England ; but 
where a model is sent to a workman, vrho sells 
seven-and-a-half dozen, and sells them for a 
certain price, I must say I think the invention 
was used and publicly exercised. There is no 
secresy in the manufacture of them ; it is not 
shut up in the closet of the workman who 
makes them, but the man who makes them 
gives directions to another man ; but he sells 
them for his own profit ; and I think it would 
be the hardest thing in the world, if the 
Walkers were now to use that model, and 
make locks of the same description, if they 
were to be told to day — * You cannot do that 

E 2 
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2^!*^''' wi^^hoat violating Mr. Carpenter's patent, al- 
though you (lid it twenty-six years ago, and 
made a profit l^y your manufacture of it." 



Examples illustrating the Proposition^ that the fact of 
the Invention not being in use at the time of taking out 
the Letters Patent is of no consequence; provided 
it has been once published, and was then a perfected 
Invention. 

TheHmm- Beforb the discussion of the case of The 

ntUCkympcmy • 

V. Neoaon. HouseMll Company v. Neilsony which was an 
appeal from the Court of Sessions in Scot- 
land to the House of Lords, there appears to 
have been some doubt, at least in Scotland^ as 
to the effect of the subject-matter of a patent 
being known or not, at the time of taking 

jonetr. out the letters patent. In the case o^ Jones v. 
Pearce (Webs. Cases, 124), Mr. Justice Patte- 
son — ^assuming Mr. Strutt^s wheel, which was 
proved to be in existence fourteen years before 
the date of the plaintiff^s patent, to be a per- 
fected invention, and the same as that pa- 
tented by the plaintiff — told the jury, that 
under the circumstances, if they were of opi- 
nion Mr. Strutt's wheel *' was used openly in 
public, so that everybody might see it, and had 
continued to use the same thing up to the time of 
taking out the patent^ undoubtedly then, that 
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would be a ground to say that the plaintifiTs 
invention was not new/^ And again, in the 
case of Cornish v. Keene (Webs. Cases,609), the ^^* ''• 
Chief Justice of the Common Pleas told the 
jury, that the question for them was, whether 
the " evidence which has been brought before 
them convinces them, to their understanding, 
that the subject of the patent was in public use 
and operation at the time — at tJie time when the 
patent itself was granted by the Crown ? If it 
was in public use and operation, then the pa- 
tent is a void patent, and amounts to a mono-^ 
poly ; if it was not, the patent stands good.*' 
The words of the statute are, '^ any manner of 
new manufactures, • . • • which others at the 
time of making: such Letters Patents and 
grants shall not use. 

It is supposed, that on the authority of 
these eases, the Lord Chief Justice Clerk Hope 
told the jury, in the case of Neilson v, TheTkeffouae- 
Househill Company^ on its trial in Scotland, ▼••^eOwm. 
that prior use to vitiate the patent '' must have 
continued to the time when the patent was 
granted ; I don't say to the very exact period, 
but it must have been known and used as a 
useful thing at the time^' (Webs. Cases, 691). 
But Lord Lyndhurst, on delivering the judg- 
ment of the House of Lords, on the appeal 
from this ruling, stated such was not the law. 
*' If it is discontinued/' — speaking of an inven- 
tion, — *' provided it has been once in public 
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mSm^' use, and the recollection of it has not been al- 
JVettwn. together lost ; if it has been once publicly used^ 
it will be sufficient to invalidate the Letters 
Patent ; although the use may be discontinued 
at the time when the Letters Patent were 
granted. I apprehend this is the law and the 
known law upon the subject, in this country. 
I never heard it before questioned, that the 
notorious public use of the invention before 
the granting of the Letters Patent, though it 
may have been discontinued, is sufficient to in- 
Yalidate the Letters Patent" {The Househill 
Company v. Neihon^ Webs. Cases, 710). And 
Lord Campbell to the like effect : '^ The learned 
Judges in Scotland seem to me, with great de- 
ference, to have been misled by the expressions 
that are ascribed to Mr« Justice Patteson, 
and Lord Chief Justice Tindal. But what 
Mr. Justice Patteson may have said in that 
case, and what Lord Chief Justice Tindal may 
have said in another case, taken in conjunction 
with the whole of their direction, amounts to 
this — that the abandonment may be material for 
the assistance of the jury, to consider whether 
it be a perfect invention or not ; but assuming 
it to be a perfect invention, the abandonment 
becomes wholly immaterial. The learned 
Judges, therefore, in Scotland^ in assuming 
that the direction of the learned Judges in 
England to the jury in a point of fact, was laid 
down by the learned Judges in England as a 
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point af law, were certainly mistaken (Webs. The House- 

Cases, 7l0). v.NeOwn. 

Yet it appears the law is still unsettled, 
as to whether, if a perfected invention were 
abandoned, and then subsequently patented 
by another party after a long period, the 
patent would be good." The Lord Chan- 
cellor Carefully excepted this case fW>m their 
Lordships' decision in The Househill Company 
V. Neilson. ** It roust not be understood, that 
your Lordships, in the judgment you are 
about to pronounce, have given any decision 
on this state of facts, naroelyi if an invention 
had been formerly used and abandoned many 
years ago, and the whole thing had been lost 
sight of. That is a state of facts not now be- 
fore us. Therefore it must not be understood 
we have pronounced any opinion whatever 
upon that state of things. It is possible, that 
an invention may have eiLJsted fifty years ago, 
and may be entirely lost sight of and not 
known to the public. What the effect of this 
state of things might be it is not necessary 
for us to pronounce upon.^^ Lord Brougham : 
" It becomes like a new discovery (Webs. 
Cases, 717). 

Supposing an invention has been used a 
year or two, and then for ten years out of 
use, any one taking it up again will not be 
the first inventor (Lord Lyndhurst, Webs. 
Cases, 720, note). In the case of the longer 
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hmSn*^ period of fifty years. Lord Brougham said : 

r.ifeoaon. « jfc would be Considered a new invention/' 

Between such a case and the instance of use 

within ten years the law may perhaps have 

drawn the line. 



Examples illustrating the Proposition^ that it is not 
necessary to bring the knowledge of prior publication 
of an invention home to a subsequent Patentee in order 
to invalidate the Patent. 

Till a late case^ some doubt existed as to the 
necessity of bringing home to the patentee, the 
publication of an invention, before his grant 
could be considered as voidable for want of 
novelty. There had been several hints, to 
the effect that, what had been so published, 
becoming part of the stock of public informa- 
tion, the knowledge of the patentee might be 
presumed (see Carpenter v. Smithy 9 Mees. & 
Wels. 302, and The Househill Company v, 
Neilson, Webs. Cases, 712). The question 
was set at rest by the following judgment 

««g^ of Tindal, C. J., in Stead v. Williams (C. B. 

Wood Rep. 842), on granting a new trial : — *^ It ap- 
peared, before the granting of the letters patent 
to the plaintiff, there had been published in a 
scientific work in England a letter from a 
gentleman of the name of Heard, containing 
such a description of a mode of paving with 
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blocks of wood as made it fit to be submitted ^^^ 
to the consideration of the jury^ as not differ- 
ing substantially from the invention for which 
the patent was granted.^' Mr. Justice Cress- 
well, who presided at the trial, put it to the 
jury, that " if the letter had been so far com- 
municated to the public as to have become a 
part of the public stock of information, and he 
had thus obtained his knowledge indirectly 
from the publication, that he was not to be 
considered as the first inventor within the 
meaning of the statute." But the Court of 
Common Pleas thought — " If the invention 
has been already made public by any descrip- 
tion contained in a work, whether written or 
printed, which has been publicly circulated, in 
such case the patentee is not the first and true 
inventor within the meaning of the statute, 
whether he has himself borrowed his invention 
from such publication or not ; because we think 
the public cannot be precluded from the right 
of using, such information as they were already 
possessed of at the time the patent was granted. 
The application of this principle must depend 
upon the particular circumstances which are 
brought to bear upon each particular case. 
The existence of a single copy of the work, 
though printed, if brought from a depository 
where it has long been kept in a state of ob- 
scurity, would aiford a very different inference 
from the production of an encyclopaedia, or 

E 3 
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^^H^ other work in general circulation. The ques* 
tion will be, whether, upon the whole evidence, 
there has been such a publication as to make 
the description, a part of the public stock of 
information." 

The principle of this decision is also appli- 
cable to the prior use of an invention, and to a 
specification ; with the additional presumption 
as to the notoriety of a specification, arising 
from its being a public record, and therefore 
supposed to be generally known. 



Isxample illustrating the Proposition^ that the true In- 
ventor is he who suggests the spirit or substance of the 
invention. 

wm'^' ^^ ^^^ ^*®® oi Minter v. WeUs the patent was 
for " the application of a self-adjusting lever- 
age to the back and seat of a chair, whereby 
the weight on the seat acts as a counterbalance 
to the pressure against the back of such chair." 
On the trial, it was shown^ that the patentee 
had been assisted by a workman named Sut- 
ton, and the jury were told that — '' If Sutton 
suggested the principle to Mr. Minter then he 
would be the inventor. If, on the other hand, 
Mr. Minter suggested the principle to Sutton, 
and Sutton was assisting him, then Mr. Minter 
would be the first and true inventor, and Sutton 
would be a machine, so to speak, which Mr. 
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May be assisted by Workmen, g3 

Minter uses for the purpose of enabling him Mirdery. 
to carry his original conception into effect. 
You will judge which is the most probable of 
the two'' (Alderson, B., Minter v. Wells, Webs. 
Cases, 132). 



Examples illustrating the Proposition^ that the claim to 
be a true Inventor is not injured by obtaining the assis- 
tance of workmen and scientific men to perfect the 
details^ or to extend the useful application of the main or 
leading idea of the Invention. 

On the trial of Minter v. Wells (Webs. Cases, Minter y. 

Wells. 

133), it was shown, that the patentee employed 
Sutton to assist him in perfecting a recumbent 
chair, with a self-adjusting leverage at the 
back. Sutton ordered certain iron plates to 
be made by a smith, who being called, as ap-. 
pears in the Judge's summing up, said, '' he 
made a dozen plates in November ; he cannot 
say the day precisely ; it was after the date 
of the patent. Mr. Sutton resided in Dean 
Street in September; he had employed me 
before. I think Mr. Minter's name was on 
the door." And although there was no direct 
evidence, the learned Judge suggested to the 
jury it was Dot at all improbable Sutton was 
the plaintiff's servant, and that '' he might 
be assisting him to carry into effect this in- 
vention. Mr. Minter wanted an adroit hand 
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fre£^^' ^^ carry into effect the conceptions of his 
own original head. Then the baker, Charles 
Willson, says, * that, some time in 1830, 
Sutton showed him, in the back shop, a chair, 
which was very like this chair, and upon 
which he was working at the time ; it acted 
by balances, and the action was according 
to the weight. There was a person called 
M inter.' The probability is that that was 
the plaintiff. ^ He used to come with Sutton 
on a Sunday into the back shop;' at the time, 
of course^ the workmen would be away and 
he would be left alone. If Mr. Minter was 
the person making the invention, and was 
probably consulting with Sutton for the pur- 
pose of getting this conception carried into 
effect, is it not probable he would come at 
those times when there was no other workmen 
about, that the invention might not get out to 
the trade, and some one precede him in claim- 
ing the patent, that the idea might not creep 
out? Because it very often, at least not un- 
frequently, occurs that some workman turns 
traitor, gives out the conception, which is the 
original or true invention ; some other adroit 
workman carries on his proceedings in a more 
rapid way, and procures a patent before the per- 
son who made the first conception.''^ Again, in 

pJSr* -^wpc V. Pratt (Webs. Cases, 148, n,), (the in- 
vention was a table, to be expanded by diverg- 
ing from a common centre) a witness said : '' I 
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am a machinist, and was applied to by the^t^^- 
plaintiff to make a model of a table for him. 
He brought me a pattern made in cardboard. 
There was no machinery underneath in this, the 
first model, to make the parts diverge. Plain- 
tiff^s application to me was to adapt some ma- 
chine to make the sections move simultaneous- 
ly. His model only drew out by hand. He did 
not give me any model of machinery, but 
only a card divided into four pieces, and 
desired me to construct some machine to 
effect that mechanically instead of by hand. 
The principle of expansion is the same in 
plaintiff^s and defendant's table; looking at 
the plans of the table, it is the same exactly. 
In both tables the pieces radiate from one 
common centre. I suggested the mode of 
making them move simultaneously. The 
table is quite perfect without the machinery. '^ 
In both these cases the jury found for the 
plaintiff. In Jvpe v. Pratt a new trial was 
granted on payment of costs ; one of the three 
grounds being that the specification embraced 
the mechanical contrivance, which was not en- 
tirely the plaintiff's. But no further proceed- 
ings were taken. 

It has been laid down in general terms, 
that a master is entitled not merely to the 
manual labour of his servant, but also to 
his ingenuity, exercised in his master's em- 
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^^^•ployment. The discharged servant of a ca- 
lico-spinner wished to take away with him 
the book containing the processes for mixing 
colours, some of which he invented* On the 
master's refusal, the servant brought an action 
to recover the book, and the jury found a ver- 
JJXdhtoSer- ^^^^ ^^^ ^^® defendant. " It is clear, from the 
nSty!*"**" evidence, that the book was the property of 
the master; and though there might be in- 
ventions of the plaintiff in it, yet they were 
the property of the master" (Heath, J.)i ^^ The 
master has a right to something besides the 
mere manual labour of the servant in the mixing 
of the colours ; and though the plaintiff in- 
vents them, yet they are to be used for his 
master's benefit, and he cannot carry on his 
trade without bis book"*' (Chambre, J., Make- 
pectce V. Jacksorif 4 Taunt. R. 771). 

The assistance of a workman, in the trials 
and experiments required to complete an in- 
vention, is similar to the service the defendant 
was entitled to in the above case. He has 
therefore no distinct claim upon his employer, 
for suggestions made in the course of his duty 
and ordinary employment, and which should 
be considered as part of the original invention. 
A scientific man, as a civil engineer, may be 
employed to perfect the mechanical details of 
an invention without injury to the inventor's 
claim to originality. This was well illustrated 
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by the services Mr. Donkin rendered to the-Stowmv. 
patentee of certain machinery, for making an 
indefinite length of paper. He supplied the 
mechanical details for receiving the pulp on 
an endless wire web, passing round cylinders 
and revolving with the same uniform velocity, 
without injury to the originality of the pa- 
tented invention {Bloxam v. JShee^ 1 C. & P. 
558, and Webs. Cases, 132, note). 

In Allan v. Rawson (C. B. Rep. 651), Cress- 
well, J., said : " The improvement claimed ^^* 
by Shaw was something clearly and palpably 
subordinate to the invention of the patentee. 
The object was to obtain a bat of an even and 
sufficient thickness, and of sufficient length 
to be felted into cloth fit for commercial pur- 
poses. The patentee had obtained a bat suffi- 
ciently even and of sufficient substance, and he 
ascertained that, by extending the compound 
apron, he could obtain the required length. 
The suggestion of Shaw was of a mere mode 
of using the extended apron in a more com- 
pact and convenient form," and did not afiect 
the patentee's right as a true inventor. 
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Examples illustrating the Proposition^ that if the InveU' 
tion is alleged to be a Copy 9 some probable hnowledge, 
at least, of the perfected Invention, or of the description 
of such an invention (and not merely of an abanr 
doned experiment or hint,) from which it is said to 
be taken, should be brought home to the patentee; or 
his claim as a true or bona fide inventor will not be 
affected. 

^jg^- As to the imitation from a known machine, 
Lord Tenterden, C. J., observes : " If it were 
shown that the plaintiffs had borrowed from 
some one else, then of course their patent 
would fail.^ And again, in the same case, on a 
motion for a new trial, ^^ I told the jury, that 
if it could be shown that the plaintiffs had 
seen the model or specification, that might an- 
swer the claim of invention." And Bayley, J.: 
*' It is said that communications were made 
from America ; if it had been shown that the 
plaintiff had seen the models and had borrowed 
from it, he would not have been the true inventor, 
and would therefore have misled the Crown ; 
but if I make a discovery, and am enabled to 
produce an effect from my own experiments, 
judgment, and skill, it is no objection that 
some one else has made a similar discovery by 
his mind, unless it has become public. So if 
I introduce a discovery, bona fide made, I may 
have a patent for it, though a person might 
have received privately a communication from 
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abroad, which would have enabled him to 
have made the machine" {Lewis v. Marlingy 
Webs. Cases, 496). In Hill v. Thompson, S]^. 
Dallas, J., referring: to the difference between pjtference 

' ' ° between no- 

novelty and discovery, said : '* I mean to di8-^«i*y">d<"«- 

. . . corery. 

tinguish between these terms; for it is not 
enough to have discovered what was unknown 
to others before, if the discovery be confined 
to the knowledge of the party having made it ; 
bat it must have been communicated more or 
less, or it must have been more or less made 
use of, so as to constitute discovery, as applied 
to subjects of this sort. The case of Dollond 
has been mentioned at the bar, as also Tennant's 
patent for bleaching liquor, and they stand 
so contrasted as to illustrate the distinction to 
which I allude. In DollancTs case, the ques- ?^^' 
tion was, who was the true inventor within the 
meaning of the statute. Hall had made the 
discovery in his closet, but had never made it 
public ; and on this ground DoUond^s patent 
was confirmed. In Tennant's case, the s^reat Pennant's 

o patent. 

utility of the invention was proved, and the 
general ignorance of the bleachers of it till 
after the date of the patent. But, on the 
other side,a bleacher near Nottingham deposed, 
that he had used the same means of preparing 
his bleaching liquor for six years anterior to 
the date of the patent ; but that he had kept 
his method a secret from all but his own 
partners, and the two servants concerned in 
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2^^Jf**'* preparing it. Id addition to this, different con- 
versationawere proved to have passed between 
Tennant and a chemist of Glasgow^ before the 
patent ; and in these conversations the chemist 
had suggested to Tennant the bans of the im- 
provement in question. Under these circam* 
stances Tennant was deemed not be the inventor, 

^w^wiB'W' and a nonsuit was granted. Again, in Ark- 
wright^s patent for spinning machinery, evi- 
dence was given at the trial respecting a par- 
ticular roller, part of the machinery, to the 
effect that Arkwright had been instructed as 
to the utility of this roller by one Kay ; that 
being satisfied of its value, he took Kay for a 
servant, kept him for two years, employed him 
to make models, and afterwards claimed the 
rollers as his invention, and made it the foun- 
dation of a patent, which was held to be bad. 
The same fact was proved as to a crank, 
which had been discovered by a person of the 
name of Hargreave, which also had been 
adopted by Arkwright " (Webs. Cases, 244). 

cornMir. In Comish V. Keene (Webs. Cafies, 507), Tin- 
dal, C. J., told the jury : " There is nothing to 
deprive Mr. Sievier of the merits of being the 
inventor of this improved manufacture ; there 
is no particular evidence that points to him as 
having borrowed it from anybody else, or 
from public sources to which the public has 
right of access If any- 
body is able to show that the party who got 
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the patent was not the man whose ingenuity cbrmsA v. 
first discovered it ; that he had borrowed it from 
A. or B.y or taken it from a book that was 
printed in England, and which was open to all 
the world ; then^ although the public had the 
benefit of it, it would become an important 
question whether he was the first and original 
inventor of it.^^ And the substance of this 
quotation is concisely put by his Lordship in 
the case of Gibson v. Brand (Webs. Gases, ^J^^- 
628): ^^A man may publish to the world 
that which is perfectly new in all its uses 
and has not before been enjoyed, and yet he 
may not be the first and true inventor ; he may 
have borrowed it from some other person ; he 
may have taken it from a book ; he may have 
learnt it from a specification; and then the 
Legislature never intended, that a person who 
had taken all his knowledge from the act of 
another, from the labours and assiduity or in- 
genuity of another, should be the man who 
was to receive the benefit of another^s skill." 
An inventor may take advantage of a hint, 
or an abandoned and imperfect experiment or 
trial| without injuring his title to originality. 
This is supported by Lord Abinger's opinion in 
Carpenter v. Smith (Webs. Cases, 534), when al- 
luding to the many good patents founded upon 
suggestions, contained in the celebrated work 
of the Marquis of Worcester. And, in the case 
of Galloway v. BUaden^ Tindal, C. J., referring g^j'^v^- 
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^22?'^' ^ certain experiments which were alleged 
to constitute a perfected invention, identical 
Abandoned with the plaintiff's, told the jury, ** That there 
maybe used faad been uiauy experiments made upon the 
•on '^J*® »>«- same line, and almost tending:, if not entirely, 

mately bringi ^ '' 

theinjention to the Same result is clear from the testimony 

to perfection. ^ • 

you have heard ; and that these were experi- 
ments known to various persons : but if they 
rested in experiment only, and had not attained 
the object for which the patent was taken out, 
mere experiment afterwards supposed by the 
parties to be fruitless and abandoned, because 
they had not brought it to a complete result, 
that will not prevent a more successful compe** 
titor who may avail himself, as far as his pre- 
decessors have gone, of their discoveries, and 
add the last link of improvements in bringing 
it to perfection " (Webs. Cases, 529). 



Power of Privy Council to grant new Letters 

Patent, 

5&6WI11.4, By the 6 & 6 Will. IV. c. 83, sect. 2, it is pro- 

c. 88, a. 2. ' » r 

vided, '' That if in any suit or action it shall 
be proved, or specially found by the verdict of 
a jury, that any person who shall have ob- 
tained Letters Patent for any invention, or 
supposed invention, was not the first inventor 
thereof, or of some part thereof, by reason of 
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some other person or persons having invented ^^Y'"-^* 
or used the same, or some part thereof, before 
the date of such Letters Patent, or if such 
patentee, or his assigns, shall discover that 
some other person had, unknown to such 
patentee, invented or used the same, or some 
part thereof, before the date of such Letters 
Patent, it shall and may be lawful for such 
patentee, or his assigns, to petition her Majesty 
in Council, to confirm the said Letters Patent, 
or to grant new Letters Patent ; the matter of 
which petition shall be heard before the Judi- 
cial Committee of the Privy Council. And 
such Committee upon examining the said 
matter, and being satisfied that such patentee 
believed himself to be the first and original in- 
ventor, and being satisfied that such invention, 
or part thereof, had not been publicly and 
generally used before the date of such Letters 
Patent, may report to her Majesty their opi- 
nion that the prayer of such petition ought to 
be complied with; whereupon her Majesty may, 
if she think fit, grant such prayer : and the said 
Letters Patent shall be available in law and 
equity to give to such petitioner the sole right 
of using, making and vending such invention, 
as against all persons whatsoever, any law, 
usage, or custom to the contrary notwith- 
standing : provided that any person opposing 
such petition shall be entitled to be heard be- 
fore the said Judicial Committee : provided 
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6&6wtii.4, also, that any person, party to any former suit 
or action touching such first Letters Patent, 
shall be entitled to have notice of such petition 
before presenting the same." 

The remedy offered by this enactment has 
been sought on very few occasions, as no 
doubt it was only intended to relieve extreme 
and exceptional cases. 
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CHAPTER II. 

ON THE SPECIFICATION OR SUFFICIENT DESCRIP- 
TION OF A PATENTED INVENTION. 

Thb short description of the invention, con- ^fontafhe 
tained in the petition to the Crown, which is JJJJi wSIS 
subsequently recited in the letters patent, <>''mdobjStof 
the title of the invention, as it is called, may Sn^STiS?" 
give some idea of the subjectrmatter of this ***"•**• 
patent, though very vaguely; but it is from 
the specification or the inventor's description 
of the nature and object of his invention, and 
of the manner in which the same is to be em- 
ployed, that it must be fully ascertained. 

A good or sufficient specification is therefore 
the documentary evidence required to define, 
and circumscribe any invention protected by 
letters patent, and to render it cognizable, and 
practicable from time to time* It is only from the 
words and phrases used, and the grammatical 
and legal construction of the whole document, 
that the identity or individuality of the inven-^ 
tion can be made apparent, and its full scope, 
its full spirit, or substance can be secured, and 
the propositions enunciated in the preceding 
chapter applied. 

A patentee is therefore required, as the chief 
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It most be 
enrolled in 



condition of a grant of letters patent, to enrol 
ChM^Uj-^' ^ specification, or sufficient description of his 
invention, in the Court of Chancery within a 
given time. The grant or letters patent, and 
the specification are thenceforth considered to 
be one record, and are read together, so that 
the conditions of the grant, and their perform- 
ance, may always be found side by side. If 
this enrolment be omitted, the grant fails 
altogether. 

The specification then is a statement by the 
inventor at his own risk of whatsoever he- 
claims the exclusive use, and it must not only 
satisfy the express condition of the grant, re- 
specting its sufficiency, but also keep closely 
to the oriccinal title of the invention. Thi& 
tSn£*the condition is as follows, " if the said (paten- 
tenf."'*"' *^^) sJ^^Jl ^ot particularly describe and as- 
certain the nature of his said invention^ and 
in what manner the same is to be performed 
by an instrument in writing under his hand 
and seal, and cause the same to be enrolled 
in our High Court of Chancery, within six. 
calendar months next, and immediately after 
the date of these our letters patent ; then the 
letters patent, and all liberties and advan- 
tages whatsoever hereby granted shall utterly 
cease, determine and become void." 
Theinven- go that an invention, may be a good sub- 

tion may be » J o 

r^^atter ject-matter for a grant of letters patent, and 
for a patent, yg^ fail to obtain the protection of the law 
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from a wronff or insufficient description. The udyetbe 

1 rt» • 1 n t 1 unprotected 

invention may be sufficiently useful and en-inconte- 

, I - quence of a 

tirely new, and patented by the right party, badspecinc*- 
and at the proper time, and yet the exclusive 
right to letters patent be lost by the patentee, 
because he has not clearly and effectively 
shown the nature of his invention, and the 
manner in which it is to be used, or because 
he has neglected to keep to the title of his said 
inventionj that is, to that particular subject- 
matter mentioned in his petition ; whereby the 
Crown is said to have been deceived, and the 
letters patent are therefore voidable. His 
specification is the only source from which the 
public can learn the character and extent of 
his invention, and to which alone he can refer 
when desirous to enforce his rights under the 
letters patent. On this account, a very large 
proportion of the litigation respecting patent 
rights, consists in disputes as to the meaning 
of this most important document, which ought 
not to be, as many suppose, a simple state- 
ment of the invention, according to the in- 
ventor^s notions of the sufficiency, propriety, 
and clearness of the particular words and 
phrases used, for it will be construed by a 
Court of law, as technically as a deed or a 
will, and with a similar reference to the deci- 
sions containing the rules and tests of inter- 
pretation and sufficiency. 
The construction of a specification (the 

F 
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"Recoil- meaning of any terms of art or science having 
JJ»« 'P'c^fic*- been ascertained by evidence) is entirely for 
court. the judge as in all other documentary evi* 
dence, and he is bound to decide on its suffi- 
ciency in accordance with the cases already 
determined on the subject as much as if it 
were a written i^^'ument of the most ex- 
clusively legal chaBeter. In NeUson v. Hear" 
ford (Webs. Cases, 370), Parke, B., on de- 
livering judgment, said, ^^We come to the 
question itself, which depends on the proper 
construction to be put on the specification 
itself. It was contended, that of this construc- 
tion, the jury were to judge. We are clearly 
of a different opinion. The construction of all 
written instruments belongs to the Court 
alone, whose duty it is to construe all written 
instruments as soon as the true meaning of the 
words in which they are couched, and the sur- 
rounding circumstances, if any, have been as- 
certained by the jury, and it is the duty of the 
jury to take the construction from the Court, 
either absolutely, if there be no words to be 
construed as words of art, or phrases used in 
commerce, and the surrounding circumstances, 
to be ascertained, or conditionally, where those 
words or circumstances are necessarily referred 
to them. Unless this were so, there would be 
no certainty in the law ; for a misconstruction 
by the Court is the proper subject by means of 
a bill of exceptions of redress in a Court of 
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Error ; but a misconstruction by the jury cannot 
be set right at all effectually.'' 

The subject of a good specification, or a Jf^fhe'roiT." 
sufficient description of a patented invention, Jjjjj ^j.*^** 
may be conveniently considered in the follow- 
ing order : — 

From the words of the condition in letters 
patent, it appears a specification should, 1st, 
describe and ascertain the nature of his said in- 
vention ; and 2ndly, describe and ascertain in 
what manner the same is to be performed, 

I. In describing the nature of the invention, 2wii^* 
the specification may be assisted by drawings. The nature 
The patentee must point out accurately and tion. 
fully of what particulars the invention consists, 
its identity or individuality, — what he really 
claims. — He must show where the old or used 
part of the subject ends, and the new part, 
that is, his invention, begins. — He will not be 
taken to claim anything well known or com- 
monly used at the time of the grant of the 
letters patent; — and the then state ofknowledge 
on the subject of his invention will be also 
kept in view in the construction of his specifi- 
cation. A patentee should state distinctly 
whether his claim is for the mere form or par- 
ticular arrangement of the parts, or for the 
method of his invention, as for a principle or 
general idea usefully applied — that is, for the 
spirit or substance of some particular arrange- 
ment or method. 

F 2 
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dSutoT"** '^* ^° describing in what manner the in- 
Th« manner YentioD is to be performed, the object to be 

In which it is i^^i.^i « ii. ■ .. 

to be per- obtamecl 18, that the public, at the expiration 
of the letters patent, may be fully informed 
and instructed by the specification as to the 
best method of using the particular invention. 
This is the essential character of the second 
clause of the condition. These instructions 
need not be intelligible to every one; they will 
be sufficient if understood by workmen or other 
persons employed in the particular trade in 
question : — but they must be workmen and not 
scientific men^ and be able to practise or use 
the invention from the directions in the speci- 
fication alone, without assistance from another 
person. — ^The specification must therefore omit 
nothing at all necessary, or need experiments 
to render it applicable to some useful pur- 
poses : — but experiments may be required to get 
the greatest benefit from the invention, with- 
out affecting the suflSciency of the specifica- 
tion. 

The patentee must state one or more ways 
or methods of carrying his invention into 
effect. — The specification must contain na 
words or phrases likely to mislead. — Every 
method recommended by the patentee should 
have been previously tested, and the most 
usual and common names given to the means 
or things used in carrying out the invention ; 
and he must give the public the full benefit of 
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his information on the particular subject, up 
to the time of enrolling bis specification. 

III. Beyond the satisfaction of this con- JJJ.fJi';* 
dition, a patentee must be careful to de- The mieand 
scribe and claim in his specification that par- mmt agree. 
ticular invention for which he. petitioned, or 

the letters patent are voidable, from an 
alleged imposition or deception said to be 
practised on the Crown. The letters patent 
(which always recite the petition containing 
the title, or short description of the inven- 
tion,) and the specification are read together 
as one document, which must be consistent 
with itself. The invention described must be 
that for which exclusive privileges were asked, 
and no other. 

IV. The consideration is entire, and, if The fourth 

' dlTlalon. 

wanting in any essential element, the letters The con- 
patent fail altogether. These elements are, eiiure!^" ' 
that the invention was patentable, that the 
specification is sufiicient,and that the title and 
specification relate to the same subject-matten 

It has been held that drawings are to be i>«wing« 

^ ^ part of apecl- 

considered as forming part of *' the instrument fication. 
in writing to be enrolled in our High Court of 
Chancery/' and enrolled along with the writ- 
ten description of the invention, and form 
part of the specification. 

In the case of Bloxam v. Elseey the subject- 5*J2^^- 
matter of the patent was a foreign invention, 
and the specification contained such words as 
" vice," for a screw, and " vice de pression,'* 
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for an adjusting screw; but the drawings 
rendered the matter clear to a skilful me- 
chanic; and Abbott, C. J., said : *' An inventor 
of a machine is not tied down to make such a 
specification as, by words only, would enable 
a skilful mechanic to make the machine; but 
he is to be allowed to call in aid the drawings 
which he annexes to the specification, and if, 
by a comparison of the words and drawings, 
the one will explain the other sufficiently to 
enable a skilful mechanic to perform the work, 
such a specification is sufficient^' (1 Car. & Pay. 
664). 
They should The drawiuffs should merely illustrate the 

merely illus- , '^ , / , 

trate. wfittcu description, or the claim will be con- 

fined to the particular form represented in 

^^^ij- the drawings. In Morgan v. Seaward (Webs. 
Cases, 178), the point being to ascertain the 
method of making the float-boards of a pad* 
die-wheel enter and leave the water at any re- 
quired angle, and not at one particular angle, 
Alderson, B., told the jury they could not 
'^ treat the actual picture which was given in the 
drawing as any guide to the particular angle, or 
to the particular position of the eccentric ; and 
for this simple reason, if that were the criterion, 
then the substance of the invention would be 
the particular angle contained in the particular 
drawing; and in order to show an infringe- 
ment, they ought to have shown that Mr. 
Seaward'*s wheel entered the water at the 
same angle described by the drawing; and. 
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thererore, in that case you would be bound ^^^^* 
to find the first issue for the defendant: 
namely, that there was no infringement. If, 
however, you treat the picture or the drawing 
as only an illustration of the invention, and 
not as confining the invention to the parti- 
cular angle there described, then you ought to 
find in the specification some directions, which 
should enable you to construct the machine in 
a new form. 

And it is not indispensable they should be ^^^^^^^ 
skilfully drawn, as long as, taken with the^^'*^"* 
specification, they render the subjects-matter jtf oore^ 
of the patent intelligible to a skilful workman* 
** A rough plan, drawn by a person who un- 
derstands the subject, with pen and ink, is 
better than the most beautiful drawing t)f a 
man who does not understand it" (Gibbs, C. J., 
in BoviUv. Moore^ Davis's Cases, 369). 

The importance of the specification, dis- The specifi. 

* , , cfttion must 

tinctlv describing: the invention claimed, was be precite 

•^ ® and distinct, 

forcibly and clearly laid down by Lord Eldon, 
in the early case of Hill v. Thompson (Webs. ^mv. 
Gases, 237) : ^* I say, that not only must the in- 
vention be novel and useful, and the specifica- 
tion intelligible, but also that the specification 
must not attempt to cover more than that 
which, being both matter of actual discovery 
and of useful discovery, is the only proper 
subject for the protection of a patent. And I 
am compelled to add, that if a patentee seeks, 
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Hampton "^^ ^'® Specification, any more than he is 
strictly entitled to, his patent is thereby ren- 
dered inefiective, even to the extent to which 
he would be otherwise fairly entitled. On the 
other hand, there may be a valid patent for a 
new construction of materials previously in 
use for the same purpose, or for a new 
method of applying such materials. But 
in order to its being effectual, the speci- 
fication must clearly express that.it is in re- 
spect of such new combination or application, 
and of that only, and not lay claim to the merit 
of original invention in the use of the mate- 
rials. If there be a patent both for a machine 
and for an improvement in the use of it, and 
it cannot be supported for the machine, al- 
though it might for the improvement merely, 
it is good for nothing altogether, on account of 
its attempting to cover too much." In the 
same case, during the proceedings at law, the 
requisites of a specification as to precision, and 
the mode of testing its sufficiency, are well 
illustrated by the following remarks of Dal- 
las, J., on delivering the judgment of the 
Court of Common Pleas on motion for a 
new trial. The patent claimed, amongst 
other things, the use of lime to prevent the 
state of '* cold short ^' occurring in the manu- 
facture of iron during the processes of pud- 
dling and refining. It was proved at the 
trial that the use of lime for this purpose was 
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not new at the date of the patent, although y^],soii. 
the method and proportions stated in Mr. 
HilPs specification were improvements on that 
use; and Dallas, J., said> '' So far, therefore, 
the application of lime is in terms claimed as 
an improvement, and nothing is said as to any 
previous use, of which the use proposed is 
averred to be an improvement ; it is therefore, 
in substance, a claim of entire and original 
discovery. The recital should have stated, 
supposing a previous use to be proved in the 
case, this : ' whereas lime has been in part, but 
improperly made use of,' &c., and then a 
different mode of application and use should 
have been suggested as the improvement 
claimed. But the whole of the patent must 
be taken together, and this objection will 
appear to be stronger as we proceed. And 
here again, looking through the patent, in a 
subsequent part of the specification, the word 
' discovery ' first occurs ; and I will state the 
terms made use of in this respect : — ' And I do 
further declare, that I have discovered that the 
addition of lime will prevent the quality in iron 
from which the iron is called '* cold short,^^ 
and will render such iron more tough when 
cold; and for this purpose I do add a por- 
tion of lime or limestone, to be regulated 
by the quantity of iron to be operated upon, 
and by the quality of the iron to be produced, 
to be added at any time subsequently to the 
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redaction in the blast furnace ; and this from 
whatever subBtance the iron may be pro- 
duced, if expected to prove " cold short." ' 
Now this appears to be nothing short of a 
claim of discovery, in the most extensive sense, 
of the eflTect of lime applied to prevent brittle- 
ness, not qualified or restrained by what fol- 
lows as to the preferable mode of applying it 
under various circumstances; and therefore 
rendering the patent void if lime had been 
made use of for this purpose before, subject 
to the qualification only of applying it subse- 
quently to the operations in the blast furnace '' 
(Webs. Cases, 247). 

And a like precision in the specification was 
required by the Court of Queen's Bench, in 
the recent case of Minter v. Mower (Webs. 
Cases, 142). Mr. Minter obtained a patent in 
1830, for the application of a self-adjusting 
leverage to the back and seat of a chair, so 
that the weight on the seat should counter- 
balance the pressure against the back of the 
chair, and a person sitting in such a chair 
might, by simply pressing against the back, 
cause it to take any inclination he desired. 
It appeared in evidence at the trial, that in 
1829, before Minter^s patent was obtained, a 
chair was made by a Mr. Bower's work- 
man, upon the principle of a self-adjust- 
ing leverage, but that it was so encumbered 
with bad and needless machinery, as to pre- 
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vent the self-adjustins: leverage from ba-^?*****"^- 

•^ ® ° Mower. 

lancing. Both Bower and his workman were 
ignorant of the principle or real substance of 
the machine ; and the jury gave a special ver- 
dict accordingly. On a motion to enter a non- 
sttity the Court said, the real question they 
bad to decide was, whether the patentee had 
in his specification particularly described and 
ascertained the nature of his invention. Min- 
ter claimed the application of a self-adjusting 
leverage to produce a counterbalance, as just 
described, and Bower^s machine would effect 
the same' object^ if it were not encumbered 
with some additional machinery. The specifi- 
cation, therefore, claimed too much, and would 
actually preclude Mr. Bower from continuing 
to make the same chair that he had made be- 
fore the patentee's discovery ; and a nonsuit 
was entered. But the Court were of opinion^ 
that Minter^s claim would have been perfectly 
good, if it had been distinctly confined to an 
improvement of Bower^s leverage by removing 
the encumbering and needless machinery, in- 
stead of being for the principle or method of 
self-adjustment, which was previously pub- 
lished by Bower. 

The following older eases are to the like 
effect : — 

In Saunders v- Aston (3 B. & Ad. 886),'* the ^^^^'•^'• 
substitution of a flexible material in the place 
of metal shanks on buttons, is the invention 
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A^^m^'^ ^' claittJcd by the patentee. And it appeared, that 
the only thing which could be at all said to be 
useful and new, was the collet used by the 
plaintiff to fix the flexible shank upon the 
button. On a rule to enter a verdict for the 
plaintiff, Mr. Baron Parke said, **The specifi- 
cation, after having described the mode of 
using the collet, concludes by repeating what 
is also stated in the beginning, that the object 
is the substitution of a flexible material in 
place of metal shanks. I thought, at first, we 
might infer, that the substitution here spoken 
of meant a substitution by the particular me- 
thod which has been relied upon, namely, by 
the toothed collet. If so, the patent might 
have been good. But it does not appear that 
that is claimed as a part of the invention ; it 
is admitted that other methods will answer 
the purpose. I think, therefore, that the 
plaintiff's claim by this patent cannot be sup- 
ported.*' 

jiexw. In Rex V. Cutler (1 Starkie, 354), the patent 

was tor a new mode of feeding the fire m a 
grate, by supplying the fuel from below in- 
stead of from above, in the usual way. The 
fuel intended to be consumed in the course of 
the day was placed in a close box beneath the 
grate, and, as the coals in the grate were 
gradually consumed, their place ^s to be sup- 
plied by bringing those in the box in contact 
with the burning coals in the grate, by means 
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of a rack and pinion. The coals, as long as ^^ 
they remained in the box, out of reach of the 
burning coals, and not exposed to air from 
below, were unignited. There was an arrange- 
ment, shown by the assistance of the draw- 
ings, for introducing the fuel at the lower part 
of the grate in an oblique direction. Two 
similar inventions appear to have been used 
before the patent was obtained. One was 
produced by Mr. Marriott. It was a grate of 
considerable length, furnished with a door, 
and when the door was open it did not differ 
from an ordinary grate, but when shut, only 
a few of the highest bars were visible. As 
the coals in this grate were consumed above 
the door, the coals in the lower part of the 
grate were to be raised to supply the con- 
sumption, by means of a rack and pinion. It 
was contended that the principle of this grate 
was the same as that claimed by the patent ; 
the lower part of the grate, when the door was 
shut, being in effect a closed chamber, to 
which the air had no access. It was con- 
tended, in reply, that in Mr. Marrlotf s grate 
there was no fresh introduction of fuel; there 
was nothing more than a means of compress* 
ing coals already within the grate, which could 
only be done by decreasing the size of the 
grate itself. On the other hand, the defend- 
ant's box or chamber was independent of the 
grate, and there were some other slight differ- 
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Eexv. ences noticed. The other invention was pre- 
cisely similar ; the only difference being that 
there were two doors instead of one, one above 
the other. There was also a ventilator at the 
lower part of the grate or closed chamber, 
which might be opened occasionally when 
required. Bat Lord Ellenborough was of 
opinion, that the principle on which the two 
grates were consti*ucted was identical with 
that described in the terms of the specifica- 
tion, which was for a mode of supplying fuel 
from below ; and there was nothing predicated 
in the specification of raising the fuel from 
below the grate ; it was merely for elevating 
a supply of fuel from below, and that the de* 
fendant had confined himself, by thus summing 
up the extent of his invention, to the benefit of 
the principle. Verdict for the Crown. 
M'FarUme In the casc of JiPFarlane v. Price {V 
What is old Starkic, 199), the patent was for certain im- 
SwmuJtbl provements in umbrellas and parasols* The 
Ih^. specification gave an account of the ordinary 
construction of umbrellas &nd parasols, such 
as stretching the silk, &c., and also of the 
alleged improvements, which consisted chiefiy 
in the insertion of the stretchers, which were 
knobbed at the end, in sockets formed in the 
whalebone, instead of attaching tliem to the 
whalebone in the usual way, by forked liga- 
ments which came in contact with the silk* 
By this contrivance the stretcher did not wear 
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the silk in spreading the umbrella or parasol. •^'IJj^ 
Throughout the \vhole specification no dis- 
tinction was made between what was new and 
what was old : and Lord Ellenborough said, 
'' The patentee in his specification ought to 
inform the persons who consult it what is new 
and what is old. He should say, My improve* 
ment consists in this,— describing it by words, 
if he can, or, if not, by reference to figures. 
But here the improvement is neither described 
in words nor by figures, and it would not be 
in the wit of man, unless he were previously 
acquainted with the construction of the instru- 
ment, to say what was new and what was old. 
The specification states, that the improved 
instrument is made in manner following: that 
is not true, since the description comprises 
that which is old as well as that which is new. 
Then it is said the patentee may put in aid the 
figures ; but how can it be collected from the 
whole of these in what the improvement con- 
sists? A person ought to be warned by the 
specification against the use of the particular 
invention, but it would exceed the wit of man 
to discover from what he is warned in a case 
like this.'^ In the case of Bramah v. Hard'- Bramafiv. 
castle (Holroyd on Patents, 81), the patent was 
for an improved water-closet, and Lord Ken- 
yon, G. J., said, '* The stress of the cause 
mainly depends upon this, whether the thing 
granted by the patent be entirely new. The 



112 The Specification, 

^^^^ conducting of the wire through the hollow 
tube, to prevent the obstruction of the frost, 
I admit is very ingenious, and perfectly new, 
but is not claimed by the patent. Unlearned 
men look at the specification, and suppose 
everything new that is there. If the whole be 
not new it is hanging terrors over them." In 
jux y. Eiat, Rex ^. JElse (Webs. Cases, 76) the patent was 
for intermixing silk and cotton thread upoa 
the same lace frame. This was admitted not 
to be new; but it was contended that the 
defendant had first invented the method of 
intermingling them so as to avoid coarseness^ 
and unite strength with firmness. But BuUer, 
J., said^ " It will be to no purpose. The patent 
claims the exclusive liberty of making lace 
composed of silk and cotton thread mixed, not 
of any particular mode of mixing it ; and there- 
fore, as it has been clearly proved and ad- 
mitted that silk and cotton thread were before 
mixed on the same frame for lace, in some mode 
or other, the patent is clearly void, and the 
PtoSSr^' J'^'y must find for the Crown." But where a 
A second Specification sufficiently describes an invention 
^n^^^° which is an improvement upon one previously 
what 1^^ patented and specified, the second specification 
th!!flnt.*'^ need not point out what is claimed under the 
first (JSarmer y. Plat/ne^ Davis's Cases, 311). 
As to a well-known article, method, or ma- 
chinery, Lord Ellenborough said, in the case 
of Huddart v. GrimshaWf (Webs. Cases, 87,) 
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speaking of the requisites of a good speci- gj^*j^* 
ficatioDy ''And if, in stating the means neces- a patentee 
sary to the production of that end, he oversteps take? to 
the right, and appropriates more than is his known'' 
own, he cannot avail himself of the benefit of it. "^' 
I do not mean if he states a bobbin which was in 
common use before; but if he states any par- 
ticular thing before in common use applied in 
a new manner to the production, and effecting 
a new end, that is part of the substance of the 
invention. And if he states that which of 
itself is not new, but old and known to the 
world, though it was unnecessary for him to 
do so, having done so, he has overstepped his 
right, and has included in his invention that 
which was not his invention, and in that re- 
spect his patent will be void. In the case 
of Haworth v. Hardcastle (Webs. Cases, 484), ^JS^- 
the patent was for " certain machinery or 
apparatus adapted to facilitate tiie operation 
of dying calicoes, muslins, linens, or other 
similar fabrics." On the part of the defend- 
ant, it was contended that the patent was 
void, because the specification claimed as new 
the placing the staves or rails over which 
the calicoes, &c. were to be hung, at the 
top of the dying-house. But the Court over- 
ruled the objection, and Lord Chief Justice 
Tindal, in delivering their judgment, said, 
" We think, upon the fair construction of 
the specification itself, the patentee does 
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mnScSoe ^^^ claim, as part of his invention, either 
the rails or staves over which the calicoes 
and other cloths are to be hung, or the placing 
them at the upper part of the building. 
The use of rails and staves for this purpose 
was proved to have been so general before the 
granting of this patent, that it would be almost 
impossible i priori to suppose the patentee 
to claim what he could not but know would 
have avoided his patent, and the express state- 
ment that he makes, ' that he constructs the 
stove or drying-house in a manner nearly 
similar to those which are at present in use, 
and that he arranges the rails or staves, on 
which the cloth or fabric is intended to be 
hung or suspended, near to the upper part of 
the stove or drying-house/ shows clearly that 
he is speaking of those rails or staves, as of 
things then known, and in common use, for 
he begins with describing the drying-house as 
nearly similar to those in common use ; he 
gives no dimensions of the rails or stares, no 
exact position of them, nor any particular de- 
scription of them by reference, as he invariably 
does when he comes to that part of the ma- 
chinerv which is peculiarly his own invention. 
There can be no rule of law which requires 
the Court to make any forced construction of 
the specification, so as to extend the claim of 
the patentee to a wider range than the facts 
would warrant ; on the contrary, such con- 
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struction ought to be made as will, consistently SjKji/' 
with the fair import of the language used, 
make the claim of invention co-extensive with 
the new discovery of the grantee of the pa- 
tent. And we see no reason to believe that 
he intended under this specification to claim 
either the staves, or the position of the staves, 
as to their height in the drying-house, as part 
of his own invention.'' 

In the case of Crossley v. Beverley {Z C. & P. ^'Jfj^JPj^lJ" 
615), the specification gave no directions re- ^^conBtrued 
specting a condenser, which was well known to {J® •55^^°^. 
be an essential part of every gas apparatus. ["„"*^^hJ'^" 
"Brougham, for the defendant: The things Jjjj;^^»^« 
comprised in the specification will not make 
a gas apparatus. It will be incomplete for 
want of a condenser. Lord Tenterden, C. J. : 
A workman who is capable of making a gas 
apparatus would know that he must put that 
in. Brougham: The specification does not 
direct it to be put in. Lord Tenterden, C. J. : 
No, but it does not tell you to leave it out^ 
There is nothing in that : in the construction 
of a specification the state of the particular 
manufacture at the date of the patent must be 
kept in view.'* 

In EUiott V. Turner (16 L. J., C. P., 49), the euumv. 
patent was for the manufacture of buttons, 
and the specification claimed, amongst other 
things, "such figured woven fabrics to the 
covering of buttons (with flexible shanks made 
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^^' by pressure with dies), as have the ground or 
the face of the ground woven with soft or or^ 
ganzine iilk. The question raised was whether 
any soft silk or only organzine silk was within 
the patent. Parke, B. on delivering the judg- 
ment of the Court of Error, said, "The word 
' or ' in its ordinary and proper sense, is a dis- 
junctive particle, and the meaning of the term, 
*soft or organzine* is properly, either one or the 
other, and so it ought to be construed, unless 
there be something in the context to give 
it a different meaning, or unless the facts 
proved in evidence with reference to which 
the patent must be construed, should show 
that a different construction ought to be made. 
There was nothing in the context to lead to a 
different construction of the words ; but the 
facts might be such that applying the patent 
to them, the word ' or ^ ought to be construed, 
not in its proper sense, but as giving another 
description of the same thing, and the words 
read as if they had been *• soft, otherwise called 
organzine silk ;* and if the fact was that at the 
date of the patent, organzine was the only 
species of soft silk in known use for weav- 
ing satin, that would be a sufficient ground 
for construing the specification which ap- 
plies to such soft or organzine silk as was 
then used as meaning soft, alias organzine silk, 
and as including organzine only. But if there 
was soft silk as well as organzine silk used for 
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the purpose at that time, then the specification ^1^^- 
must be construed in its proper sense, and both 
species would be within the patent. The inter- 
pretation, therefore, which the learned judge put 
upon the patent was not correct, unless the 
facts were such as to lead to it, and these facts 
were for the determination of the jury. The 
learned judge should not have told the jury 
absolutely that soft and organzine silk were 
the same, but that the words were capable of 
being so construed, if the jury were satisfied 
that, at the date of the patent, there was only 
one description of soft silk, and that organzine, 
used in satin weaving ; but otherwise, that the 
proper and ordinary sense of the word was to be 
adopted, and the patent held to apply to every 
species of soft silk as well as to organzine." 

The nicety to which the distinction between HuOeiT, 
a claim for a principle usefully applied, and a DiffeKDc« 
claim merely for the particular method ordiS^foA 
form of the application, may be carried, is well SIiiTappitod' 
illustrated by the case of HuUet v. Hague (2 method. 
B. & Ad. 379). In that case, Hullet claimed, 
as assignee under a patent granted to Kneller, 
in 1828, and Hague justified under another 
patent, granted to Knight and Kirk in 1822. 
It was contended, for the defendant, that both 
specifications claimed the forcing of air in 
finely-divided streams through the body of 
a fluid, for the purpose, of facilitating its 
evaporation at low temperatures. And that 
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mauiY. neither of the patents could be considered 
as granted only for each particular apparatus, 
which were respectively given by way of illus- 
trating the principle common to both. This 
view of the case, however, was overruled in 
the following judgment by Lord Tenterden. 
After statijag the patent granted to Knight 
and Kirk, and the specification, his Lordship 
proceeded as follows : — *' This was in sub- 
stance an invention for a process for the more 
rapid crystallization and for the evaporation of 
fluids at comparatively low temperatures ; this 
object being effected by means of a coil of 
pipes lying at the bottom of the vessel, per- 
forated with small holes, and thus operating 
on the liquid, or by a shallow cullender placed 
at the bottom of the vessel. It was proved 
that a pipe employed and acted upon in the 
manner described in the specification, viz., by 
forcing the air, at the end of it, would accooi- 
plish that object. 

*' The patent on which the plaintiff relied, 
and for the infringement of which this action 
was brought, was for certain improvements in 
evaporating sugar, which improvements were 
also applicable to other purposes. By the 
specification, Kneller declares that his inven- 
tion consists in a method or process, and cer- 
tain apparatus as thereinafter described. He 
does not claim as his invention the principle, 
but the apparatus. He is enabled to evaporate 
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liquids at a low temperature. It is evident ^»^ y- 
the object of the two patents is the same ; but 
the mode of effecting that object is different. 
The specification continues, ' and I further de- 
clare that my said invention and improvement 
consists in forcing by means of bellows, or 
any other blowing apparatus, atmospheric or 
any other air, either in a hot or cold state, 
through the liquid or solution subjected to 
evaporation/ Now, it was said, that the 
words which immediately follow, * and this I 
do by means of pipes,' constituted a separate 
and distinct sentence from those which imme- 
diately preceded them ; and that the patentee 
had stated his invention in the preceding sen- 
tence, and had claimed the same invention as 
that described by Knight and Kirk in their 
specification. But we think that the i^ords, 
* and this I do by means of pipes,' &c. must, 
in conjunction with those which immediately 
precede them, be taken to form one entire 
sentence; and that they amount altogether to 
an allegation on the part of the patentee, that 
his invention consisted of the method or pro- 
cess of forcing by means of bellows, or any 
other blowing apparatus, hot or cold air 
through the liquid subjected to evaporation, 
this being effected by means of pipes placed as 
directed in the specification. Now, the method 
described in Knight and Kirk's patent appears 
to us to be perfectly different. It is either to 
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EMM r. have a pipe, accommodated to the form of the 
vessel, or a cullender, placed ^t the bottom of 
the vessel. The method described in the plain- 
tiff's specification, is to have a large horizontal 
tube, near the surface of the liquid, into which 
there are introduced a number of small per- 
pendicular tubes, descending through the li- 
quid to the bottom of the vessel, and having 
their lower ends exactly on a level and pa- 
rallel to the surface of the fluid. The air 
is then forced by the blowing apparatus from 
the open end of the large tube to the other end 
which is closed, and as soon as the large tube 
is filled, the air descends through the smaller 
tubes to the bottom of the vessel, and bubbles 
up through the liquid, and the evaporation is 
thereby kept up constantly and equally in all 
parts. It appears to us that this is a method 
or apparatus perfectly distinct from the other, 
and for that method and apparatus the patent 
was taken out. We are of opinion, there- 
fore, that there should be no rule in this 
case." 
SSw^f the ^^ ^^^ ^® hsLve been considering the requi- 
condition, gj^gg ^hich are included in the first clause of 
the condition in letters patent, relating to a 
sufficient specification. 

In the language of a learned Judge, an in- 
ventor should describe his invention distinctly, 
so as not to hang terrors over people^s heads ; 
but state clearly what they may and what they 
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may not do without rendering themselves liable 
to the patentee. 

It is now intended to deal with the other The second 
distinct division of the condition by stating condition. 
and illustrating certain rules^ to enable a pa- 
tentee to particularly describe and ascertain in 
what manner his invention is to be performed. 

The object of this clause of the condition is its object. 
to secure the greatest benefit to the public at 
the expiration of the patent ; that there may 
be a fair bargain between the inventor and the 
public, the inventor receiving an exclusive use 
of his ingenuity for a period, provided he so 
describe his invention that, when the letters 
patent shall have expired, any person or 
workman connected with the particular trade 
or calling to which the invention relates, may 
possess the full advantage of the inventor^s 
discovery. This proposition is the pith of all 
the decisions upon this clause. 

The specification under this division, as al- specification 
ready stated, need not be intelligible to all the intewgibie 
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world. It will answer every purpose, and world, 
really best satisfy this part of the condition, if it 
be intelligible to a well-informed workman in 
the particular trade, and if it provide him with 
the requisite directions for putting the inven- 
tion fully into effect, in the most beneficial 
manner, without misleading him in the details. 
The specification must stand or fall by it- 
self; it must not be helped out, corrected, or 

G 
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illustrated by the patentee, or by any other 
person, 
^wpjj^^ In the early and important case of Mex v. 
Arkwright (Webs. Cases, 66), Buller, J., very 
clearly laid down the principles of the law on 
this clause of the condition. Of a sufficient 
description, he says, ** Upon this point it is 
clearly settled at law, that a man, to entitle 
himself to the benefit of a patent for a mono* 
poly, must disclose his secret, and specify his 
invention in such a way, that others may be 
taught by it to do the thing for which the 
patent is granted ; what the act is; and it must 
put the public in possession of the secret, in 
as ample and beneficial a way as the patentee 
himself uses it. This, I take, to be clear law, 
as far as it respects the specification, for the 
patent is the reward, which, under the Act of 
Parliament, is held out for a discovery ; and, 
therefore, unless the discovery be true and 
fair, the patent is void. If the specification, 
in any part of it, be materially false or defeo* 
tive, the patent is agaioat law, and cannot be 
supported. It has been truly said by the 
counsel, that if the specification be such that 
mechanical men of common understanding can 
comprehend it, to make a machine by it, it 
is sufficient; but then it must be such that 
the mechanics may be able to make the ma- 
chine by following the directions of the specifi- 
cation, without any new inventions or additions 
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of their own. The question is, whether, upon 5*1I;^« 
the evidence, this specification conies within 
what I have stated to you, to be necessary by 
law, in order to support it." 

And the same opinions were expressed by^^^ 
Tindal, C. J., in the recent case of Walton v. ^orsfaii. 
Potter and Horsfall (Webs. Cases, 696) . " Ge- 
nerally speaking, the rule which is laid down 
upon occasions when the sufficiency of the spe- 
cification is called in question, is this — that as 
these specifications are drawn by men who are 
more conversant with the particular article 
than juries, who are selected indiscriminately 
from the public, and certainly much more 
than judges, whose knowledge is confined to 
one particular department, credit is given to 
witnesses, if they are conversant with the sub- 
ject-matter of the invention, and are able to 
tell you, and you believe it, that they see 
enough on the face of the specification to 
enable them to make the article without diffi- 
culty. You know the object of the specifica- 
tioa is, that it is the price which the party who 
obtains the patent pays for it, and it would be 
a hard bargain on the part of the public, if he 
were allowed to clothe his discovery and his 
description in characters so dark and so am- 
biguous, that no one could make from it when 
the fourteen years have expired, and he should 
not have paid the price for which he enjoyed 
the exclusive privilege, but that he should 
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have it in his own hands still, for as long a 
period as he chooses ; and, therefore, it is al- 
ways a proper answer when a patent is set up, 
to say, that you have not so described it, that 
it may be understood/' 

And, again, in the case of CHhson v. Brand 
(Webs. Cases, 629), the same learned Jadge 
said. The question for you is, '^ whether it (the 
specification) is so worded, and such explana- 
tions are given in it, that a person of a suffi- 
cient degree of understanding on the particular 
subject, could carry the provisions of the speci- 
fication into effect, and obtain the proposed 
result. The specification onght to be so clearly 
worded as to lead, without any doubt, or diffi- 
culty, to that result, because it is the price that 
the man who takes out his patent pays to the 
public for their being so long kept out of the 
enjoyment of the commodity, or manufacture 
that is protected ; the price he pays is, that he 
will lodge such an account of his own dis- 
covery and invention, as will enable the public 
on the expiration of the fourteen years, to 
have as free and unreserved use of the inven 
tion as he himself. Therefore every man, who 
is an honest man, is bound to pay that price 
justly and fairly, and to word his specification, 
which he is obliged by the terms of the patent 
to enrol in the Court of Chancery, in such a 
way as to be clear of all doubt* Now, I can- 
not say, that I think this is a yery clear spe- 
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clfication. I cannot read through these eight ^^^^• 
different heads, which I understand to be dif- 
ferent points, that are sought to be protected 
by the patent, without thinking there has 
been a mixture rather of object, and purpose, 
or design, to which the party means to apply 
his patent, with that which is more strictly and 
properly the process by which the object is 
meant to be obtained ; the mixing them to- 
gether, and not keeping them separate and 
distinct, tends very much to obscurity in the 
document itself." 

In Bichford v, Skewes (Webs. Cases, 218), f]^;^^- 
the invention was a miner's safety fuze. ** The 
specification, so far as it is material to be now 
stated, was thus : — 

^' ' The instrument I manufacture, by the aid 
of machinery and otherwise, of flax, hemp, or 
cotton, or any other suitable materials, spun, 
twisted, and countered, and otherwise treated 
in the manner of twine-spinning and card- 
making, as by the several operations herein- 
after, and in and by the drawings hereunto an- 
nexed, mentioned and described, by means 
whereof I embrace, in the centre of my fuze, 
in a continuous line throughout its whole 
length, a small portion, or compressed cy- 
linder, or rod of gunpowder, or other proper 
combustible matter, prepared in the usual py- 
rotechnical manner of fireworks for the dis- 
charge of ordnance/ 
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«cg^v. "Upon these words it was first objected, 
that the plaintiff had failed to show any other 
material but common gunpowder had ever 
been used in the fuze, or, if introduced, would 
answer the purpose desired. And the first 
part of this objection is true in fact; but it 
seems to us immaterial, if other materials not 
specified (and it is certainly not necessary to 
specify all), but still within the description 
given, will answer the purpose. No ambiguity 
is occasioned — nothing that can mislead the 
public, or increase the difficulty hereafter of 
making the instrument, by the introduction of 
terms which import the patentee has himself 
used them. 

*' The latter part of the objection, if true in 
fact, would have been more material, becanse 
it does tend to mislead, if it be stated that a 
whole class of substances may be used to pro- 
duce a given effect, when in fact only one is 
capable of being so used successfully; but 
there was reasonable evidence that other com- 
bustible substances, prepared in the manner 
described in the specification, would be intro^ 
duced to answer the purpose of the patent, 

^' Colonel Pasley, a most competent witness, 
had no doubt one substance answering the de^ 
scription, namely, detonating powder, might 
be used ; and the jury were at liberty to infer 
that any similar substance, prepared as re* 
quired by the description, would have the same 
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effect. The other parts of the instrument ne- 1^§^ ^• 
eessarily limited the combustible substances to 
be used to such as are capable of being re- 
duced to a fine powder, and introduced in a 
very thin continuous stream, or thread, into 
the centre of the fuze. 

^^Some knowledge of pyrotechnics is and 
may probably be required in the person who 
is to read the specification for the purpose 
of making the instrument. The specification 
is addressed, not to persons entirely ignorant 
of the subject-matter, but to artists of com- 
petent skill in that branch of manufacture to 
which it relates, and such persons would be 
at no loss to select, if selection were at all ne- 
cessary, the proper combustible material, from 
those prepared for the discharge of ordnance 
for his purpose.*" 

The specification must be intelligible to ^\^*\S^l^i^ 
workman of ordinary knowled&^e and skill in *<> » ^'O'*'- , 

•' o ^ man and not 

the particular trade or business, to which the J°}^][,fi^* 
subject-matter of the patent belongs. It will '^^* 
not be sufficient if it be only intelligible to a 
scientific or highly educated person. 

In Morgan v. Seaward (Webs. Cases, 178), ^^/* 
Alderson, B., said: '' Mr. Brunei says, ' I have 
read the specification, and I think I could con- 
struct by it a machine at any required angle 
without difficulty.' But whether Mr. Brunei 
could do it or not is not the point. I dare say 
Mr. Brunei, the inventor of the block ma- 
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^2JJ^]^- chinery, could invent anything of this sort the 
moment it was suggested to him ; but that is 
not the criterion. The question is, whether » 
man of ordinary knowledge and skill, bring- 
ing that ordinary knowledge and skill to bear 
upon the subject, would be able to do it.'^ And 

mSiM' ^° NMson v. Harford (Webs. Cases, 314), the 
question being, whether the specification gave 
sufficient instruction as to the manufacture and 
form of the closed vessel, or receptacle for the 
heated air, between the blowing apparatus and 
the blast furnace, Mr. Baron Parke stated the 
same distinction between a mere workman and 
a scientific man, and said — '^ It is to be a per- 
son only of ordinary skill and ordinary know- 
ledge.. You are not to ask yourselves the 
question, whether persons of great skill — a 
first-rate engineer, or a second-class engineer^ 
as described by Mr. Farey, — whether they 
would do it ; because, generally, those persons 
are men of sciemce and philosophical know- 
ledge, and they would, upon a mere hint in 
the specification, probably invent a machine 
which should answer the purpose extremely 
well ; but that is not the description of persons 
to whom this specification may be supposed to 
be addressed, — it is supposed to be addressed 
to a practical workman, who brings the ordi- 
nary degree of knowledge and the ordinary 
degree of capacity to the subject ; and if such 
a person would construct an apparatus that 
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ii^ould answer some beneficial purpose, what- ^^^' 
ever its shape was, according to the terms of 
the specification, then I think that this speci- 
fication is goody and that the patent may be 
supported as far as relates to that,^^ But even And the 

* *^ , workman 

the testimony of a practical workman cannot ^JiVted b**^ 
be received if he has been assisted or instructed **»« patentee. 
by the patentee. In Morgan v. Seaward^ Al- ^^^; 
derson, B., on reviewing the evidence of a 
witness, who said, ^' I could, without any diffi- 
culty, make the machine so that the paddles 
could enter the water at any angle,''' and who 
made the models used at the trial, observed, 
'' Now the criterion is, whether, at the time 
when the specification was introduced to the 
world, Mr. Park would have been able to con- 
struct the machine with his ordinary know- 
ledge and skilly without the peculiar know-* 
ledge he has since obtained upon the subject, 
from being employed to make the models for 
Mr. Morgan, because it would not be at all 
fair to allow your verdict to be influenced by 
knowledge ro acquired ; but he says, with his 
ordinary knowledge and skill, he could, with- 
out difficulty, construct a wheel so that the 
paddle should enter the water at any angle. 
He says, if the diameter of the wheel is given, 
which it is fair should be given, and the im- 
mersion of the float, and that is also fair to 
have given, he could .do it. Those are rea- 
sonable data for him to require, and if, with his 

G 3 
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^^^- ordinary skill and knowledge^ and withoat 
that peculiar knowledge he has obtained in 
consequence of his connexion with the plain* 
tiffs, and with this cause, he could do it, that 
would be evidence on which you would be en- 
titled to place reliance. Then he tells you 
how he could do it. Now, I do think it would 
have been a vast deal better if the specifica- 
tion had given us the same information, for 
that is what a specification ought to do" 
(Webs. Cases^ 179). 

Nor by any And a spccificatiou cannot be rendered ffood 

person ■«-. .* i«« t n • t i 

qvainted if otherwisc dcfcctivc Or deficient, by the ex- 
J^t-matter plauatiou of any obscunty or misstatement it 
^°^- may contain, by a person well acquainted with 

the particular arrangement or process which is 
its subject-matten This was most distinctly laid 
Neiu&n ▼. down by the Court of Exchequer, in Neilsan r. 
Harford (Webs. Cases, 37 1 ). Parke, B., in de- 
livering judgment, speaking of the patentee and 
his specification, said : ^* In the specification, 
after stating that the air heated up to a red 
heat may be used, but that it is not necessary 
to go so far to produce a beneficial effect, he 
proceeds to state, that the size of the receptacle 
will depend on the blast necessary for the fur- 
nace, and gives directions as to that.'^ And 
then he adds — " the shape of the receptacle is 
immaterial to the effect, and may be adapted 
to local circumstances. It is this part of the 
specification that has raised the difficulty. At 



The Manner in which it is to be performed, 131 

the trial, I construed this passage as meaning, %^^^^' 
that the shape was immaterial to the degree 
of effect in heating the blast ; and if this were 
so, the jury have, by their finding, negatived 
the truth and accuracy of this statement ; the 
specification would be bad, as containing a 
false statement in a material circumstance, of 
a nature that, if literally acted upon by a com- 
petent workman, would mislead him, and 
cause the experiment to fail. 

'* Nor do we think that the point contended 
for by Sir William Follett, that if a man ac- 
quainted well with the process of heating air 
were employed, this misstatement would not 
mislead him, would at all relieve the plaintiffs 
from the difficulty ; for this would be to sup- 
port the specification by a fresh invention and 
correction by a scientific person ; and no au- 
thority can be found that in such a case a 
specification would be good. To be valid, we 
think it should be such as, if fairly followed 
out by a competent workman, without inven- 
tion or addition, would produce the machine 
for which the patent is taken out, and that such 
machine so constructed must be one beneficial 
to the public.'' 

A specification should not omit anything a ■pecmca- 
at all necessary or even convenient to the full state aii that 
and efficient practice of the invention. It and not need 
should state whatever will facilitate its appli- 
cation. And it must require neither trials nor 
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experiments to put it into effect so as to pro- 
duce some benefit, but experiments made only 
for the purpose of obtaining the greatest benefit 
will not render the patent void, because the 
law only requires an invention to provide some 
useful method of applying the spirit or sub- 
stance of his invention, and does not insist 
upon any particular degree in that usefulness. 
h1^: ^° NeiUon v. Harford (Webs. Cases, 316), 
it was admitted thatNeilson's invention brought 
the temperature of the furnace to such a height 
as to render the use of the water twires instead 
of the common twires inevitable. Twires are 
the "metallic cases into which the pipes are in* 
troduced to supply the blast, and the water 
twires are kept below a certain temperature by 
the circulation of cold water through them. 
Parke, B., said, " Now if that should be your 
opinion, another objection to the specification 
is open: it omits to make all mention of water 
twires or other protection ; for if this appara- 
tus would not be beneficial without them ; 
then, in that case, it is of no use to the public 
as it is described in the specification, and the 
specification would be bad. That, I think, 
would be clear. Then the question of fact 
arises, whether you are satisfied upon the evi- 
dence of those gentlemen, one of them a prac- 
tical gentleman ; and I call your attention to 
what has been spoken by Mr. Penrice, who 
says — that in point of fact, they did use at the 
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Calder Iron Works, twires of the ordinary de- ^J^^7- 
scription^ dry twires, and that they continued 
to use them for two years ; and also continued 
to use this process beneficially. Therefore, 
that is evidence to be set off against the other. 
Whether they could use the process in the 
simplest form beneficially, is left in matter of 
doubt ; but unless they could use the process 
in the simplest form in which a man could 
make this, according to the specification, it ap- 
pears to me that the objection as to the twires 
is also a good objection to it, because then 
they ought to have been introduced, and it is 
not beneficial unless it is introduced. There- 
fore it is not a good subject of patent unless 
those twires are added to the apparatus, as 
described in this specification; and on that 
ground, it would appear to me that the speci- 
fication was defective. Then you will have 
the goodness to attend to that evidence, and if 
you come to the conclusion, that without the 
water-twires, though more beneficial with 
them, there still would have been an apparatus 
which would work beneficially, and be worth ♦ 
while to set up, the objection founded on the 
water-twires vanishes.'" 

And in the same case (Webs. Cases, 321), 
the patentee at first tried the effect of internal 
partitions in the closed vessel, between the 
blowing apparatus and the blast furnace, but 
they were not described in the specification. 
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Parke, B., told the jarj, that if they thought 
the patentee knew they were useful and 
omitted to state that in the specification, it 
would be void. 

Arh^ju. ^^ ^^ ^' -4^**^*?** (Webs. Cases, 70), 
there was nothing in the specification to show 
the difference in the Telocity of certain rollers, 
although there must have been a difference, 
because the diameter of some was greater than 
that of others. And it was declared defective. 
Buller, J., said : ^* He (the defendant) knew to 
a certainty what it was. The man comes to 
give an account of the invention — says, I had 
calculated it, and the difference of the velo- 
city was to be as five to one ; this is the way I 
made my rollers. Now the defendant has not 
said a word of that in his specification. In 
that, he has kept back the knowledge he had, 
as to the size of the rollers and their velocity, 
and it is left to people to find it out as chance 
may direct." 

^J In the case of Wood v. Zimmer (Holt, N.P., 

60), the patent was for '* a method of mak* 
ing verdigris." The patentee had been in the 
habit of putting aquafortis in the boiler, 
which caused one of the ingredients, the cop- 
per, to dissolve more rapidly ; but the verdi- 
gris made with this assistance was not better, 
or cheaper, than that made according to the 
specification. ^^ It is said, that the method de« 
scribed makes verdigris, and the specification 
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is therefore sufficient. The law is not so; a^'^^^^- 
man who applies for a patent, and possesses a 
mode of carrying on the invention in the most 
beneficial manner, must disclose the means of 
producing it in equal perfection, and with as 
little expense and labour, as it costs the in- 
ventor himself. The price that he pays for his 
patent is, that he will enable the public, at the 
expiration of his privilege, to make it in the 
same way, and with the same advantages. If 
anything that gives an advantageous operation 
to the thing invented be concealed, the specifi- 
cation is void. Now, though the specification 
should enable a person to make verdigris sub- 
stantially as good without aquafortis as with 
it, still, inasmuch as it would be made with 
more labour by the omission of aquafortis, it 
is a prejudicial concealment, and a breach of 
the terms which the patentee makes with the 
public " (Gibbs, C. J.). These decisions are Turner r. 
in keeping with the early case decided by 
Lord Mansfield (Bull. N.P. 76), which was a 
patent for steel trusses ; and BuUer, J., cites 
it in these words : " Slight defects in the speci- 
fication will be sufficient to vacate the patent. 
In a case before Lord Mansfield, for infring- 
ing a patent for steel trusses, it appeared that 
the patentee in tempering the steel, rubbed it 
with tallow, which was of some use in the 
operation ; and because this was omitted, the 
specification was held to be insufficient, and 
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^*^^- the patent was avoided '^ {Turner v. Winter, 
Webs. Cases, 82). 

And Alderson, B., also cites this case, in 
Morgan v. Seaward (Webs. Cases, 182), a pa- 
tent for improvements in steam-engines, and 
paddle-wheels. ^< He (a witness) says, practi- 
cally speaking, the difference in the length of 
the rods (to move the float-boards) would not 
be very material, the difference being small. 
But the whole question is small ; therefore it 
ought to have been specified ; and if it could 
not be ascertained fully, it should have been 
so stated. Now this is the part to which I 
was referring; when, in the preliminary ob- 
servations I addressed to you, I cited the case 
before Lord Mansfield, on the subject of the 
introduction of tallow to make the machine to 
work more smoothly (the tallow was used in 
tempering the steel). There, it was held, that 
the use of the tallow ought to have been 
stated in the specification. This small adjust- 
ment of these different lengths may have been 
made for the purpose of making the machine 
work more smoothly ; if so, it is just as much 
necessary that it should be stated in the speci- 
fication as that the tallow should be men- 
tioned. The true criterion is this — has the 
specification substantially complied with that 
which the public has a right to require \ Has 
- the patentee communicated to the public the 
manner of carrying his invention into effect ? 
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If he has, and if he has given to the public ^S^S^''- 
all the knowledge he had himself, he has 
done that which he ought to have done, and 
which the public has a right to require from 
him." 

The opinion of Lord Mansfield on this clause i^^ ><«»■' 

o 1 • • 1 1 • field's opln- 

of the condition has been well repeated in a ton- 
letter by Mr. Braraah to Chief Justice Eyre 
(p. 70). '^ Lord Mansfield said : The law re^ 
lative to patents requires, as a price the indi- 
vidual should pay the people for his monopoly, 
that he should enrol, to the very best of his 
knowledge and judgment, the fullest and most 
effectual description of all the particulars on 
which the effect depended, that he was at the 
time able to do. And it was further remarked 
by the defendant's advocate, and to which hia 
lordship assented, that even more was required 
in some instances ; for as the patent was se- 
cured to the patentee four months before he 
was obliged to enrol his specification, this al- 
lowance was purely for the purpose of giving 
the inventor the full opportunity of making 
experiments for his information ; and also that 
he might have an opportunity of calling in to 
his assistance the knowledge of others, on 
points where either his learning or his practice 
fell short, in enabling him to complete his 
specification in a style and manner the most 
explanatory and comprehensive possible. And 
he further agreed, as near as I can recollect, 



138 The Specification. 

Lord Hani, that DO omission or defect in this instrament 

field's opi- 
nion, could admit of an apology, while it was in the 

power of the patentee to have avoided it bj 
the means above mentioned, no more than it 
would be sufficient for the author of an an- 
grammatical publication to attribute it to a 
want of scholarship, while surrounded with 
scholastic abilities in want of such a job. My 
Lord Mansfield agreed that this is what he 
understood to be the doctrine of patents, and 
cited an instance where there was in the spe- 
cification such an omission as must have been 
fatal to the patent had it ever been contended 
in a court of law. This was a patent granted 
to Dr. James for fever powders, in the speci- 
fication of which he has mentioned the articles 
only of which these powders are composed, 
and omitted the proportion or quantity. This 
being the case, continued his lordship. Dr. 
James never durst bring an action for infringe- 
ment, and it was certainly wise in him not to 
do so, as no patent could stand on such a spe- 
cification. For, said his lordship, I think 
more depends in the composition of a medicine 
— on the proportion of the drugs, than on their 
quality ; as we find it a fact too notorious that 
whatever preserves life, taken in too great a 
quantity will, in some cases, instantly destroy 
it. Mercury, for instance, though used with a 
more general effect, perhaps, than any other 
article in the materia medica, would produce 
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the most baleful consequences, applied without 
regard to proportions'' (Webs. Cases, 54, n. (e)). 

The invention must be so described as to ''o *;!"*• <»' 
need neither trials nor experiments to put it 2^"?^^**°*^ 
into effect to some benefit. If trials or ezpe« SSi!"****" 
riments be required to obtain the greatest 
benefit, or a benefit beyond that stated in the 
specification, they will not affect the patentee's 
right, or be taken to show that he has not fully 
ascertained and described the manner in which 
his invention is to be performed. 

In Rex V. Arhwright^ it appeared, during iZftrr.. 
the trial, that a roller was necessary to the 
feeder, to give regular direction to the work. 
And BuUer, J., said : *^ From the knowledge 
he has now, he should add a roller if he was 
directed to make the machine. But that does 
not prove the specification to be suflScient, be* 
cause if a man, from the knowledge he has got 
from three trials, and seeing people immedi" 
ately employed about it, is able to make use 
of it, it is his ideas improve the plan, and not 
the merit of the specification ; if he makes it 
complete, it is his ingenuity, and not the spe- 
cification of the inventor" (Webs. Cases, 67). 

Again, " Wilkinson (a witness) took his 
information, or a great deal of it, from the 
defendant himself, and supposing it true that 
he, or any other person instructed by the 
defendant, and having seen what he does, 
can make a machine from the specification; 
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^Akiriaht ^^^ *^** ^^^^ nevcF suppoft it, auless other 
people, from the specification itself, who have 
no knowledge in the business, can also do it. 
That is not the case with this man ; but the 
last thing he says is also a material thing 
against the patent, for he says, for different 
purposes different proportions of the rollers 
are necessary. How is a man to find that out? 
It is not said in the specification that it must 
be different in the one case from the other, 
and that you must have different rollers for 
hemp or for cotton. All this remains to be 
the subject of a future discovery. Moore says, 
.with due attention to the old machine, and an 
accurate attention to the specification, I could 
direct a skilful artificer to make the machine. 
This is all a very ingenious sensible man can 
say of this specification. He has examined 
the instruments and machine, and seen a great 
deal of it between the trials, and at last he be- 
lieves, with all the extreme caution that I have 
mentioned to you, that he could direct a skil- 
ful artificer to make the machine. He says, 
that as to No. 3, a piece of cloth, with cotton 
or any other material that was to be carded, 
rolled up in it, would certainly move much 
better and more steady with a roller within- 
side, but it would do without it. If wanted, 
he thinks it would easily occur to a mechanic 
to put it in, that is, that a sensible man would 
have understanding enough to supply any 
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defect in this specification; but in thiB case '^^^cUnigia. 
proves the specification is insufficient. It will 
not do of itself, but wants something to be 
added ; it is deficient, and there is nothing in 
the specification that imports there should be 
H roller in it" (Webs. Cases, 69, 70). 

In Rex V. Wheeler (3 B. & Aid. 363), the^j^ 
invention really consisted in a method or pro- 
cess of rendering malt soluble in water, and 
making it colour the liquor in which it was . 
dissolved, by the application of a high degree 
of heat. And the Court of King's Bench was 
of opinion, that the patent could not be sus- 
tained, as, amongst other failings, the specifi- 
cation left many matters of great importance 
to be determined by trial and experiment, 

"The patentee does not profess to be the 
inventor of an engine, instrument, or organ, to 
be used for the accomplishment of some pur- 
pose, or, at least, of a process to be so used. 
He says, that a coffee-roaster, or a kiln, or 
anything by which the grains may be kept in 
motion during their exposure to the requisite 
degree of heat, may be used. Neither has he 
described any certain or precise process, which, 
admitting that there may be a patent for a 
process only, ought unquestionably to be 
done. He does not mention the state in which 
the malt is to be taken, for the purpose of un- 
dergoing the process; whether in a moist or 
dry state, as was before noticed. He does not 
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J^j^ say what heat, beyond 400** of Fahrenheit, 
may be used : he does not furnish the operator 
with any means of knowing when he has the 
degree of heat : he does not say during what 
length of time the process is to be continued, 
but contents himself with saying, that the 
proper degree of heat and time of exposure 
will be easily learned by experience, the co* 
lour of the internal part of the prepared 
grain affording the best criterion. A specifica- 
tion which casts upon the public the expense 
and labour of experiment and trial is undoubt- 
edly bad. If it be said, that all these matters 
will be well or easily known to a person of 
competent skill (and to such only the patentee 
may be allowed to addr^s himselO) then the 
invention will not really have given any use- 
ful or valuable information to the public ; so 
that, in either way of viewing the case, there 
is no certain and clear process described, 
or the process described is such as might 
be practised without the assistance of the 
patentee.'^ 

^22*7- In the case of Morgan v. Seaward (Webs. 
Cases 173-6), Alderson, B., in his charge to 
the jury, cites and confirms the cases of Rex 
V. Arhioright and Jtex v. Wheeler^ and insists 
very strongly upon the necessity of a specifica- 
tion being practicable without trials or experi- 
ments, as indispensable to the validity of a 
patent One of the objects of the patent in 
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Morgan v. Seaward was ** an improvement on ^^^' 
paddle-wheels for propelling vessels, whereby 
the float-boards or paddles are made to enter 
and come out of the water in positions the best 
adapted, as far as experiments have determined 
the angle, for giving full effect to the power 
applied." The specification only professes to 
give directions as to the mechanical means for 
attaining any selected angle at which a float- 
board shall enter and come out of the water, 
and attempts to show how this may be done 
by a particular combination of rods^ bent 
stems, a disk and crank, but provides no in- 
structions to enable a workman of ordinary 
skill Xo effect this object without making trials 
and exercising his own ingenuity. 

And Mr. Baron Alderson said, *^ Has Mr. 
Galloway (the patentee) sufficiently described 
it (the paddle-wheel) so as to enable any one 
to know what he has invented, and so as to 
enable a workman of competent skill to carry 
the invention into effect ? Mr. Justice Buller, 
in the case of Hex v. Arkwright^ lays down 
as the criterion, that a man, to entitle him- 
self to the benefit of a patent of monopoly, 
must disclose his secret, and specify his in- 
vention in such a way that others of the same 
trade, who are artists, may be taught to do 
the thing for which the patent is granted, 
by following the directions of the specifica- 
tion, without any new invention or addition 
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^Jg»v. of their own (Rex v. Arhwright^ (Davies's 
Cases, 61). That is reasonable and proper, 
for people in trade ought to be told the manner 
in which the thing may be done in respect of 
which the patent is granted. How I Not by 
themselves becoming inventors of a method of 
carrying it into effect, but by following the 
specification without making a new invention, 
or making any addition to the specification. If 
the invention can only be carried into effect by 
persons setting themselves a problem to solve, 
then they who solve the problem become the 
inventors of the method of solving it, and be 
who leaves persons to carry out his invention by 
means of that application of their understand- 
ings does not teach them in his specification 
that which, in order to entitle him to maintain 
his patent, he should teach them — the way of 
doing the thing, but sets them a problem, 
which being suggested to persons of skill, 
they may be able to solve. That is not the 
way in which a specification ought to be 
framed. It ought to be framed so as not to 
call on a person to have recourse to those or- 
dinary means of knowledge (not invention) 
which a workman of competent skill in bis art 
and trade may be presumed to have. You 
may call upon him to exercise all the actual 
existing knowledge common to the trade, bat 
you cannot call upon him to exercise any 
more. You have no right to call upon him to 
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tax his ingenuity or invention. Those are the ^^^* 
criteria by which you ought to be governed, 
and you ought to decide this question accord- 
ing to those criteria. You are to apply those 
criteria to the case now under consideration ; 
and you should apply them without prejudice 
either one way or the other ; for it is a fair 
observation to make, that both parties here 
stand, so far as this objection is concerned, 
on a footing of perfect equality. The public, 
on the one hand, have a right to expect and 
require that the specification shall be fair, 
honest, open and sufficient ; and, on the other 
hand, the patentee should not be tripped up 
by captious objections which do not go to the 
merits of the specification. Now, applying 
these criteria to the evidence in the cause, if 
you shall think that this invention has been so 
specified that any competent engineer, having 
the ordinary knowledge which competent en- 
gineers possess, could carry it into efiect by 
the application of his skill, and the use of his 
previous knowledge, without any inventions 
on his part, and that he could do it in the 
manner described by the specification, and 
from the information disclosed in the specifi- 
cation, then the specification will be sufficient. 
If, on the other hand, you think that engineers 
of ordinary and competent skill would have to 
set themselves a problem to solve, and would 
have to solve that problem before they could 



146 The Spedfieation. 

^^H^^- do it, then the specification would be bad. 
Farther, if a patentee is acquainted with any 
particular mode by which his invention may be 
most conveniently carried into effect, he ought 
to state it in his specification. That was 
laid down in a case before Lord Mansfield. 
There the question arose on a patent for steel 
trusses. It happened that the patentee in 
some parts of his process used tallow to faci- 
litate the invention for which he had obtained 
a patent, and in his specification he made no 
mention of the use of the tallow. The Court 
held the specification to be bad, because, they 
said, you ought not to put people to find out 
that tallow is useful in carrying into effect the 
invention in steel trusses. You ought to tell 
the public so, if that is the best mode of doing 
it, for you are bound to make a bond fide full 
and candid disclosure. 

So again, in the case of the malt (Rez 
V. Wheeler, 2 B. & Aid. 349). That was a 
patent for drying malt, and one of the objec- 
tions taken was, the patentee did not state in 
his specification, the degree of heat to which 
the malt should be exposed, for it only said, 
*' The proper degree of heat, and time of ex- 
posure, will be easily learned by experience ; 
the colour of the internal part of the prepared 
grain afforded the best criterion." 

'^ Surely then, it would have been competent 
to the patentee to say, any person of ordinary 
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skill, in Buch a business, would be able to ^J^'^* 
judge what colour the malt ought to be, and 
that, by experiment, he would learn what de- 
gree of temperature was exhibited at the time 
when the proper degree of colour was ob- 
tained ; therefore the plaintiff contended, that 
there was enough stated in the specification to 
enable the public to carry the invention into 
effect ; and that the patent ought to be sup- 
ported, because skilful malsters, and skilful 
driers of malt, would easily know where to 
stop, and what degree of heat was requisite for 
the purpose. There is no doubt that when a 
man was told that a certain effect might be 
produced upon the malt by shaking it, and 
subjecting it to a certain degree of heat, his 
mind would be set on float ; he would be at 
work upon it, to ascertain what that degree of 
heat should be, and he would probably find 
it out. But that is not enough. The specifi- 
cation of a patent must not merely suggest 
something that will set the mind of an inge- 
nious man at work^ but it must actually and 
plainly set forth what the invention is, and 
how it is to be carried into effect, so as to save 
a party the trouble of making experiments and 
trials. The Court in that case said, that a 
specification that casts upon the public the 
expense and labour of experiments and trials 
is, undoubtedly, bad. Then, in this case, the 
defendants take that line of argument ; they 
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^^^^' say, that experiments and trials are necessary. 
If it be said, that all these matters will be well 
or easily known to a person of competent skill 
(and to such only the patentee may be allowed 
to address himself), then, the invention will 
not in reality have given any useful or ralua- 

ble information to the public/^ 

^' Now let us apply the principle of this case 
to the present. In fig. 4, we have the shape of 
the stem, and a particular angle is mentioned ; 
but it is obvious, that that is not an angle to 
which the parties are necessarily to be confined. 
Then, he says, g, h, i^j, and h, are connecting- 
rods attached at one of their ends by pins or 
bolts r, to the bent stems/, of the float- boards, 
and the other ends of all these rods« excepting^, 
are attached to the disc a, by pins or bolts «, 
as shown in fig. 5.^ The only observation is, 
he gives no dimensions; he fixes no points 
either for the centre of the eccentric, or for 
the crank to which the eccentric is attached ; 
therefore, if those can only be ascertained by 
experiment subsequently to be made, then the 
specification is bad. The whole in some de- 
gree, turns upon the length of the rods, and 
the position for the centre of the eccentric. 
The principle upon which these parties pro- 
ceed, and upon which all the inventions in 
that respect proceed, is, that the wheel with 
its spokes to which the floats are attached 
turns round on an axis, and the floats are made 
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to turn by means of an eccentric, and there- ^organv 
fore the floats bend as the wheel revolves, 
and they bend in a particular manner according 
as the floats are disposed, and according to the 
position of the centre of the eccentric by which 
they are regulated. They are regulated by 
means of a fixed bar which is attached to the 
centre of the eccentric disc. The others are 
moveable board s, which are attached appa- 
rently to the circumference of that same disc, 
and the whole is made to revolve by the fixed 
bar being attached to a fixed point of the 
wheel itself, and therefore the revolution of 
the wheel forcing that fixed point round, turns 
round the eccentric disc, and with it changes 
continually the position of all those rods which 
are affixed to the circumference of that disc, 
and according to their being on one or the 
other side of that disc, they operate on the 
respective float-boards to which they are at- 
tached. All that turns upon the position of 
the eccentric axis, and the length of the re- 
spective rods operating through the medium 
of this centre upon the respective float-boards. 
Now the question is, whether in the absence 
of any statement as to the dimensions of 
these different parts, and of any directions 
for finding the centre of the eccentric, you 
think the specification is sufficient or not, and 
that must be determined by the evidence 
which has been given by the witnesses on 
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^v^^- the one side, and on the other (Webs. Cases, 



177-8). 



^' Now, Mr. Donken says, ' On first reading 
the specification, I thought there was a defect 
in its not explaining the mode of obtaining the 
required angle. In my judgment, a workman 
of ordinary skill would not be able to find out 
any mode of obtaining the required angle.' 
He says, a geometrician might discover the 
mode of adjusting the three angles, the angle 
of immersion, the vertical angle, and the angle 
of extension; but in order to discover the 
mode by which all the paddles may enter at 
the same angle, another discovery must be 
made. He says, it requires to be ascertained 
by experiment, or diagram, whether the adjust- 
ment is to be made by altering the bent stem, 
or by varying the length of the rods, and you 
have nothing but the drawing to guide you in 
that respect. He says, he must first ascer- 
tain whether he is to produce the effect by 
altering the centre, or by altering the bent 
stem, or varying the lengths of the moveable 
rods. What are these but experiments to as- 
certain how the thing should be done ; all of 
which he ought to have been saved by its be- 
ing stated in the specification how to do it ? 
However, that is his evidence ; he says the an- 
gle must depend upon the dimensions of the 
several parts of the wheel. Then he goes on to 
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the other parts of the case, and on his cross- ^JJ^^- 
examination, he says, * I think a competent 
workman would be able to do it if he made 
the previous discovery ; but he would not do 
it unless a careful investigation were gone into. 
He says, 'The ordinary workman would be 
able to get the desired angle ; I think my fore- 
man would. I think a person moderately ac- 
quainted with geometry might do it, but he 
must find it out — he could sit down and deter- 
mine it. If he possessed proper information^ he 
ought to be able to do it. An engineer pro- 
perly skilled in geometry ought to be able to 
find out how the angle was to be determined. 
If he sat down and referred to his general 
knowledge he would find it out.' Now the 
criterion is, not whether he could find it out 
or not, but whether he could do it by means 
of the information contained in the specifica- 
tion and drawing, calling in aid his general 
knowledge, and those mechanical means with 
which he may reasonably be expected to be 
familiar; but if he is to sit down and con- 
sider how it is to be done^ that is not suffi- 
cient " (Webs. Cases, 183-4). 

The learned Judge then reviews the evi- 
dence of Mr. Brunton^ Mr. Peter Barlow, Mr. 
John Donken, Mr. Bramah, and Mr. Francis 
Bramah, which was in substance and efiect a 
denial by each that, in his opinion, a workman 
could make the float-boards of a paddle- 
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g^^' wheel enter and leave the water at any given 
angle from directions given in the specifica- 
tion, and concludes thus : — ^^ Now, gentlemen, 
I have gone through the evidence on both 
sides on this point; and the question upon 
this part of the case resolves itself into this : 
Do the witnesses on the plaintiff's side satisfy 
you that, the patentee has in his specification 
given to the puhlic the means of making a 
machine, which shall enter and leave the water 
at any angle that may be ordered ; that is, if 
a man ordered a machine at an angle likely to 
be required for entering and going out, and to 
be vertical at the bottom, could an ordinary 
workman with competent skill execute that 
order, by following the directions given in this 
specification? If you think he could, tb^i 
the specification would be sufficient. If, on 
the other hand, you think he would not be 
able to execute the order, unless he sat down 
and taxed his invention to find out a method 
of doing that which has not been sufficiently 
described in the specification, then the speci- 
fication would be bad (Webs. Cases, 186). 

««»«»▼. In Stevens v. Keating (19 Law J. Rep., Ex. 
69), Pollock, C. B., said : " The title of the 
patent is for * a process or processes, method 
or methods, of combining various materials so 
as to form stuccoes, plaster or cements, and for 
the manufacture of artificial stones, marbles, 
and other like substances.^ 
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" The specification states the invention to con- Stevens v. 
sist in producing certain hard cements^ of the "^' 
combination of the powder of gypsum, powder 
of limestone and chalk, with other materials, 
such combination being (subsequent to the 
mixing) submitted to heat. The specification 
then states the method of making cement 
from gypsum, in the course of which alkali is 
to be used, and is to be neutralized with acid 
(it is stated sulphuric acid is best for the pur- 
pose) ; the result is to be subjected to some 
furnace which will produce a red heat. The 
method of making cement from limestone 
and chalk is then described, which does not 
materially differ from the other process, which 
seems to consist in the use of acid afterwards, 
neutralized by alkali, and subjected to heat. 
The specification then states the mode of using 
the cement, and concludes, as usual, with the 
claim as ^ above stated.^ 

*' And the question is, whether this is a good 

specification 

Only one alkali (potash) and one acid (sulphu- 
ric) are mentioned in the specification; but 
manifestly the inventor does not confine him- 
self to these; if he did, the defendant would 
be entitled to a verdict, on the plea of not 
guilty, for he has used neither. To what ex- 
tent, then, does the claim of the plaintifiP go 
beyond the alkali and acid named ? It must 
either be a claim of all acids and alkalies that 
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5tewn»^- will answer the purpose. If it be a claim of 
all acids and alkalies, it is clearly bad, as 
there are some that will not answer the par- 
pose. If it be a claim of those only which 
will answer the purpose, it is as clearly bad, 
in consequence of not stating those which will 
answer the purpose, and distinguishing them 
from those that will not, and so preventing 
the public from being under the necessity of 
making experiments to ascertain which of 
them will succeed and which will not. And 
this was expressly so determined by the Court 
of King's Bench in The King v. Wheeler^ where 
they said that a specification which casts upon 
the public the expense and labour of experi- 
ment and trial, is bad ; in any view, therefore, 
this specification is defective, and we think 
there ought to be no rule." 

Trials or ex- But if trials or experiments are required to 

periments 1.1 % t* n \ 1. 

allowed to obtam the o^reatest benefit of the patented in- 

obtain the ° '^ 

greatest be- veution, and not to obtain any benefit what- 

neflt of the . . . "^ 

invenuon. evcr, they will not vitiate the grant. 

NeOwnw, In Ncilson v. Harford (Webs. Cases, 317), 
°^ Mr. Russell, a witness, gave it as his opinion 

that a workman of competent skill would be 
able, directed and instructed by the specification 
alone, to construct such a receptacle for the hot 
air as would produce the greatest possible heat 
in the furnace. And Parke, B., told the jury 
that WBS not the point. " The point is, whe- 
ther it can be used beneficially, taking it in the 
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simplest form. If, in order to use it bGne-|^^5^^- 
ficially at all, experiments were necessary, 
about which a good deal was said by the At- 
torney-General, then the specification would 
be void. If it were necessary to use experi- 
ments in order to have the benefit of the in- 
vention, which is claimed by the specifica- 
tion, in that case it would be void ; but if in 
this case it is only necessary to have recourse 
to experiments in order to have the full benefit 
that the subject is capable of, it appears to 
me that it would not void the patent, beeause, 
though it is a subject beneficial in the simplest 
form of application, it is a vast deal more use- 
ful when the improvement takes place; and, 
in order to make the greatest improvements, 
unquestionably many improvements are neces- 
sary; and even at this very moment, notwith- 
standing the great improvements that have 
taken place, there is no doubt that the matter 
is not in that state of improvement which in 
all probability it will be in the course of a few 
years. It does not appear to me, therefore, 
that what the Attorney-General has dwelt 
upon, with reference to the evidence in the 
case, that that affects the patent. If experi- 
ments were necessary to produce any degree 
of benefit under the patent, then, m that case, 
I think the specification is void, for it does 
not give the requisite degree of temperature; 
but if the simplest form would be productive 
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of benefit, it appears to me that the specifiica- 
tion is good.^' 

** A specification must state one or more 
methods, which can be followed for the pur- 
pose of accomplishing and carrying into effect 
the invention. One of the methods stated in 
this case is the application of a filter, composed 
of charcoal, formed by the distillation or car- 
bonization of bituminous schistus. It must 
therefore be shown that the purpose will be 
accomplished by following that method^' (Mr. 
Baron Alderson, in Derosne v. Fairie^ Webs. 
Cases, 165). 

A specification should be free from all words 
or descriptions which may mislead. No part 
of the machinery or method should, by the 
description, be made unduly important, nor 
anything stated to be necessary which is not 
so. If one of two or more things is stated, 
as likely to answer any particular purpose 
equally well, the patentee should be certain 
that such is the fact. And the correct and 
most common, or usual name or description of 
any article to be used in the patented manu- 
facture, should be given in the specification, 
so as neither to mislead the public nor to give 
them unnecessary trouble. 

On the insertion of anything likely to mis- 
lead, Lord Tenterden, C. J., said : " As to the 
objection, on the ground that the application 
of a brush was claimed as a part of the inven- 
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tion, adverting to the specification, it does not ^^^^ 
appear that the patentee says the brush is an 
essential part of the machine, although he 
claims it as an invention. When the plaintiffs 
applied for the patent they had made a ma- 
chine to which the brush was affixed, but be- 
fore any machine was made for sale they dis- 
covered it to be unnecessary. I agree that if 
the patent mentions that as an essential ingre- 
dient in the patent article which is not so, nor 
even useful, and whereby he misleads the 
public, his patent may be void ; but it would 
be very hard to say that this patent should be 
void because the plaintiffs claim to be the in- 
ventors of a certain part of the machine not 
described as essential, and which turns out 
not to be useful. Several of the cases already 
decided have borne hardly on the patentees, 
but no case has hitherto gone the length of 
deciding that such a claim renders a patent 
void, nor am I disposed to make such a pre- 
cedent" {Lewis V. Marling^ Webs. Cases, 495). 

In Beard v. Egerton (19 L. J. Rep., C. P. 36), Beard r. 
the patent was for " a new or improved method 
of obtaining the spontaneous reproduction of 
all the images received in the focus of the 
camera obscura (generally known by the name 
of daguerreotype)." It was argued by the de- 
fendants, at the trial, that certain directions 
given in the specification, for preparing the 
plates just before they are placed in the 
camera, were inconsistent with the rest of the 
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^J^ specification, and would indeed render the 
whole process useless. Wilde, C, J., cona- 
menced the judgment of the Court by re- 
viewing some analogous cases. *^ In Russell 
▼• Cowley^ which was an action for the in- 
fringement of a patent granted for certain im- 
provements in the manufacturing tubes for gas 
and other purposes, a question arose as to the 
sufficiency of the specification. The substance 
of the invention was a method of manuiactur- 
iag iron tubes without the use of the mandril. 
The specification did not, in terms, say the 
mandril was not to be used, but the Court 
held, taking the whole of the specification to- 
gether, that it was plain a man of intelligence 
would understand that the mandril was not to 
be used, and that was held to be sufficient. 
And Baron Parke said. In the construction of 
a patent, the Court is bound to read the spe- 
cification so as to support it, if it can fairly be 
done. Taking the whole effect of the specifi- 
cation together, it is clear that it was intended 
to exclude the mandril. Again, in the case of 
Nelson V. Harford^ it was said, with reference 
to another specification, it is a just rule of con- 
stiuiction to judge of the meaning of a parti* 
cular phrase by taking the whole instrument 
together. And further, in M^ Alpine v. Mang- 
nall, where it had been argued that the speci- 
fication claimed too much, the Court said, the 
beginning and end of the specification, it is 
true, rather bear the aspect of clainung the 
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machinery for the whole process ; but taking |^^J^' 
the specification altogether, and giving its 
words a fair and reasonable interpretation, it 
seems to be obvious that the patentees only 
claim as their invention those improvements 
on the old machine that give the vibrating 
motion to the fabric while in the course of 
drying. Applying the same principle of con- 
struction to the specification before us, we 
think it is free from any such mistake or ob- 
scurity as would mislead a person of fair in- 
telligence. The specification states that the 
process is divided into five operations. The 
first consists in polishing and cleaning the 
silver surface of the plate, in order to pro- 
perly prepare or qualify it for receiving the 
sensitive layer or coating upon which the ac- 
tion of the light traces the design ; it then 
gives a description of the operation of prepar- 
ing and polishing the silver surface of the 
plate, the concluding part of which directs, 
that ^ nitric acid, dissolved in water, is to be 
applied to the plate thi^ee difierent times, care 
being taken to sprinkle each time the plate 
with powder, and to rub it dry and very 
lightly with clean cotton ; ' and this concludes 
the description of the first operation, that is 
the preparing and polishing the silver surface 
of the plate, if it is intended for immediate 
use ; and to this part of the specification no 
objection was or could be made. But then 
some farther information is given respecting 
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^^' the preparation of the plate, in which these 
words are to be found — ^ When the plate is not 
intended for immediate use or operation, the 
acid may be used only twice upon its surface, 
after heiug exposed to heat. The first part of 
the operation (that is the preparation, as far 
as the second application of the acid) may be 
done at any time. This will allow of a number 
of plates being kept prepared up to the last 
slight operation. It is, however, considered 
indispensable, just before the moment of using 
the plate in the camera, or the re-producing 
the design, to put, at least once more, some 
acid on the plate, and to rub it lightly with 
pounce, as before stated. Finally, the plate 
must be cleaned with cotton from all pounce 
dust which may be on the surface, or on its 
edges.^ Upon this part of the specification it is 
contended, the directions to apply the ^c\d Just 
before the moment of using the plate in the 
camera^ which is the third operation, was a 
direction to use it after the second operation ; 
the coating of the plate with iodine, and 
using acid at that period would entirely spoil 
the whole process. It must be remembered 
the passage in question is part of the direc- 
tions given for the performance of the first 
operation, that is preparing the plate to receive 
the iodine ; and it is to be observed, when 
the plate is not intended to be used imme- 
diately, when it has been previously partially, 
but not entirely prepared for the iodine, this 
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last application of acid is stated (as it seems |!^]^* 
to us) to precede the second operation. The 
whole passage may be considered as in a pa- 
renthesis, and the expression just before the 
moment of using the plate in the camera is 
put in opposition to the time of partially pre- 
paring the plate after which it is supposed to 
have been laid by for future use. That this is 
the real meaning of the passage is further mani- 
fested by what follows in page 10 of the printed 
specification, which is to this efiect : \After the 
second operation (which is the application of 
iodine) is completed the plate is to be passed 
to the third operation, of that of the camera 
obscura. Whenever it is possible the one opera- 
tion should immediately follow the other.' It 
is plain therefore the patentee did not intend 
any separate operation to intervene between 
the application of iodine and the introduction 
of the camera obscura ; the last application of 
the acid must therefore have been intended 
to precede the second application. This, we 
think, is the true construction of the language 
of the specification ; and although there may 
at first sight be some appearance of obscurity 
in it, we think it is cleared away by conside- 
ration of the whole, and that it is sufficiently 
plain to be understood by any operator of fair 
intelligence ; and if that be so it follows that 
the rule to enter a verdict in favour of the 
plaintiff must be made absolute.'*^ 
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Crmnptonr. In Cromptou V. IbbotsoHj the patent was for 
*^ an improved method of dying and finisbmg 
paper/' which consists in bringing the paper by 
the means of a cloth in contact with a heated 
cylinder, and the specification contained these 
words : *^ which cloth may be made of any 
suitable material ; bat I prefer it to be made 
of linen warp, and woollen weft.'' And the 
patentee knew from repeated trials, that no 
other substance would do. The rule for a 
nonsuit was made absolute by Lord Tenter- 
den, C. J., in these words : " Other persons, 
misled by the terms of the specification, may 
foe induced to make experiments which the 
patentee knows must fail; and the public 
therefore has not the full and certain benefit of 
the invention (D. & L. 33). 

Derome v. In Derosnc V. Fairie, the patent was for re- 
fining sugar, ^^ by means of charcoal produced 
by the distillation of bituminous schistus 
alone, or mixed with animal charcoal, and even 
of animal charcoal alone ; whatever sort of 
charcoal it may be, it must be disposed on 
beds, very thick, on a filter of any suitable 
form/' The question for the jury was, whe- 
ther any description of bituminous schistu6 
would answer the purpose. Lord Abinger 
said, "The specific point requiring your at- 
tention is, as to the bituminous schistus; 
whether the plain tifi^ has fairly communicated 
to the world engaged in this sort of trade, 



Faifie. 



The Manner in which it is to he performed, 163 

what his object was. For he must give a full ^2?fe!* ^* 
and trae disclosure of the nature of the inven- 
tion, and if he leaves any part of his invention 
in a state of obscurity and does not give defi- 
nite directions how to perform it, he loses the 
advantage of his patent. The bituminous 
schistus is put first, and forms, undoubtedly, a 
very important part of the invention, and per- 
sons not acquainted with the sciences may be 
well excused for not knowing what bituminous 
schistus is, and primd facie, it is no objection 
to the specification that those terms must be 
explained by some men of art. Mr. Faraday, 
and the other chemists say, there are many 
kinds of bituminous schistus, that they vary 
very much in the quantity of the sulphuret of 
iron which they contain, and that they do not 
know any process by which the sulphuret of 
iron can be completed expelled. The plaintiff 
says, the sulphuret ought to be expelled ; but 
he does not state which of the various bitu- 
minous schistuses he uses, or any process of 
expelling the sulphuret of iron. Now if a 
person should suppose that any bituminous 
schistus would answer the purpose, and were 
to take one mixed with the sulphuret of iron, 
being unacquainted with the nature of it, and 
should attempt to distil it for the purpose of 
producing charcoal, he might involve himself 
in considerable expense, and his object would 
be frustrated. On the other hand, if you 
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^^ ^' should find in evidence that there is no bitu- 
minous schistus that is proved to be used, 
except that which the plaintiff himself sup- 
plies, and if you should consequently tbink 
that it was not improbable he contemplated 
the use of his own, that might be a reason for 
his being so general ; that as no party could 
find in England the sort which would answer 
the purpose, he might apply to the plaintiff 
who manufactured it abroad, to get it for 
him. But if such was his intention, that 
would destroy the patent. The question for 
your consideration is one of fact, whether yoa 
are satisfied upon the subject of the bitumi- 
nous schistus. This part I think doubtful, but 
the rest of the case is with the plaintiff. I 
presume you would suppose that any chemist 
would know what bituminous schistus meant ; 
but the evidence is that there are various sorts, 
and that there is none in England capable of 
being produced without the sulphuret of iron by 
any process known to experienced chemists. It 
may be known in France, there may be various 
substances there capable of producing it by 
calcination ; if the plaintiff has it there, it is 
very likely he might suppose that it might be 
found anywhere capable of performing the 
object; it is his misfortune that he had not 
inquired whether this country produced the 
same ; in that case he might have stated that 
such schistus might be imported from France, 
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and that would have made the patent good. ^^^^' 
Supposing you are of opinion that there are 
various bituminous schistuses which might 
not equally answer the purpose, and that those 
not being so set forth in the specification, it is 
probable that any person using the specificar 
tion would be obliged to have recourse to the 
plaintiff to procure it, I think the defendants 
are entitled to your verdict." The jury found 
a verdict for the plaintiff, stating, in reply to 
a question from the Lord Chief Baron, '* that 
they were satisfied upon the evidence that the 
bituminous schistus obtained in England might 
be adopted " (Webs. Cases, 157-8). In Sturtz v. gj^^;^ 
De la Rue (5 Russ. 327), Lord Lyndhurst, C. J., 
said, ^* It is a principle of the patent law that 
there must be the utmost good faith in the 
specification. It must describe the invention 
in such a way that a person of ordinary skill 
in the trade shall be able to carry out the pro- 
cess. Here the specification says that there 
is to be added to the size certain proportions 
of ^ the finest chemical white lead.^ A work- 
man would naturally go to a chemist's shop 
and ask for the finest and purest chemical 
white lead; the answer which he would receive 
would be that there was no substance in the 
trade by that name. He would be compelled 
to ask for the purest and finest white lead ; and 
according to the evidence, the purest and finest 
white lead that can be procured in London will 
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n^^Rite. °^' answer the purpose. It is said that there 
is a substance prepared on the continent which 
is white lead, or some preparation of white lead, 
and that by using it in the manner described 
in the specification, the desired effect is pro- 
duced. If that be so, the patentee ought to 
have directed the attention of the public to 
that circumstance. He ought to have said, 
^ The finest white lead which can be obtained 
in the shops in London will not do ; but there 
is a purer white lead, prepared on the conti- 
nent, and imported into this country, which 
alone must be used.^ ^The purest and finest 
chemical white lead ' must mean the finest and 
purest white lead usually gotten in the general 
market for that commodity, unless the public 
be put on their guard byia statement, that what 
would be called very fine and pure white lead 
in the ordinary sense of the trade will not 
answer, but that the white lead used must be 
of a superlatively pure and fine quality, pre- 
pared in a particular way, and to be gotten 
only in a particular place. If the article is 
not made in this country, but may be imported, 
it would be necessary to mention the circum- 
stance. It is said, that the description in the 
specification will be sufficient, if the substance 
is known in the trade by the name of * the 
purest and finest white lead,' or * the purest 
and finest chemical white lead.^ But it does 
not appear that there is any substance gene- 
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rally known in the trade by that denomination. Kj^*^. 
It is alleged that the substance can be pur* 
chased at the shops in London, and two are 
specified. In point of fiEict, it has been pur- 
chased only at one of those shops, and they are 
not chemists' shops, but colour shops. It ap- 
pears to me that this specification does not 
give that degree of full and precise infor- 
mation which the public have a right to re- 
quire.^ And in the case of Savory y. Price ^Jl^''' 
(Ryan & Moody, 1), the patent was ''for a 
method of making a neutral salt or powder, 
possessing all the properties of the medicinal 
spring at Seidlitz, under the name of ' Seidlitz 
powder.' '* Three recipes were given for pre- 
paring the ingredients, and a certain portion 
was to be taken of each and dissolved in a pint 
of water. It was shown that these three re- 
cipes were only Rochelle salts, carbonate of 
soda, and tartaric acid ; that these names were 
not mentioned, nor anything stated to prevent 
the public supposing that the composition of 
each recipe was something new, although the 
articles had been long sold by their above 
names in every chemist's shop. On this the 
plaintiff was nonsuited. Abbott, C. J. : — " It 
is the duty of a patentee to specify the plainest 
and most easy way of producing that for which 
the patent is granted, and to make the public 
acquainted with the mode which he himself 
adopts. By reading this specification, we are 
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^^^▼- led to suppose a laborious process necessary to 
the production of the ingredients, when, in 
fact, we might go to any cheniist^s shop and 
buy the same things ready made. The public | 
are misled by this specification, which tends to 
make people believe that an elaborate process 
is essential to the invention : it cannot be sup- 
ported." 

Patentee The patentee must &:ive the best information 

miut give all , . 

the know- in his DOwcr at the time of the [enrolment of 

ledge he ■^ ^ 

thTtta^'of* ^^^ specification, as the period between that 
enrolment, evcut and the Sealing of his patent is allowed 
him, for the express purpose of improving and 
perfecting his invention. 

In the case of Crossley v. Beverley (Webs. 
Cases, 112), it was argued on the part of the 
defendant, that the patent was bad, because 
the plaintifi*, between the date of his patent 
and' enrolling his specification, had invented 
some material parts of its subject-matter. 
The defendant's counsel endeavoured to show, 
that the plaintiff had deceived the Crown in his 
petition, by stating he had invented " an im- 
proved gas apparatus,'^ which was not the 
fact. This view of the case was overruled, 
and it was also distinctly laid down, that a 
patentee may not only insert, but is bound to 
insert all those improvements in his invention 
which occur to him between the sealing of the 
patent and the enrolment of the specifica- 
tion. If they are more than improvements, 
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♦ r 

of course they must be made a ground for so- Crossievj. 

. . Beverley. 

liciting a distinct patent* Lord Tenterden 
said, " The objection would really come to 
this : — If at the time a person applies for the 
patent, he has in his mind an invention capable 
of producing the effect which he represents it 
to be capable of producing, and has brought 
that invention to a great degree of perfection, 
and within the time allowed by the patent for 
exhibiting the specification, and before the ar- 
rival of that time he perfects his invention, and 
renders it more complete, by the introduction 
of a different species of machinery, by the ap- 
plication of that to different mechanical parts 
of the machine — if so, whether that will make 
his patent void. No case has ever decided 
that, and I think it would be extremely dan- 
gerous to lay down any such doctrine. I do 
not see, myself, why time is allowed to prepare 
the specification except upon the idea that the 
person, at the time he took out his patent, has 
not brought his machine, or whatever he has 
invented, to that degree of perfection which it 
may be supposed he is capable of bringing it 
to, and therefore he is allowed further time 
to do it. If, in the interval, another person 
should have hit upon that which he has hit 
upon, the patent will not be for what in the 
mean time has been discovered by another per- 
son. He runs all these hazards by the delay ; 
but if during that delay the invention was per- 
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^^^^▼- fected, and approaches to a perfect accom* 
plishment of the object which he had originally 
in view, I own I do not see that can be any 
objection to the patent/^ And Mr. Justice 
Bailey delivered a similar judgment. He said, 
^ I think the specification and the patent are 
to be taken as one muniment in enforcing this 
claim on the part of the patentee, and they 
only. The specification, with new improve- 
mentSi would still be the thing for which the 
patent was obtained ; and I think it is most 
beneficial to the public to say, that it is the 
duty of the inventor, if between the period of 
taking out the patent and enrolling the speci- 
fication he makes discoveries which will enable 
it better to effectuate the thing for which the 
patent was obtained — not only that he is at 
liberty to introduce them into his patent, but 
that it is his bounden duty so to do ; and that 
it is not sufBcient for him to communicate to 
the public the knowledge which he had at the 
time be obtained the patent, but he ought to 
communicate to the public the knowledge be 
has obtained before the specification; and 
therefore I am of opinion, in this case, the ob- 
jection which has been taken to this patent is 
not to be supported.^' And this is in accord- 
ance with the opinion of Chief Justice Gibbs, 

BoviUY. in the case of Sotnll v. Moore (Davies's Cases, 

Moore 

400-2). '* A patentee who has invented a ma- 
chine useful to the public, and can construct it 
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m one way more extensive in its benefits than ^^^^ 
in another, and states in his specification only 
that mode which would be least beneficial, re- 
serving to himself the more beneficial mode 
of practising it, although he will so far have 
answered the patent as to describe in his spe- 
cification a machine to which the patent ex-'^ 
tends, yet he will not have satisfied the law 
by communicating to the public the most be- 
neficial mode he was then possessed of for ex^ 
ercising the privilege granted to him. In the 
present case this I think appears clearly proved, 
that lace may be made in breadths without re- 
sorting to the means that certainly have been 
used, either by bending the teeth of the di- 
viders, or making the extreme tooth longer; 
and it is certainly clear, that this specification 
does not point oat to the aatist that he is ei- 
ther to bend those teeth or to make one longer 
than the rest : the efiect of not doing that will 
only be that there will be danger of the 
threads entangling; but still, with a compe- 
tent degree of attention in the workmen, al- 
though with some delay in the work, tliat 
entanglement may be avoided, or, if not 
avoided, may at least be corrected as it oc- 
curs. So that the work may be performed, 
though in a less perfect degree, without this 
bending together of the teeth, or without the 
inserting teeth longer than the others. If Mr. . 
Brown, since he obtained his patent, has dis- 

I 2 
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fl^^' covered an improvement by bending the teeth 
or adding a longer tooth, he may apply that 
improvement, and his patent will not be af- 
fected by his using his own machine in that 
improved state ; but if at the time when he 
obtained his patent, he was apprised of this 
more beneficial mode of working, and did not 
by his specification communicate this more be- 
neficial mode of working to the public, that 
will have been a fraudulent concealment from 
the public, and that will render his patent 
void;' 

r*lfciftcatfon ^* ^^ ^®^ already stated, that every peti- 
must agree. |;jon ^q the Crowu for a grant of letters patent, 
contains a short description of the invention to 
be patented, and which is called the Title. If 
the specification does not coincide with this 
title ; if the inventor, in fact, having applied 
for the exclusive enjoyment of one piece of in- 
genuity, should describe some other in his spe- 
cification, the Crown is said to have been de- 
ceived in the grant, and the patent is bad. For 
this reason the patent, which recites the peti- 
tion^ and the specification are read and treated 
as one document, and must be consistent with 
each other. 
y^^sSium ^Jrosc, J., in Homhlawer v. Boulton, said, 
** I consider the patent [that is the title] and 
specification so connected together as to make 
a'i part of each other, and that to learn what 
the 'patent is I may read the specification, 
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and consider it as incorporated with the pa- ^'^^'^S!^ 
tent'* (Davies's Cases, 230), 

** I think the specification and the patent 
are to be taken as one muniment in enforcing 
this claim on the part of the patentee " (Bailey, 
J., Crosshy v. Beverley, Webs. Cases, 117)* b^I^^^' 

In Croll y.Edge (19 L. J., C, P. 263), the CtoUy. ' 
title of the patent granted was, '* for certain 
improvements in the manufacture of gas fo^ 
the purpose of illumination, and in the appar- 
atus used when transmitting and measuring 
gas.*^ The specification enrolled did not ap- 
ply to this title, but to another, in which the 
words '* therein and" were interpolated be- 
tween the word ** used " and the words 
*' when transmitting and measuring it,'* so that 
the specification represented itself in its intro- 
ductory part, as a specification of an invention 
** for improvements in making gas, and in 
the apparatus used thereinj and when trans- 
mitting and measuring it.*' Maule, J., in 
delivering the judgment of the Court, said : 
*^The insertion is very slight in regard to 
the number of words, but it wholly alters the 
meaning: th;it is to say, it adds most ma- 
terially to the meaning of the words between 
which it is interpolated, and extends substan- 
tially the grant of the Crown; because the 
title, as suggested in the specification, repre- 
sents the patent as being a patent for two 
kinds of things at least : one, the making of 
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^^▼> gas, and the other, what is well known to be 
a perfecdy distinct thing, the transmitting and 
measuring it. The making of gas is a chemi- 
cal operation well knowo, the object of which 
is to evolve from coal, or other suitable ma- 
terial, by means of heat' ordinarily, the gas 
which is contained therein, or capable of being 
produced therefrom. The apparatus used in that 
process is described in the specification as one 
of the objects of the patent. The other object 
mentioned in the title is the transmitting 
and measuring it. Transmitting gas is done 
after it has been made and stored up in gas- 
ometers, and is done by sending it through 
pipes, and through another instrument used 
for measuring it, called ^ a gas meter,' a more 
regular word for the purpose of measuring 
gas, 'gasometer,' having been already pre- 
viously applied, before the invention of the 
gas meter, to the larger reservoir, which is 
used for storing. These two objects are .evi- 
dently perfectly different from one another^ 
the manufacture of gas being one thing, and 
transmitting and measuring it, when it has 
been produced by manufacture, or in any 
other way, being a totally different object. 

^* Now, the patent granted was for the im- 
provement in making gas, and in the appara- 
tus used, not in making it, but used in trans- 
mitting and measuring it. The title of the 
patent did not profess to comprehend any ap- 
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paratus used in making gas. The patentee, ^^ ▼• 
in the representation which he made to the 
Crown, did not give warning to the Crown, or 
notice to persons interested in such concerns, 
that he considered himself at all as having 
obtained any right to any exclusive use of a 
manufacture of apparatus used in making 
gas. 

** Now, the title of the patent, as mentioned 
in the specification, is, as I observed before, 
one which comprehends, as well improvements 
in the apparatus used in making gas, as in 
transmitting and measuring i^ ; and when the 
body of the spcfcification is looked to, a main 
part of the matter claimed and described in 
the specification as the invention of the paten* 
tee is a mode which may have been, and pro- 
bably was, a new mode of manufiicturing re- 
torts, an apparatus used in making gas, not 
used in transmitting or measuring it. 

^^ Any person, on reading that specification, 
looking either to the title or through the body 
to ascertain more clearly what was intended to 
be claimed, and what was the patent, the spe- 
cification of which the patentee professed to 
enrol, would see, without the least doiibt, that 
the main object of his claim and of the patent, 
the specification of which he professed to be 
enrolling, was an improvement in the appara- 
tus for manufacturing gas. Now, no patent 
at all has been granted to him for that, and it 
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^^^- seems to usthat.it is difficult to suppose the 
enrolling this specification, in the terms in 
which it was enrolled, can be considered as 
otherwise than an attempt either to remedy 
what might possibly have been an oversight, 
or otherwise an attempt to alter and extend 
the patent that had been granted ; and that in 
doing that it seems to us the patentee has 
omitted to specify the restrictive patent which 
he had obtained, and has specified a larger 
and different one, which he had not obtained. 
We think, on the whole, therefore, that the 
direction of the Lord Chief Justice was sub* 
stantially correct, and that the defendant was 
entitled to the verdict, and, therefore, that this 
rule must be discharged/*' 

^y^ In Rex v. Wheeler (2 B. & Aid. 352), the 

title was for ^* a new or improved method of 
drying and preparing malt/' The specification 
described methods of drying malt already 
made ; but the title represented the invention 
to be also for preparing malt, that is, for 
making it from barley. Abbott, C. J., in de* 
livering judgment, said : '' We think the inven- 
tion mentioned in this specification so entirely 
different from that mentioned in the patent, as 
that the latter (if any such there be) remains 
wholly undescribed and unspecified, and con« 
sequently that the issue could not be found 
for the defendant. . It was contended that this 
process was in truth a preparation of malt to 
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Wheeler. 



answer a particular purpose, and that the pur- ^ 
pose need not be noticed in the grant. It may 
be true, in general, that the purpose need not 
be mentioned in the grant, but if in any parti* 
cular case the mention of the purpose be ne«' 
cessary to explain the words previously used^ 
to show that they were not used in their ordi* 
nary and obvious sense, but in a sense limited 
and confined to that particular purpose, in 
such a case, we think the purpose ought to be 
mentioned. In this case, if the patentee had 
represented himself to be the inventor of a 
method of preparing malt for the purpose of 
colouring beer and porter, every person who 
read his representation would understand that 
the malt prepared according to his method 
was not intended to answer the common and 
known purposes of that article, namely, the 
brewing of beer, but was intended only for 
the special and particular purpose of colouring 
the liquor, and to be used in addition to com- 
mon malt. But, as we have before intimated, 
.we think no person could conjecture that to 
be the object of the invention mentioned in 
this patent. 

In Campion v. Benyon (3 Brod. & Bing. 5), C(mpum y. 
the title of the patent was ^' for an improved 
^method of making sailcloth without any starch 
whatever f the improvement stated in the 
'specification being the production of a more 
pliant texture, not by the exclusion of starch, 

i3 
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^^^1^^' but by improved weaving: the patent was held 
bad. 



Smdhunt. 



FiUonr. 
Greaves. 
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In Cochrane v. Smetkurst, the title of the 
patent was for a ^' method or methods of more 
completely lighting cities, towns, and vil- 
lages." The specification extended to ship- 
lightSy convoy-signalS| theatres, churches, &c., 
being therefore larger than the title : the patent 
was bad (Davies's Cases, 360). 

In Felton v. Greaves {3 C. & P. 611), the title 
was for *^ a machine for an expeditious and cor- 
rect mode of giving a fine edge to knives, razofs, 
scissors^ and other cutting instruments.'^ The 
invention specified consisted of two steel rol- 
lers, about four inches long, formed with bosses 
and recesses, the bosses or elevated parts of 
one roller passing into the recesses of the 
other, and thus forming an acute angle be- 
tween them. The bosses of both rollers were 
filed, and the recesses smooth. It was proved 
to be useful in the sharpening of knives, bat 
it would not sharpen scissors, as for this pur- 
pose one of the rollers should be quite smooth. 
There were no directions as to this requisite 
in the specification, and the patent was held 
bad. 

In Sturtz y, JDe la Rue (5 Russ. 322), the 
patent was ^' for certain improvements in cop- 
per and other plate printing.^^ The invention 
described in the specification was a process for 
bringing out the finer lines with greater dis- 
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tinctness by putting a glazed surface on the ^^^ 
paper or card intended to receive the impres- 
sion. The title was held to sufficiently de- 
scribe the invention* 

In the case of Gibson v. Brand (Webs. ^JJJ^- 
Cases, 634), the title was for ** a new or im- 
proved process or manufacture of silk, and silk 
in combination with certain other fibrous sub- 
stances/' The jury found there was not a new 
process ; but an improved process. And Lord 
Chief Justice Tindal, on subsequently deliver- 
ing the judgment of the Court, and speaking 
of the plaintiffs, said, '* Claiming therefore, as 
they must claim, a novelty in the case, whether 
it be a patent taken out for machinery, or 
taken out for a process only, if we were to 
stop there when the jury have found that there 
was not a new process, but an improved pro- 
cess, although perhaps it would be a hard 
measure upon the plaintiffs, who call their 
manufacture * our new or improved manufac- 
ture,' still I think there might be some doubt 
upon that finding with those words' alone 
in the specification, whether it could be sup* 
ported/' 

And the deception or misguidance of theAndtaiia 
Crown will be considered equally fatal to the is pm of the 
validity of the grant, if it occur by way of 
recital in the petition, as if it appear in the 
title or primary description of the invention. 

In the case of Bhxam v. Elsee (6 B. & C^ mST''' 
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fitoawmT. 178), the letters patent recited amongst otbef 
things, that one Gamble had, by his petition, 
represented to the King that he was in pos- 
session of a machine for making paper in 
single sheets, withcfnt seam or joining, from 
one to twelve feet and upfvards wide, and from 
one to forty-five feet and upwards in length, 
&c. The method of making which machine, 
&c. The specification was evidently confined 
to the description of invention to manafacture 
paper of one width only. There was no pro* 
vision whatever made to adjust the machines, 
so as to alter the width of the paper* And 
Lord Tenterden, on a motion for a new trial, 
said, ** I think one of the objections which has 
been taken in this case is valid, tmd must pre- 
vail ; and consequently it is not necessary to 
give any opinion upon the others. By the 
patent it appears, that the patentee had repre- 
sented to the Crown that he was in possession 
of a machine for making paper in single 
sheets, without seam or joining, from one to 
twelve feet and upwards wide, and from one to 
forty-five feet and upwards in length. Upon 
this representation the patent is granted. The 
consideration of the grant is an invention of a 
machine for making paper in sheets of width 
and length varying within the limits desig- 
nated. If any material part of the represen- 
tation was not true, the consideration has 
failed in part, and the grant is consequently 
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void, and a defendant in an action for an in- suxtamy. 
fringing the patent has a right to say that it 
is so. Now I think it impossible to say that 
both width and length are not important parts 
of this representation. It may be, that if the 
representation had mentioned length only, a 
patent would have been granted for the in* 
Tention, which in its improved state, at least, 
is eminently useful, in a very important manu- 
facture, as saving both time and labour, in a 
very considerable degree. But, although I 
may think this probable, I am not at liberty 
to pronounce judicially that it would be so." 

An ambiguous title may be sufficiently ex- ^° ^^l' 
plained by the specification to render the pa- "JJ.^""** 
tent good. g-A 

In the case of Neilson v. Harford (Webs, jvcOkwiv. 
Cases, 373), the title of the patent was for an 
improved application of air to produce heat 
in fires, forges, and furnaces, and it was con- 
tended that no one would, from that title, 
conclude the invention to be a discovery of 
a process for introducing hot air into fur- 
naces; therefore the patent was bad. Mr« 
Baron Parke said, ^' My present opinion, cer- 
tainly, is very strong, that the title to the pa- 
tent is not defective ; that it is capable of em- 
bracing an alteration by introducing hot air; 
It will suit either one or the other, and the 
specification and the patent together make it 
clear what the discovery was : it was the intro- 
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HaHbUd.' ^v^^^ioD of hot Eir by means of heating it, be- 
fore it was introduced into the famace ; and 
nnless this title had really been meant to be 
applied to some other discovery quite of a dif* 
ferent nature, and afterwards by the specifica- 
tion applied to this, it does not appear to me 
that the generality of the title of the patent 
would make it void. It is quite different from 
the case {King r. Wheeler, 2 B. & Aid. 349) 
which has been referred to, where the patent 
was for preparing malt; and upon looking 
at the specification (as any body would infer 
from the title, that it was malt to be used 
in the brewing of beer, ale, or porter) — ^upon 
looking at the specification itself, it was not, in 
truth, a preparation of malt for the purpose of 
brewing, but a preparation of malt for the 
purpose of colouring, and therefore entirely 
distinct from the title of the patent. Upon 
that ground the patent was held to be void. 
But in this case the description seems to me 
to suit the subject which is detailed, to the 
extent that it is described in the specification, 
and to be applicable to that ; and there is no 
evidence in the case to induce you to believe 
that that was not the plaintiff^s real discovery 
which he meant to cover by the patent ''* (Webs. 
Cases, 312). And subsequently, on a motion 
to enter the verdict for the plaintiffs. Lord 
Chief Baron Abinger said, *' If the specifica- 
tion is consistent with the title, that would be 



The Title and Specification must agree. 1 88 

aufficient. I haye known persons who have-^^J^^* 
bad great difficulty in finding a name for their 
patent invention. I knew a very useful inven- 
tion set aside because an ingenious person at 
the bar bad suggested to a gentleman to take 
as a title to bis patent, ^ a tapering brush ; ' it 
did not taper ; it expanded " {Rex v. Metcalfe^ 
2 Stark. 249 : Webs. Cases, 333, and see 
also 334-6). And these opinions were ulti- 
mately sanctioned by the Court of Exchequer. 
Alluding to the objection that the title of the 
patent did not agree with the invention, the 
Court said, ^' We have intimated in the course 
of the argument, that we thought that objec- 
tion was not well founded. The title of the 
patent is, for the 'improved application of 
air.^ Though that is ambiguous, it is suffi- 
ciently explained by the specification, and is 
not at variance with it, as was the case in 
The King v. Wheeler^ 

In Cooke V. Pearce (Q. B., 13 L. J., N. S., cookev. 
189), the title of the patent was, *' improve- 
ments in carriages.**^ The specification de- 
scribed certain improvements in fixing and 
adapting German shutters to carriages, which 
could not be applied to covered carriages, 
such as coaches and chariots. It was con- 
tended that the patent was bad : for the in- 
vention was not an improvement in carriages 
generally, but of shutters in a particular class 
of carriages. The title was too large and ge- 
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9Sve' *icrol fo*' the specification. On deliv^ering 
judgment in the Court of Error, Tindal, C. J., 
said, " Upon the argument before the Court 
below, that Court held the finding to be in 
favour of the defendants, and gave judg- 
ment accordingly; upon the ground that from 
the vagueness and uncertainty of the title of 
the patent, that is, from the title of the patent 
being too general, the patent itself must be 
held to be void. It is to be observed, that the 
decision does not proceed upon the ground 
that the title of the patent must be held of 
necessity to claim more than the invention ex- 
plained by the specification. As if the title 
had been for an invention for the improvement 
of all carriages, and the specification had 
limited the invention to the improvement of 
one or more species of carriages only ; if the 
title had been for the invention of two things, 
and the specification had shown it to be an in- 
vention of one only out of two, in such case it 
may readily be admitted that the patent would 
have been void. In the first instance it would 
be void, because there was no specification 
agreeing with the title; in the second, on the 
principle laid down by Bayley, J., in his 
judgment in Brunton v. Hawkes, that the en- 
tire discovery of all the things for which the 
patent was taken out, must be held to be the 
consideration upon which the patent was 
granted by the Crown. But such an objec* 



The Title and Specification must agree. 185 

tion would not apply to the case now before ^j^^* 
tiSy for the words, 'improvements in car- 
riages/ do not necessarily import in all car- 
riages, but, in their ordinary use, may well be 
held to be satisfied by an invention of improve* 
ments in some carriages only. The ground of 
the decision however is, as before stated, con- 
fined to the vagueness and generality of the 
title, and to that only. Now the mere vague^ 
ness appears to us to be an objection that may 
well be taken on the part of the Crown before 
it gmnts a patent, but can alBPord no ground 
for avoiding the patent after it has been 
granted ; and if such title did not accord with 
the specification when enrolled, or if there had 
been any fraud practised on. the Grown in ob- 
taining the patent with such title, the patent 
in those cases might undoubtedly be held 
void. Any evidence of a design on the part 
of the inventor, by choosing a vague and ge* 
neral title, to avail himself, at the time of en« 
rolling the specification, of an invention not 
discovered by him at the time of taking out 
the patent, or to prevent other subjects of the 
Queen from availing themselves of a disco-^ 
very made by them, on the ground of its fall- 
ing within the range of the general terms of 
the title, although difierent from that for 
which the patent was really taken out, might 
afford such proof of fraud on the Crown, and 
injury to the subject, as that the vagueness 
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^^▼- and generality of the title might avoid the 
patent. In the present case, however, no such 
evidence was given, nor was the existence of 
fraud suggested, but the patent has been held 
void, upon the mere ground of the title being 
so large as to be capable of supporting a dif* 
ferent invention from that which is found in 
the specification, and from no other cause. 
We think it would be unsafe, without express 
authority on the point, to lay down the rale in 
terms so large as appears to us to have been 
adopted by the Court below ; for it would en- 
danger the validity of very many patents 
which have hitherto been free from exception, 
if every patent must be held to be void sim- 
ply on the ground that its title was conveyed 
in such terms as to be capable of comprising 
some other invention besides that contained in 
the specification — in the absence, at the same 
time, of any proof of intention of committing 
a fraud on the Crown, or of deceiving or mis- 
leading the public. It would in many cases 
require extreme accuracy, and nearly as much 
consideration as is necessary for drawing the 
specification, to frame a title for the patent 
which would be perfectly secure against in- 
genious objections to it, oil the ground of its 
latitude and extent. The cases discussed and 
relied on below, were those of Lord Cockrane 
V. Smctkurstj and Jessop^s ctucy cited in the 
argument in BouUon v. BvlL If the former 
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were to be considered as having the authority ^^^' 
of a case that bad been discussed fully in the 
Court abore, and had received a determina- 
tion there, it would, at least, be open to the 
observations that the extreme generality of the 
title in that case far exceeded that which is 
now under consideration ; but that case never 
was moved in the Court of King^s Bench ; and 
it is impossible not to see from the other ob- 
jections taken at Nisi Prius to the patent, 
some of which were unanswerable, that it 
would have been useless to have carried the 
case further. The authority of that case can- 
not, therefore, be rated higher than that it 
was the opinion of the learned Judge who 
tried the cause. And as to Jessap^s case^ as 
cited by BuUer, J., in his judgment in the 
case of Boulton v. Bully it appears to differ 
widely from the present. The patent in that 
case, so far as the facts are to be collected 
from the report, was taken out for a watch. 
Now a watch does in its primary sense im« 
port an entire and indivisible article, whereas, 
a patent for improvements in carriages is any* 
thing but a definite and precise thing. When, 
therefore, it appeared by the specification or 
otherwise, that the invention was, in fact, 
limited to an improvement or addition to the 
watch only, the patent could not be upheld. 
That was not a case where the title was simply 
too vague and general, but where the title of 
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^^' the patent claimed a precise invention lai^er 
and more extensive than the invention itself; 
that isy it was a case of direct variance from 
the title of the patent. We think, therefore, 
that as, in the present case, no more is objected 
to than mere vagueness and generality in the 
title of the patent, without any evidence lead- 
ing to any inference of fraud upon the Crown, 
or prejudice to the public, enough has not 
been shown to avoid the patent — a conclusion, 
which coincides in substance with the dete^ 
mination of the Court of Exchequer, in the 
case of Neilson v. Harford,** 

jndoear. In the case of NickUs v. Halsam (7 M. & G. 
773), the title of the patent was " improve- 
ments in the manufacture of plaited fabrics ;'' 
but only a single improvement was described 
in the specification, and the patent was held 
good. Tindal, C. J.: ^'The objection raised 
by this plea resolves itself into something very 
much like that which was taken in a case 
which we had in the Exchequer Chamber 
last term. In that caseiCooke v. Pearce) it 
was held, that an objection cannot be taken 
to the title of a patent unless some fraud upon 
the Crown, or detriment to the public, can be 
shown. Here the objection is only to the 
title, as describing the patent to have been 
granted for improvements in a certain manu- 
facture, whereas the specification discloses only 
one improvement. This is certainly a most 



The Consideration is entire. 189 

subtle objection. If the term improvement ^^JJ^''- 
had been used, it would have been nomen col-" 
lectivum^ and would have covered any number 
of improvements. I cannot see why the va- 
riance, if it be one, should vitiate the patent^ 
the objection being merely to the title of the 
patent, without fraud upon the Crown or detri- 
ment to the public. On this ground, I think 
that the plaintiff is entitled to judgment.'" 

The consideration for the grant of letters P« «>«»1- 

^ ° ^ deration is 

patent is indivisible and entire. If it fail in «°^'«* 
any particular, it fails altogether. The inven- 
tion, as described in the specification, and 
from which alone its nature and character can 
be obtained, must be useful, new, and original. 
Sufficient instructions must be given for its 
application ; and, lastly, the title and specifi- 
cation must agree. Any of these essential 
elements or constituents of the consideration 
being wanted, the grant, which was made 
solely upon the condition of their co-existence, 
becomes voidable. 

In Brunton v. Hawkes (4 B. & Aid. 561), the Brwoon ▼. 
patent was solicited for '' certain improve- 
ments in the construction of, making, or manu- 
facturing of ships' anchors and windlasses, and 
chain cables or moorings.'*^ It was admitted 
at the trial that the patented mode of making 
anchors had never been applied to ships^ an- 
chors, although it had been already applied to 
the adze anchor and the mushroom anchors, 



Baioket, 
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which were only used for the purpose of 
mooring floating lights^ or vessels intended to 
remain stationary, and that the anehors were 
never taken on board. On this evidence, after 
mature deliberation, the Court were of opinion 
that the patent was void. The fitness of all 
three articles as subjeet-matters for a patent 
mentioned in the title being the consideration 
for the grant, and one failing as the essential 
either of quantity or novelty of invention, the 
whole grant becomes void. Abbott, C. J., 
said : *' It appeared in evidence, at the trial, 
that the mode of making cables and anchors, 
introduced by the plaintiff into general use, 
was highly beneficial to his Majesty's subjects, 
and I should wish that he who introduced it 
might sustain the patent Upon the full con- 
sideration of all the arguments addressed to 
us, and a view of the patent, the specification, 
and the evidence given at the trial, I feel my- 
self compelled to say, that so much of the 
plaintiff's invention as respects the anchor is 
not new, and that the whole patent ia there- 
fore void But inasmuch as 

one thing is not new, the question arises, 
whether any part can be sustained. It is 
quite clear that a patent granted by the 
Crown cannot extend beyond the considera- 
tion of the patent. The King could not, in 
consideration of a new invention in one article, 
grant a patent for that article and another. 
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The question, then, is whether, if a party ap- ^JJlS!^' 
plies for a patent, reciting that he has dis- 
covered improvements in three things, and 
obtains a patent for these three things, and in 
the result it turns out that there is no novelty 
in one of them, he can sustain his patent. It 
appears to me that the case of Hill v. Thamp* 
son^ which underwent great consideration in 
the Common Pleas, is decisive on that ques- 
tion. In that case the patent was granted 
to the plaintiff, for the invention of certain 
improvements in the smelting of iron, and the 
Court of Common Pleas appear to have con- 
sidered that the improvement introduced by 
the plaintiff into what may properly be called 
the smelting of iron, was the obtaining iron 
from that cinder and slag which before had 
been thrown away as refuse, and that that 
might be considered new. It appeared, how- 
ever, that the plaintiff claimed further the 
merit of having discovered that the application 
of lime in certain stages of the process would 
cure a disease common to all iron, not merely 
to that which he was to produce, but to iron 
originally manufactured from the fresh ore. 
Now it turned out that that was not a disco- 
very ; for the application of lime to iron made 
from the cinder originally used in making ore, 
was known and practised before. No two 
things can be more distinct in tiieir nature 
than the obtaining of iron from a material 
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g^^lj^"' from which it was impracticable to obtain it 
before, and the cure or prevention of a disease 
to which all iron is subjected. In that case, 
however, the Court of Common Pleas held, 
admitting there was novelty in the one, yet, as 
there was no novelty in the other, the patent 
was wholly void : the only difference between 
that case and this is, that here the plaintiff, in- 
stead of saying that he has made certain im- 
provements, states the improvements ; but still 
he claims the merit of having invented im- 
provements in all the three, and that they are 
new, and the consideration of the patent is the 
improvement in the three articles, and not in 
one ; for an improvement in only one of them 
would render the patent bad. The considera- 
tion is the entirety of the improvements of the 
three, and if it turns out there is no novelty in 
one of the improvements, the consideration 
fails in the whole, and the patentee is not en- 
titled to the benefit of that other part of his 
invention. For these reasons, I am of opinion 
that this patent cannot be supported." And in 

Koy T. the late case of Kay v. Marshall (5 B. N. C. 
500), where one of two distinct inventions 
claimed what was not new, the patent was held 
to be bad. The inventor claimed to have 
found out *^a new and improved machinery 
for preparing and spinning flax, hemp, and 
other fibrous substances, by power. '^ One in- 
vention was for preparing flax by macera- 
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tion, and the other for machinery to epin the m^- 
flax so prepared at the short reach of two 
inches and a half. This was shown not to be 
new. Flax and other fibrous substances had 
been span with machines by which the reach 
was Taried according to the staple or fibre 
of the article to be spun, and this was 
a fundamental principle of dry spinning, 
known and used before the granting of the 
letters patent ; and further, the reach used 
in cotton-spinning bad been less than two 
inches and a half. The plaintiff's efforts to 
support his patent, notwithstanding this de- 
fect, were thus stated by Tindal, C. J. : — "The 
answer given to this objection on the part of 
the plaintiff has been that the invention for 
which the patent has been taken out, does not 
consist of two distinct parts, but one entire 
single object only ; namely, the object of ma- 
cerating and spinning that macerated flax on 
a machine where the rollers are retained at 
the prescribed distance from each other. But 
this appears to be at variance with the specifi- 
cation itself, which divides the invention and 
the subject-matter of the patent, into two dis- 
tinct parts ; and even if it is to be considered 
as one entire invention, if part of what is 
claimed is not properly the subject of a patent 
or not new, the whole must be void." 

The ground or principle upon which those 
patents were held to be bad, is the deception 

K 
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Casein practised upon, or the false suggestion made 
utility of the to the Crowii. And from the following case 
important, it wiU be seen that even the entire utility of an 
invention may become important to its pro- 
tection by a patent, if any statement or recital 
should suggest it as a ground for the grant, 
by the use, for instance, of such a word as 
improvements^ where the inventor is not cer- 
tain that every part of the invention is an im- 
provement. 

sSauMrd' ^^ ^^® ^*®® **^ Morgan v. Seaward (Webs. 
Cases, 196), the title was, " For certain im- 
provements in steam-engines, and in machi- 
nery for propelling vessels, which improve- 
ments are applicable to other purposes." And 
Mr. Baron Parke, having disposed of a point 
in the pleadings, said, ^* This brings me to the 
question whether this patent, which suggests 
that certain inventions are improvements, is 
avoided if there be one that is not so ; and 
upon the authorities, we feel obliged to hold 
that the patent is void, upon the ground of 
fraud on the Crown, without entering into the 
question whether the utility of each and every 
part of the invention is essential to a patent, 
where such utility is not suggested in the pa- 
tent itself as the ground of the grant. That a 
false suggestion of the grantee avoids an ordi- 
nary grant of lands or tenements from the 
Crown, is a maxim of the common law ; and 
such a grant is void, not against the Crown 



The Consideration is entire. 195 

merely, but in a suit against a third persoo. Maryanw. 
It is on the same principle that a patent for 
two or more inventions, when one is not 
new, is void altogether, as was held in 
Sill V. Thompson and Brunton v. Hawhes^ for 
although the statute invalidates a patent for 
want of novelty, and consequently by force 
of the statute the patent would be void so far 
as related to that which was old, yet the 
principle on which the patent has been held 
to be void altogether is, that the consideration 
for the grant is the novelty of all, and the 
consideration failing, or, in other words, the 
Crown being deceived in its grant, the patent 
is void, and no action maintainable upon it. 
We cannot help seeing upon the face of this 
patent, as set out upon the record, that an 
improvement in steam-engines is suggested by 
the patentee, and is part of the consideration 
of the grant, and we must reluctantly hold, that 
the patent is void for the falsity of that sugges- 
tion. In the case of Lewis v. Marlingy this 
view of the case, that the patent was void for a 
false suggestion, does not appear by the report 
to have been pressed on the attention of the 
Court, or been considered by it. The deci- 
sion went upon the ground, that the brush 
was not an essential part of the machine 
and that want of utility did not vitiate the 
patent : and besides, the improvement by the 
introduction of the brush is not recited in the 

k2 
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Lewitr. patent itself, as one of the subjects of it, which 

*'^- may make a difference." 

Morgan r. In like manncfy if two distinct inventions 
are described in the same specification, a 
failure or deficiency in the account or descrip- 
tion of either will vitiate the whole grant. 
*^ He has described two inventions, and if ei- 
ther of those inventions is insufficiently speci- 
fied, the patent fails; for if a person runs the 
hazard of putting two inventions in one patent, 
he cannot hold his patent unless each can be 
supported as a separate patent " (Alderson, B., 
in Morgan v. Seaward^ Webs. Cases, 173). 

5&6Wiu. By the 6 & 6 WilL IV. c. 83, sect. 1, it is 
provided, that any one in possession of letters 
patent for an invention in England, Scotland, 
or Ireland, may, if he think fit, enter with the 
clerk of the patents, under certain regulations, 
'^a disclaimer of any part of either the title of 
the invention or of the specification, stating the 
reason for such disclaimer ; or may, with such 
leave as aforesaid, enter a memorandum of 
any alteration in the said title or specification 
(not being such disclaimer or such alteration 
as shall extend the exclusive right granted by 
the said letters patent) ; and such disclaimer or 
memorandum of alteration being filed by the 
said clerk of the patents, and enrolled with the 
specification, shall be deemed and taken to be 
part of such letters patent or such specification 
in all courts whatever.^^ 
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This power of correctine a title or specifica- fi & 6 wiu. 

4 c. 88 1. I . 

tion to a limited extent, was no doubt intended 
to supply a remedy in those cases where, after 
every diligence to satisfy the conditions of the 
grant had been used, some excess or variance 
might still be found in the patent or specification. 
The privilege has been greatly abused in a large 
majority of cases, and it has almost become a 
custom to choose a very distributive title, and 
to divide or break up the specification into as 
many minute divisions and heads as possible, 
with the sole object of enabling the patentee 
to detach any of these several members when- 
ever he may find it convenient. This very 
much increases the difficulty of understands^ 
ing or applying what remains, and a specifica- 
tion drawn up on such a principle can never 
be that carefully and minutely digested docu- 
ment, which will alone stand an argument in 
a court of law, and protect either the public 
from imposition^ or an inventor from the em- 
barrassment and anxiety attendant upon a 
badly defined right. 
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CHAPTER HI. 

ON GRANTING LICENCES TO USE A PATENTED IN- 
VENTION, AND ON THE ASSIGNMENT OP LETTERS 
PATENT. 

Th« evidence Lbtters patent with the great seal attached, 
letters pa- 2Lre ptimA fade evidence of the right to all the 
privileges belonging or incident to the grant ; 
and, therefore, convey the power to license the 
use of the invention, and to assign the letters 
patent, as well as to restrain an infringement 
of the exclusive right. But as these rights 
and privileges are transmissible from party to 
party, it is indispensable to consider the rules 
regulating such transmissions ; for, by neg- 
lecting those rules, either the letters patent 
, may be rendered void, unintentional liabilities 
incurred, or the full pecuniary benefit of the 
invention lost by the patentee. Of course 
these considerations do not arise where the 
patentee is neither desirous nor obliged to part 
with any portion of his interest, but intends 
to keep the exclusive privilege entirely in his 
own hands. 

Few inventions, however, can be worked to 
any extent without the assistance of others; 
either from the pecuniary wants of the in- 
ventor, or the nature of the invention. 

Many of the most important improvements 
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in manufactares have commenced with persons The great 
wanting the means of either testing or per- of care and 
fecting their ideas, or securing the protection dealing with 
of a patent ; so that if an invention is not stolen letters pa- 
and escapes premature publication, it is usually 
so encumbered by improvident treatment, and 
by the claims of parties who have advanced vari- 
ous sums to the inventor, upon the prospective 
security of his patent, that, whatever may be 
the merits of the invention, it sinks under the 
weight of these incumbrances, or its progress 
is arrested by the impossibility of persuading 
all the parties interested to submit and adhere 
steadily to any mutual arrangement. 

And though the inventor be in no need of 
money, he may still find himself unable to 
make his invention known, or to reap the 
full advantages of his exclusive right, unless 
he grant licences, or part with some portion 
of his interest, varying in extent, according to 
the nature of the invention, and the opposition 
which it is likely to meet with from established 
interests. 

It is therefore quite as much, if not more, 
upon the method in which letters patent are 
dealt with or transferred, as upon the merits 
of the invention, that the success of a patent 
depends, whether those dealings be antece- 
dent or subsequent to the grant. 

No suggestions can entirely supply the want 
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And of deer of businesB habits, or prevent the effects of 
■pectinffthe extravagance, and the absence of methodi 
•ecb party and no strict or complete set of rules can be 
laid down upon such a subject ; but it is hopedi 
that distinct ideas of the respective rights of a 
patentee, and of any person to whom he may 
have contracted to grant an interest, either 
small or large, in his patent, may, to a great 
extent, prevent subsequent confusion and dis- 
pute, and remove many obstacles to realizing 
the full pecuniary value of a patent-right. A 
very slight experience in the treatment of patent 
property will convince any one, that much loss 
and trouble may be prevented by timely pre- 
cautions. 

Supposing that an inventor is not in want of 
money to perform experiments, or to meet the 
expense of the letters patent, and is not obliged 
to force his invention into practice, but that 
the public are perfectly willing to deal with 
him, his first object, and perhaps in most 
cases, his best plan, will be to grant licences. 
This the letters patent enable him to do ; as 
they ''^require and strictly command^ all and 
every person^ or persons^^ within that part of 
the United Kingdom called England, during 
the fourteen years, thereby granted, not to 
^^make, use^ or put in practice,'' the patented 
invention, ^^tcithout the consent^ licence^ or 
agreement^'** of the inventor, *' in tvriting^ under 
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hU hand and &eaU first had and obtained in thai 
hehalfr 

The persons, for the time being, who have to whom 
the legal estate, or interest, in the letters 
patent, are the only parties who can grant 
licences. A licence need not be by deed^vormotw- 

111 1 cenie. 

to enable the patentee to recover the par- 
ticular rent due under the licence; especi- 
ally when a party has kept the licence, and 
used the invention down to a certain time 
(^Chanter v. Dewhurst, 12 M. & W. 823 ; and gj^^ 
see Cutler v. Bower. 17 L. J., Q. B., 217). cwfery. 

_- . , Bower, 

But m case a person never accepted or en- 
joyed the use of the patent, the consideration 
for the licence is not recoverable, and the de- 
fendant may dispute the validity of the patent 
(Chanter v. Leese, 4 M. & W. 295). ^jT^ 

In the case of Hayne v. Maltby (3 T. R., ^^Kg* ^• 
438), there was no recital in the licence as to 
the validity of the patent, and on a demurrer 
to the defendant's plea, that the invention was 
not new at the date of the patent, judgment 
was given for him. This case was thus re- 
ferred to by Lord Cottenham, L. C, in NeiU ^^^ 
son V. Fothergill (Webs. Cases, 290) : " The 
case of Hayne v. MaUby appears to me to 
come to this — that although a party deal 
with a patentee, and has carried ou business, 
yet that he may stop, and then the party who 
claims to be patentee cannot recover without 
giving the other party the opportunity of dis- 

k3 
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puling his right ; and that if the defendant 
successfully dispute his right, that notwith- 
standing he has been dealing under a con- 
tract, it is competent to the defendant so to 
do." And see Pidding v. Franks (18 L. J., 
Ch., 295). 

On the other hand, if a deed recite that 
the plaintiff had invented certain improve- 
ments in, &c., and had obtained letters pa- 
tent for the same, and duly specified, &c., a 
defendant in an action upon such a deed will 
be estopped from disputing the validity of the 
patent (Bowman v. Taylor, 2 Ad. & El. 278). 

And under any form of the licence, money 
already paid for the use of an invention can- 
not be recovered. This was decided in the 
case of Taylor v. Hare (1 Bos. & Puller, 
N. Rep., 260). There the patent was voidable 
for want of novelty, and the action was fQr 
money had and received, to recover 425Z., paid 
on account of a licence granted by the de- 
fendant to the plaintiff. A verdict was found 
for the plaintiff, subject to the opinion of the 
Court, on the subsequent failure of the con- 
sideration. They nonsuited the plaintiff; and 
Sir James Mansfield, C. J., said : — ** It is not 
pretended that any action like the present has 
ever been known. In this case two persons, 
equally innocent, make a bargain about the 
use of a patent; the defendant supposing him- 
self to be in the possession of a valuable patent 
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right, and the plaintiff supposing the same|^to^^- 
thing. Under these circumstances, the latter 
agrees to pay the former for the use of the 
invention, and he has the use of it ; non 
constat what advantage he made of it; for 
any thing that appears, he may have made 
considerable profit. These persons may be 
considered in some measure as partners in the 
benefit of this invention. In consideration of 
a certain sum of money, the defendant per- 
mits the plaintifi^ to make use of this inven- 
tion, which he never would have thought of 
using had not the privilege been transferred 
to him. How then can we say that the plain- 
tiff ought to recover back all that he has 

paid? 

Chambre, J. : The plaintiff has had the en- 
joyment of what he stipulated for, and in this 
action the Court ought not to interfere, unless 
there be something ex csquo et bono, which 
shows that the defendant ought to refund. 
Here both parties have been mistaken ; the 
defendant has thrown away his money in ob- 
taining a patent for his own invention; not 
80 the plaintiff, for he has had the use of 
another person^s invention for his money.'^ 

The licence may be to any number of per- 
sons, as it is not part of the letters patent, and 
is therefore not afiected by the proviso, that if 
the letters patent should at any one time be 
vested in more than twelve persons or part- 
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ners, the patent becomes void {Protheroe v. 
May, 6 M. & W. 686). 

The extent The Hcence may be for any portion of the 
term of fourteen years, and for any geographi- 
cal portion of England and Wales, as well as 
for the whole term, and kingdom. And if the 
grantees of any number of licences, each be- 
ing granted to a number of persons, were to 
coalesce and become jointly interested in such 
licences, the letters patent would not be invali- 

protheroe v. dated undcr the above proviso (Protheroe v. 

^''^' May, 6 M. & W. 686). 

Its luuai Where the licence is intended to apply only 

to a portion of the kingdom over which the 
right extends, as is frequently the case in 
granting licences to use patented machinery, a 
map should be added — distinctly pointing out 
the district in question. If the patentee agrees 
to grant no other licence for that district, it is 
called an exclusive licence; where there be 
no such understanding, it is called a common 
licence. But if the patent is for the produc- 
tion of a new article of trade or commerce, 
rather than for a method, and which article is 
likely to be produced in quantities, a sche- 
dule should be added containing a table of 
rent-charges, or royalties to be paid by the 
licensee to the patentee for so many hun- 
dred, or so many gross, or dozen, of the par- 
ticular patented article he may manufacture ; 
or in such cases, a written licence may be 
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greatly simplified^ and the privilege to useiuutuai 

.... Ill 1 oonditioD8> 

the invention be conveyed by the patentee, by 
the sale of labels, at so much for a certain 
quantity, one to be attached to each article 
made according to the patent, and the sale of 
all others to be an infringement, as being 
without his consent. A preliminary agree- 
ment to grant a favourable licence to a party, 
making an advance to meet the expenses of 
experiments with a recently patented inven- 
tion, may, in many cases, promote its success. 

Under any of these forms of licence, a pre- 
mium as well as a rent, or royalty, is fre- 
quently paid, where the invention is likely to 
be very profitable ; but it should be a fixed 
sum of money, or at least dependent upon the 
gross, and not upon the net receipts of the in- 
vention, or a partnership will be created. 

Where a patent includes the subject-matter Cnmey. 
of one still in force, it can only be used under 
a licence from the owner of the older of the 
two patents {Crane v.PricCy Webs. Cases, 413). 

A licence need not be stamped (Chanter v. chanter v. 
Johnsm, 14 M. & W. 41 1). ^'^'^' 

A licence transfers no portion of the leeal a licence 

, * T conveyeno 

estate or mterest m the letters patent. It only p«rtoftii« 

, mi legal eetate. 

gives a right to their use. The conveyance of 
the legal estate and interest, or some portion 
of it, may be effected under a variety of cir- 
cumstances. 
The assignment, whether of an equitable or 
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in the manner forbidden by the above pro- 
viso, 
^iMUy- A 2ndl7. To avoid unintentionally creating a 

•hoj^d be iiartnership, since this often leads to great loss 
and inconvenience, by rendering the party, 
who has merely advanced a sum of money for 
a share in the letters patent, liable to meet 
the engagements of other and less wealthy 
adventurers, although he may not have been 
acquainted with their proceedings. For any 
dealings by more than one person with letters 
patent, will involve a contribution of either 
capital or labour ; and this, followed by a parti- 
cipation in profits, and a liability to losses, con- 
stitutes a partnership. The whole transaction 
is essentially a joint adventure or speculation. 
The mcus This liability can only be avoided (unless a fixed 
puih^this sum is at once agreed upon), by making the 
rent or payment for a lease or assignment to 
depend upon, or be a per-centage upon the 
amount of sales, and not upon the net returns 
under the letters patent. 

When an invention has been patented by a 
person not engaged in trade or business, or at 
least not in the particular trade to which the 
invention relates, the following will be found 
a safe and convenient arrangement : — 

The owner of the patent should grant a 
lease of the then unexpired term, excepting 
the last day, to some two or three men of busi- 
ness on whom he can rely. The rent reserved 
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being some portion, for instance, thirty-seven The means 
fortieths of the gross, as distinguished from puihingtwa 
net annual receipts, for all licences to be 
granted by the lessees of the letters patent. The 
three-fortieths would belong to the lessees, as 
a remuneration for their trouble and to meet 
the expenses of management. 

The lessees should covenant to keep an ac- 
count of the licences granted, and the amount 
to be received under each, verified by letters 
and other documents open to the inspection of 
the lessor at some assigned place of business. 
These accounts, if not objected to within a 
given time, to bind both parties. 

That the lease should become forfeited on 
non-payment of rent, or non-performance of 
the covenants, after certain notice. 

That each licence should be drawn in the 
particular form, and subject to the several re- 
servations provided by the lease, and contain 
a condition or proviso for vesting all the 
right and claim to the rents or royalties of 
each licence, from and after the expiration or 
sooner determination of the lease, in the person 
or persons for the time being entitled to the 
letters patent. 

Such an arrangement has the advantage of 
making the benefit of the patentee's ingenuity 
depend upon the progress of his invention, in- 
stead of upon its profits; thereby avoiding the 
liability of a partnership and the insolvency of 
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Tbempans Hcensees. At the same time it obviates the 
pushing this necessity of a nxed rental, which may be at- 

object. • . . 

tended with the inconvenience of being either 
too high or too low, till the success of the ad- 
venture can be ascertained. If too high, the 
progress of the invention is retarded ; if too low, 
and the invention succeed, the patentee fails to 
obtain the amount of benefit to which he is 
justly entitled. This assignment by way of 
lease, as it may be fitly called, enables the 
owner to come into possession of his old estate 
on the failure of any of the covenants, and to 
grant another lease to other and more effective 
managers, without any litigation or detriment 
to his property ; which is a far better and more 
convenient way of enforcing and realizing his 
rights than by distraint for rent, or by any 
form of action. 

Where a party has only a licence, but at the 
*^' same time interferes in the general working of 
the patent, it will be a question for a jury whe- 
ther, from the facts, he is or is not a partner 
with the patentee {Ridgway v. Philip^ 1 Cr. M. 
& R. 416). Where a sum of money was ad- 
vanced to perfect certain inventions, on the 
promise that if they proved profitable^ one- 
third of the profit should go to the party 
making the advance; the Court said there 
might be a question whether a partnership was 
not created by the agreement as to subsequent 
property. But the express promise to pay this 



Ridgtoayy. 

pmp. 



EJgiey, 
WebsUr. 
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specific sum at all events, takes away the ob- 
jection of that forming a part of any partner- 
ship fund (Elgie v. Webster, 6 M. & W. 618). 

3rdly. To provide that the instrument shall srdiy. The 

•' ' instniment 

not fail, either from its character or structure ; ■houw pre- 

vent disputes 

to prevent disputes arising in consequence |jjheevent^ 
of the subsequent discovery of the invalidity ^^^^l''^ 
of the letters patent. This precaution is re-^'^^f^*^^^* 
quired by the nature of the property trans- 
ferred, which is always liable to be cancelled 
by proceedings under a writ of scire facias. 
It is, therefore, only fair that those who share 
the advantages of a patent should take part 
of the hazard inseparable from such property. 
If the instrument conveying the interest in 
question is rightly drawn, this object will be 
obtained, and the assignee, or any other 
party claiming an interest in letters pa- 
tent, will not be able to fall back upon the 
party from whom he received his interest, in 
case the letters patent should at any time be 
cancelled, as long as the transaction is un- 
tainted with fraud. The instrument should be 
a deed, and not merely a simple contract or 
agreement, otherwise there will be no estoppel 
between the parties, and the payment of an 
annuity, or rent, or other sum of money, will 
be barred by a partial failure of the considera- 
tion. The parties to a deed are estopped, or 
prevented denying the facts thereby admitted, 
either in the body of the deed or by the recitals. 
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Ha^ ▼. the doctrine of Lord Coke's, that you cannot 
Bouman r. have an estoppel by recital, being now exploded 
^8on T. {Hayne ▼. MaUby^ 7 T. R. 438 ; Bowman ▼. Toy- 
^^■*'~^- /or, 2 Ad. & E. 278 ; Lawson v. Tremere, 1 Ad. 
& E. 792). And the consideration is only as- 
sailable on the ground of illegality ; as, for 
instance, where the title to the letters patent 
has become vested in more than the limited 
^^ngw* ▼• number of persons (Duvergier v. Fellowes^ 10 
B. & C. 826 ; and on appeal to the House of 
Lords, 6 C. & F. 89). 
Form of the The deed should recite that the patentee or 
grantor conveying had invented certain im- 
provements, or whatever the invention may 
be, and had obtained her Majesty'^s Letters 
Patent for the sole use of this invention ; and 
the grantee having executed a deed with such 
a recital, will be estopped from disputing the 
essential elements of the title, such as the 
utility, or novelty, or originality of the inven- 
tion. And he will be also estopped where 
there is no such recital, if the general charac- 
ter of the deed implies that he had assented 
LmSooi *^ ^^^ validity of the patent {Oldham v. luing- 
woodj cited by Lord Kenyon, C.J., inJSayne v. 
Maltby, 3 T. R.439). And no fault in the in- 
strument or deed will enable a party to re- 
cover money already paid upon the patent 
Taylor v. proviug to be invalid (see Taylor v. Hare^ 1 B. 
^^- k P., N. R. 260). But where there has been 
fraud or misrepresentation, a court of law will 
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set aside an a&:reement made under such cir-zo^e/jv. 
cumstances, and will order any money already 
paid to be refunded {Lovell y. Hicks, 2 Y. & 
C. 46, 472). 

If there has been no fraud, and the parties Relief in the 

/ . Court of 

are estopped by their deed from considering chancery. 
the validity of the patent, although it may be 
clearly voidable, they will still continue liable 
upon its covenants. Under these circum- 
stances, proceedings should be taken under a 
writ of scire fadcu to repeal the letters patent, 
and an application then made to the Court of 
Chancery to get the deed cancelled. When 
the patent is nearly valueless, but not void- 
able, the Court of Chancery will not relieve 
from an unfortunate bargain, if untainted by 
fraud. 

Lastly. The legal or equitable estate or in- Letters pa- 
terest in letters patent may change hands pusby oper- 
without the agency of the owner. Being """"•'"• 
personal estate, they may become liable to his 
debts under an execution, or pass to his assig- 
nees under an insolvency or a bankruptcy, or to 
his executors or administrators by the express 
words of the grant. Under any of these cir- 
cumstances, the letters patent are said to pass 
by operation of law, and such a transfer is not 
within the proviso against their vesting in 
more than a certain number of persons at any 
one time (Bloxam v. Elsee^ 6 B. & C. 169). The ^g^ ^• 
legal estate or interest in letters patent will pass 
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Henew. to the assigoees of the owner as long as it is 
under his disposition, but any scheme or in- 
vention a man may have in prospect, and not 
patented before he obtains his certificate, does 
not pass (Hesse v. Stevenson, 3 Bos. Sc Pall. 
577). 
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CHAPTER IV. 

ON THE INFRINGEMENT OF A RIGHT SECURED 
BY LETTERS PATENT. 

An infringement of letters patent for an in- Definition of 

o *^ an infringe- 

vention, is an invasion of the property of the "«°*- 
person to whom they belong, or of any one 
who has an interest therein {George v. Beau- 
mount^ 27 Rep. Arts, 2nd Series, 262) : and 
the owner or licensee of letters patent can 
maintain an action against an infringer of the 
right thereby secured. Any one interested in 
letters patent may be obliged to answer every 
objection to the validity of this description of 
property before he can recover damages. He 
must not only produce an authenticated ac- 
count of his invention or of the boundaries of 
his claim, and show that he is in legal posses- 
sion of the letters patent, and that the de- 
fendant has been guilty of an infringement, 
— all this is of course indispensable to decide 
whether there has been an invasion or not; 
but he must also be prepared, if the infringer 
choose to put him to the proof, to sustain the 
inquiry much further, although the effect of 
the action is not, as in proceedings by scire 
facias^ finally to decide his right to the exclu- 
sive privileges granted by the letters patent, 
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Definition oi but soIcly to determine the question of some 
ment. ""*' individual and particular interference with that 
right. Thus, although a party entitled to 
maintain an action for an infringement of 
letters patent shall have proved his interest 
in them (if he be not the patentee), and 
proved the identity of the two inventions in 
question, and therefore made out a primd facie 
case, the infringer may put in issue, or com- 
pel the plaintiff to make out and fully defend 
every essential of the consideration of the 
grant discussed in the first two chapters of this 
work, and to trace with perfect accuracy, (in 
case he is not the patentee,) the devolution of 
his interest as prescribed and considered in 
that just concluded. And if the plaintiff should 
fail in these particulars, although it maybe quite 
clear that an act of aggression has been com- 
mitted, he will have no redress. So that the 
question of an infringement or not is gene- 
rally much more extensive than it would at 
first appear. It may become the test^ in each 
case, for ascertaining whether the principles i 
and rules considered in the preceding pages 
have been rightly applied, 
xtoappiica. In Order to learn whether any particular I 
act is an infringement of a patent, a compari- 
son must be instituted between the manufac- 
ture complained of and the invention claimed in 
the specification. Whether the character of the 
utility is the same in both, or whether it is the 
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« 

sAme in spirit or substance with the patented itsappiica.i 
invention. . "°°* 

The examples under these heads, collected 
in the first chapter, ante^ pp. 38-66, arose out 
ofthe discussion of particular-cases of infringe^ 
ment, and may therefore be referred to with 
advantage on the subject of this chapter. 

It is only where a patentee complains of ' 
the interference of another party with his rights 
that his claim is likely to be investigated, and 
a court of law called upon to decide what may 
and what may not be patented. These cases 
therefore incidentally discuss the question of in- 
fringement, which, in its primary and simplest 
form, is little more than a matter of comparison, 
and tQ which object the decisions or examples 
arranged in this chapter should be strictly con- 
fined. They will show the principles and nice* 
ties of construction laid down by the courts of 
law in prosecuting such comparisons, that is, in 
deciding questions of infringement so far'as they 
depend upon the language of the specification. 

Where the invention patented is some new 
'product, the impossibility of producing which, 
except according to the patent, may be sufficient 
proof of the invasion complained of; or in the 
case of a comparison of .two machines', there may 
be little difficulty. But when the alleged in^ 
fringement is the application of some compre*- 
liensiye idea, and the spirit or substancie of the 
invention as it appears upon the specification 
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it»«ppik». has to be determined, considerations of great 
perplexity and difficulty arise ; both in fixing 
the bonndaries of the invention and in decid- 
ing what amounts to a colourable evasion of the 
inventor's rights. 
Th«ooiisi. Before entering more particularly into the 
th^i^l^of nature of an infringement or of what amounts 
thegnnt. ^ ^^ invasiou of the right of the owner of an 
interest in letters patent, it is desirable to con- 
sider the words of the letters patent. 

In the granting portion — ^they are to '* mahe^ 
usCf exercise^ and vend "^ the patented inyention, 
and those in the prohibiting portion are that 
none except the patentee '^ do make^ use^ or put 
in practiced These words collectively may be 
said to constitute the words of the grant, 
''jifafee." It has been decided that merely to **mdke^^ 
a patented invention during the patent, unless 
for amusement or for a model, is an infringe- 
ment, 
jbfietv. In the case of Jones v. Pearce (Webs. Cases, 

peoroe. \iS\ Mr. Justicc Pattcsou, in reply to a ques- 
tion from the jury as to whether there was 
any evidence of the defendant having used or 
sold the wheels (the invention in question), 
said that '' the terms of the patent are, without 
leave or license, make, &c. ; now if he did 
actually make these wheels, his slaking them 
would be a sufficient infringement of the patent, 
unless he merely made them for his own amuse- 
ment or as a model.^ 
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A similar construction would no doubt he^use^^md 
put upon the words " tue** and ^^ exercise,'" and ** 
an entirely private use, and only from curiosity 
or for amusement, would not be held an in- 
fringement* But the sale of an article exactly 
the same as described in a patent, will amount 
to a use, and constitute an infringement (Oib- o^baon ▼. 
son y. Brand, Webs. Cases, 630). 

An exposure to sale of a patented article is Exposure to 

7 sale not an 

not within the meaning of the words vend or infringe- 

^ meat, 

put in practice, or in any way an infringe- 
ment. This was laid down in the case of 
JUinter v. Williams, (Webs. Cases, 137,) by ^^J; 
Mr. Justice Coleridge. ** In the granting part 
of this patent the words are 'make, use, 
exercise, and vend ;' and then in the pro- 
hibiting part the words are rather different, 
for an obvious purpose; they are 'make, 
use, or put in practice.^ Now we are to see 
whether this count, either referring to the 
granting or prohibiting part, necessarily im- 
ports an offence. * The words of the count 
are, that the defendant did ' wrongfully 
and unjustly expose to sale,' &c. ; and it is 
said these words necessarily import a vend- 
ing within the granting part of the patent. 
It is argued, that an exposing to sale is in- 
cluded within the meaning of the word, vend- 
ing^; but even upon that construction the 
count would be defective, inasmuch as the 
evidence, instead of the words of the patent, is 

L 2 
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MUdefr. put upoii the record. It seems to me, that 

WiOiauut • 

'vending' imports the habit of selling, and 
' selling ^ the act of sale. If we read the word 
' vend ' as expressly inserted in the pro- 
hibitory part of the patent, we ought only to 
give it there the meaning which would ef- 
fectuate the purpose of the patent — the pre- 
vention of acts injurious to the patentee, with 
as little restraint on the publicas possible* It 
must be taken here that the defendant has 
only exposed to sale ; that whatever may have 
been his original purpose in so doing, or what- 
ever motive has superseded, he has abstained 
from selling. Now, I cannot say that such a 
mere exposure to sale is necessarily injurioas to 
the patentee ; it may, on the contrary .be very 
beneficial ; it is not, therefore, necessarilythe 
vending which is exclusively granted to faim. 
As to the * using and exercising,^ those words 
cannot be fairly resorted to, when we find with 
them the word ' vending,^ and that is passed 
by. But if they could, the argument would be 
the same : this might be an innocent using 
and exercising, and so not prohibited." 
A patent The act of infringement by a sale must 

subject.mat- relate distinctly to the subject-matter of the 

ter, and no , _ "^ . • i i 

more. particular patent m question ; and. the patentee 
or his assigns can claim no more than is there 
granted. If it be for the manufacture and 
sale, for instance, of some article, when it has 
been once sold, the patentee or owner of the 
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letters patent has obtained his reward, and any 
subsequent sale is perfectly free ; or if the sub- 
ject-matter be a particular machine^or a process, 
or method, a sale confers an absolute control of 
the thing sold, and the fuU right to its unre- 
stricted use and enjoyment. A licensee going 
beyond the terms of his licence, is of course as 
liable to the owner of the patent as a stranger^ 

A colourable -imitation, such as the substi- a coiounbie 
tution of some mechanical equivalent in the fOTUdden. 
patented invention to deceive the eye, or any 
inroad upon the spirit or . substance of the 
invention claimed by the patentee, will be 
held an infringement. The concluding prohi- 
bitory words of the letters patent are, "nor 
in anywise counterfeit^ imitate or resemble the 
same (invention), nor shall make or cause to be 
made any additions thereunto or subtraction from 
the same, whereby to pretend himself or them- 
selves the inventor or inventors^ deviser or de- 
visers thereof" 

In the case of Hill v. Thompson^ (Wehs.Muiv. 
Cases, 242,) Dallas, C. J., said, "A slight ^^^'"*' 
departure from the specification for the pur- 
pose of evasion only, would of course be a 
fraud upon the patent, and therefore the ques- 
tion will be, whether the mode of working by 
the defendant has or has not been essentially 
different." 

In Morgan v. Seaward (Webs, Cases, 171) Morganv. 
the patent was, amongst other, mventions, for 
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M^vanr. an improvement in paddle-wheels, whereby 
the float-boards or paddles are made to enter 
and come oat of the water in positions best 
adapted to give effect to the power applied ; 
and Alderson, B., in directing the jury re- 
specting the fact of infringement, said : — 
*'Upon that subject the question would be 
simply whether the defendant's machine was 
only colourably different; that is, whether it 
differed merely in the substitution of what are 
called mechanical equivalents for the contriv- 
ances which are resorted to by the patentee. 
I think when you are told what the invention 
of the plaintiffs really is, and what the machine 
of the defendants really is, you will see that 
those differences which Mr. Donkin and others 
point out, as existing between the one machine 
and the other, are in truth differences which 
do not affect the principle of the invention. 
Therefore the two machines are alike in prinr 
ciple: one man was the first inventor of the 
principle, and the other has adopted it ; and 
though he may have carried it into effect by 
substituting one mechanical equivalent for an- 
other, still you are to look to the substance and 
not to the mere form ; and if it is in substimce 
an infringement, you ought to find that it is 
so. If in principle it is not the same, but 
really different, then the defendants cannot be 
said to have infringed the patent. You will, 
however, when you are considering that sub- 
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ject, remember that when the model of Mr. ^JJJidT' 
Stevens''^ paddles was put into the hands of 
Mr. Donkin, he said at first sight that it was 
exactly like the plaintiff's ; and so like was it 
as to induce him to say that it was precisely 
the same in principle, till I pointed out to him 
a material difference in it, and then it ap- 
peared that though there was a similarity of 
execution, there was a real difference in prin- 
ciple; therefore it was not similar to the 
plaintiff^s wheel, though at first sight it had 
the appearance of being similar. So, you see, 
you ought to look always to the substance and 
not to theformy 

In the case of Barber v. Grace (7 L. J., Ex. g^^^- 
122), the invention claimed consisted of a mode 
of submitting hosiery and similar goods, made 
of elastic cotton fabrics, to the finishing process 
of a press, worked either by a screw or hy- 
draulic power. The machine consisted of two 
cast-iron boxes filled with steam, between the 
heated surfaces of which the goods were intro- 
duced and subjected to pressure. The ma- 
chine used by the defendant, and which was 
complained of as being an infringement of the 
plaintiff^s patent, consisted of a set of rollers 
heated by steam, and furnished with pipes and 
cocks to allow the circulation of the steam 
therein. Woollen fabrics, similar to those of 
the plaintiff, were subjected to pressure by the 
action of these rollers. Under these circum- 
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Bmberyf. gtances, it was contended, on behalf of the 
plaintiff, that the defendant had been g^ailty of 
an infrinjg;ement of the plaintiflTs patent^ inas- 
much as the specification included the rollers 
used by the defendant. 

The jury returned a verdict for the de- 
fendant, and Pollock, C. B., on refusing a rule 
for a new trial, said, ^* The real question arises 
upon the meaning of the specification ; whether 
it includes a pressure by rollers filled with 
steam. In my opinion cylinders were not 
dreamt of by the inventor in this case, and 
certainly were not used by him. There has 
been a discovery in this case, and the cylinder 
has been subsequently adopted; but if we 
were to hold that cylinders were within this 
patent, the patentee might perhaps enjoy bis 
exclusive right for fourteeh years, and the 
public would remain in ignorance that cy^ 
linders could be employed for the same pur* 
pose. The question is, whether cylinders are 
included or contemplated in this specification? 
The specification at first states in general lan- 
guage the effect of the patent, giving but little 
information; but it afterwards proceeds to a 
more particular description of the machine, 
and it then states the invention to consist in 
placing stockings between hot boxes in a single 
layer, and then causing the boxes to press the 
same between them for about three minutes. 
The patentee then goes on to observe, that 
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there exists an invention not altogether unlike ^r&erv. 
it ; but that what he claims is the submitting 
of hosiery and other articles to the pressure of 
hot boxes or surfaces heated by steam, hot 
water or other fluid, as above described. The 
meaning of that is, that the surface is the ope- 
rative part, not that the box produces the 
effect. The patentee then says, ' I do not 
therefore claim the finishing of such goods by 
heat generally.^ He mentions various modes, 
but does not suggest that cylinders are capable 
of being used. .The drawing exhibited shows 
an hydraulic press, pressing upwards a box 
filled with steam or hot water, and the object 
is to subject the articles placed between these 
hot boxes to a continuous and not to a variable 
pressure. I think, therefore, that the word 
' boxes'" xn this specification, explained as it is 
by the print annexed, does not include cy- 
linders. The case might have been that the 
cylinder was obviously within the description, 
so that the jury could have said that the patent 
had been infringed by the defendant ; but that 
was not the case here, for the jury found that 
the invention was not colourable^ and I must 
say I am satisfied with their verdict, 

" Alderson B. : — ^The patentee describes his 
invention both at the beginning and at the end 
of his specification, and claims for a patent 
which produces a particular description of 
pressure. But 1 admit he would not be. bound 

L 3 
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JMCTT. by an exact descriptioo, and a mere eolomraUt 
vanalum would amount to a yiolation of tbe 
patent. The plaintiff's press squeezes together 
substances at the same time equally. A ma- 
chine may press hosiery goods either for a 
long or for a short time. The point then is, 
whether the jury ought to haTe found that it 
was no infringement of the plaintiff ^s patent to 
place hosiery goods between rollers which did 
not press all parts of them at the same time, 
but successirely. Rollers only press on the 
same part for a single moment. In my opinion 
the jury were warranted in saying that there 
had been no infringement, and they would 
have formed a wrong conclusion had they said 
otherwise.'*' 
EkdiHc Tei. In the case of The Ekcirie Telegraph dom- 
Brtu.' ' pany v. Brett and Little (not yet reported), 
the patent chiefly relied upon by the company 
was granted in 1837, to Cooke and Wheatstone, 
''for improvements in giving signals, and 
sounding alarms in distant places, by means of 
electric currents transmitted through metallic 
circuits." At the trial, several questions were 
submitted to the jury by the learned judge, 
Wilde, C. J., subject to leave to move on the 
part of the defendants. And Cresswell, J., 
on delivering the judgment of the Coort, 
having disposed of several of the special 
matters found by the jury, and of the objec- 
tions raised by the defendants, said : '* Of 



V- 



InfringemenU 227 

these objections, the one mainly relied npon BkoHe su. 
was, the plaintiff's specification would protect BreS^ 
the improvements of the patentees, only when 
such improvements were applied to metallic 
circuits, and that there would be no infringe* 
ment of such improvements if the electric 
current, acting on the improved machinery, 
were not wholly transmitted through a me- 
tallic circuit. And as the defendants' electric 
current was not wholly transmitted through a 
continuous metallic circuit, but (provided it 
were less than half of the whole current) by 
using the earth as the connection between two 
portions of metal, that it was no infringe* 
ment. This was a grave objection ; but the 
Court was of opinion, after full consideratioo, 
that it ought not to prevail. It appeared that 
at the time of the grant of the patent, the 
transmission of electric currents through me- 
tallic circuits was known ; and also, that the 
power of the current might be increased by 
coils in the wire, and that after the grant it 
had been discovered that a large portion of 
the wire might be dispensed with, by plunging 
the two ends of the wire in the earth, so that 
a circuit on this principle would not be wholly 
metallic. Now the patentees did not claim 
the invention of metallic circuits, but only im- 
provements in methods for using the currents, 
assuming it to be transmitted by means which 
were open to the public. The circuit used by 
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eucMcTd. the defendants was metallic in all that ope- 
Breu.' ' rated in giving signals, and in all the parts to 
which the plaintiff's alleged improvements ap- 
plied ; and it was not a necessary condition, 
that the circuit should be metallic in any other 
part than that which contained the coils and 
operated on the needles. The objection might 
be considered as it regarded the specification, 
and as regarded the title of the patent. As 
to the first, the part which described the mat- 
ters claimed was to be more strictly constraed 
than that not spoken of as the subject of the 
grant, but only as something known, but ne- 
cessary to be referred to for the sake of expla- 
nation. In this view, the Court thought the 
specification comprehended all circuits that 
were metallic, as far as it was material to the 
improvements claimed that it should be so, 
and that the expression was not to be con- 
strued with more strictness than was neces- 
sary to fulfil the purpose of explanation for 
which it was introduced. With regard to the 
use of the words ^' metallic circuits ^' in the 
title of the patent, it appeared to the Court, 
that the title did, in the actual circumstances 
of the case, give sufficient notice to any person 
acquainted with that discovery, or thinking it 
probable that such a discovery might be made, 
and having also invented improvements like 
those of the patentees, to put him on bis guard ; 
and upon inquiry how far t\\e proposed patent 
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might interfere with him. The Court thought EUcMeTa, 
it reasonable to hold, that a claim for a patent Breu!^' 
for improvements in the mode of doing some- 
thing by a known process^ was sufficient to 
entitle the claimant to a patent for his im- 
provement when applied either to the process 
as known at tke time of the claim, or to the 
same process altered and improved by dis- 
coveries not known at the time of the claim, 
so long as it remains identical with regard to 
the improvements claimed by the patent. 

Where a person unintentionally uses a pa- Tjieuninteo. 

•/ 1 tlooal use of 

tented process, and has no means of knowing a patented 

* , ^ process not 

the fact of similarity between the two, he will aninmnge- 

•' ment. 

not be held guilty of an infringement. 

In Heath v. Unwin ( 1 3 M. & W. 683), the pa- ?eath v. 
tent 18 for '' certain improvements in the manu- 
facture of iron and steel." The chief claim in 
the specification is for '^ the use of carburet 
of manganese in any process for the conversion 
of iron and steel." Carburet of manganese is 
a metallic substance compounded of black 
oxida of manganese and carbon. The mode 
of manufacturing steel used long before the 
plaintifTs patent, appeared to be as follows : — 
Bars of iron are piled upon each other in a 
furnace, with layers of charcoal between them ; 
the furnace is then heated, and kept in a 
heated state for several days; at the end of 
which time, the bars are taken out, and having 
imbibed the carbon, are converted into steel. 
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Beedhr, wbich is called *^ blistered steel.^ This sab- 
stance is then placed in a crucible, in small 
pieces, and again subjected to heat, and so 
undergoes a second process of casting. It 
was considered, that the steel was further im- 
proved in quality by imbibing a portion of 
carbon from the crucible, which was lined 
with carbonaceous matter. Black oxide of 
manganese was also introduced into the vessel 
for the purpose of assisting in the decarbura- 
tion ; due attention being always paid to the 
respective quantities of the carbon and the 
oxide, as too much of the former would render 
the steel brittle, and too much of the latter 
would destroy the crucible. The defendant, 
after the date of the plaintiff's patent, in ma- 
nufacturing cast steel, put blistered steel into 
a crucible together with certain proportions 
of black oxide of manganese and of carbon. 
Scientific witnesses deposed that these sub- 
stances would become fused at a certain tem- 
perature ; and when in a state of fusion, from 
the affinity of the oxide for the carbon, would 
combine and form the carburet of manganese \ 
and before the blistered steel could be ope- 
rated upon by them, it would require to be 
also reduced to a state of fusion by a much 
greater heat. The plaintiff contended that 
this process amounted to an infringement of 
his patent ; since, as the carbon and oxide of 
manganese by their combination formed a car- 
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buret of manganese before they acted upon jsreotAv. 
the steel, it was in all respects the same, as if 
the defendant had in the first instance intro* 
duced carburet of manganese into the cru- 
cible in its compound form. 

Parke, B., on delivering the judgment of 
the Court on a rule to enter a verdict for the 
defendant, commenced by reading the follow- 
ing portion of the specification : *' ' I propose 
to make an improved quality of cast steel, by 
introducing into a crucible bars of common 
blistered steel, broken as usual into fragments, 
or a mixture of cast and malleable iron, or 
malleable iron and carbonaceous matters, along 
with from one to three per cent, of their weight 
of carburet of manganese^ and exposing the 
crucible to the proper heat for melting the 
materials, &c. ; but I do not claim the use of 
any such mixture of cast and malleable iron, 
or malleable iron and carbonaceous matter, 
as any part of my invention ; but only the use 
oi carburet of manganese in my process for the 
conversion of iron into cast steel .^ And in 
summing up his claims he states one of them 
(the third) to be the employment of oxide of 
manganese alone in the puddling of cast iron, 
and the fourth (the one in question) the em- 
ployment of carburet of manganese in prepar- 
ing an improved cast steel. This substance 
is metallic and formed by the fusion of black 
oxide of manganese with carbonaceous matter. 
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Htaik T. « Upon the trial it appeared that the defen- 

dant never used carburet of manganese, by 
putting any of that substance into the crucible, 
but he placed the black oxide and carbona* 
ceous matter in the crucible, and some scien^ 
tific witnesses who were examined, gave their 
opinion, that those two substances would form, 
during the process of conversion, and before 
actual union with the melted steel, carburet 
of manganese in a state of fusion ; and the 
jury found that supposition to be true; but 
also found that the quantity of the carburet 
so formed would be less than one per cent, of 
the weight of the steel in the crucible. 

" Upon these facts the question arose whe- 
ther the defendant was guilty of an infringe^ 
ment of the plaintiff's patent. 

'' In order to decide this we must first deter- 
mine for what invention the patent, as ex- 
plained by the specification, is taken out. 

*'* It is not for the use of oxide of manganese 
in the melting of cast steel, for the carburet of 
manganese is expressly mentioned, and distin- 
guished from oxide of manganese ; nor could 
the patent for the use of the oxide have been 
supported, as the substance had been used 
long before in the process of melting steel. 
Nor is it for the use of oxide of manganese in 
any mode of combination with carbon gene- 
rally. If it had been it would have been 
liable to a similar objection, as oxide of man- 
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ganese had been used in crucibles, containing ^eo^Ar. 
in their construction a quantity of carbonace- 
ous matter, with a portion of which it would 
necessarily combine during the process. Nor 
is it for the use of the oxide with such a 
quantity of carbon as would deoxidate it^ and 
leave the manganese alone to operate upon 
the steel, so that neither the quality of the 
steel be altered, nor the crucible destroyed 
by the oxide of manganese, abstracting, as it 
otherwise would do, some quantity of carbon 
from them. The patent is obtained for the 
use of one peculiar combination of carbon 
and manganese, the metallic substance called 
carburet of manganese^ . and for the use of it 
in that state. The specification is expressly 
for the employment of carburet of mangaqese, 
and the mode of using it is by putting a cer- 
tain quantity, by weight, of that substance in 
an unmelted state into the crucible. 

** This being in our opinion the true con- 
struction of the specification, it is clear that the 
defendant has not directly infringed the plain- 
tiff's patent, for he has never used that sub- 
stance in the mode described in the specifi- 
cation. 

" Then comes the question whether he has 

indirectly infringed the patent by imitating 

and using the same process substantially, but 

making a colourable variation. 

/' Now there is no doubt, we think, if a de- 
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BMth T. fendant substitutes for a part of the plaintiflTs 
inyention, some well-known equivalent, whe- 
ther chemical or mechanical, he would pro- 
bably be considered as only making a colour- 
able variation. Bat here he has not done so* 
It is quite clear upon the evidence that the 
defendant never meant to use the carburet of 
manganese at all : he certainly never knew, 
and there is no reason to think that prior to 
this investigation any one else knew, that the 
substance would be formed in a state of fusion, 
and it is mere matter of speculative opinion 
(though after the verdict, we must assume it 
to be a correct opinion) amongst men of 
science, that it would ; but it was clearly not 
an ascertained, and still less a well-known 
fact. There was therefore no intention to 
imitate the patented invention, and we do not 
think the defendant can be considered to be 
guilty of an indirect infringement, if he did 
not intend to imitate at all '\Contraj see Heath 
V. Unwin, 16 L. J., Ch. 284). 

The aw or Where there are several improvements or 

■aleofanjr , , .111. . . 

portion of inventions included m one grant, it is not ne- 

the subject- ^ 

mAtt«rofa ccssary that each of them should have been 
nMnge- ased or sold, to constitute an infringement of 



ment. 



cfuiettr. the patent. Coltman, J., in OUlett v. Wilby 
^^' (Webs. Cases, 271), said : " It is true, that 
the plaintiffs must make out to your satisfac- 
tion that the whole of the improvements were 
new, and that some of them have been pi- 
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rated. It is not necessary that they should S^^* 
all have been used, but they must be shown 
to be all new ; and if they are all new, and the 
defendant has infringed any one of them, it 
will be sufficient to support the action, and it 
is not necessary he should have infringed them 

aiir 

In Jones v. Pearce (Webs, Cases. 124), the Jonear. 
invention infringed was the construction of 
carriage wheels, so that the weights they have 
to carry were suspended by iron rods from 
that part of the wheel which happened to be 
uppermost, instead of resting upon the lower 
spoke as in an ordinary wheel. Patteson, J.^ 
said : '' It seems the defendant has con- 
structed a wheel whose construction is on the 
suspension principle; that alone would not 
make it an infringement of the plaintiff's pa- 
tent, because the suspension principle might 
be applied in various ways ; but if you think 
it is applied in the same way^ as according to 
the plaintiff's patent it is applied, then the want 
of two or three circumstances in the drfendanfs 
wheel, which are contained in the plaintiff's 
specification, would not prevent the plaintiff's 
recovering in this action for an infringement of 
his patent. 

And again, in Crane v. Price and others (4 cnmej. 
M. & 6. 606), it was held, that an infringe- 
ment had been made out, as it clearly ap- 
peared in evidence that the defendants had 



236 The Use of the Words " Patent, 



99 



craiiey. used, either in part or in whole, the constrac^ 

Price: * 

tion described in the specification of the plain- 
tiff's patent. But the part of the invention 
said to be infringed must be material, and of 
the essence of the invention claimed. 
6 &6 wui. The use of the words ^^ patent,*^ " letters par 
' ' ' ' ' tent/' or " by the King^s patent/' except by a 
patentee, is forbidden by 6 & 6 Will. IV* c. 83, 
sect. 7 : ** And be it enacted, that if any per- 
son shall write, paint, or print, or mould, cast, 
or carve, or engrave, or stamp upon anything 
made, used, or sold by him, for the sole mak- 
ing or selling of which he hath not or shall not 
have obtained letters patent, the name or any 
imitation of the name of any other person, or 
hath or shall have obtained letters patent for 
the sole making, using, and vending of such 
thing, without leave in writing of such pa* 
tentee or his assigns ; or if any person shall 
upon such thing, not having been purchased 
from the patentee or some person who pur- 
chased it from or under such patentee, or not 
having had the license or consent in writing 
of such patentee or his assigns, write, paint, 
print, mould, cast, carve, engrave, stamp, or 
otherwise mark the word ^ patent,' the words 
'letters patent,' or the words ' by the King's 
patent,' or any words of the like kind, meaning, 
or import, with a view of imitating or counter- 
feiting the stamp, mark, or other device of the 
patentee ; or shall in any other manner imitate 
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or counterfeit the stamp or mark or other de- 5&6Wiu. 
vice of the patentee, he shall for every such *^' 
offence be liable to a penalty of fifty pounds, 
to be recovered by action of debt, bill, plaint, 
process, or information, in any of his Majesty's 
Courts of Record at Westminster, or in Ire- 
land, or in the Court of Session in Scotland, 
one half to his Majesty, his heirs and suc- 
cessors, and the other to any person who shall 
sue for the same ; provided always, that no- 
thing herein contained shall be construed to 
extend to subject any person to any penalty in 
respect of stamping or in any way marking the 
word 'patent' upon anything made for the 
sole making or vending of which a patent be- 
fore obtained shall have expired." 
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ABANDONED EXPEEIMENTS, 67 

ADDITIONS OE IMPEOVEMENTS 

To old inyentioii a good subject-matter for a patent, 6 

ADMINISTRATOES, 213 

ALTEBATION 

Of title or specification under 5 & 6 Will. IT., e. 83, 
s. 1, p. 196 

APPLICATION 

Of an old art to a new use, 17 — ^23 

AEBANGEMENT OE COMBINATION, 31 

ART OE INTENTION. See Suhjeet-mcater qf ZHters 
FcOeni 

ASSIGNMENT OF LETTEES PATENT, 
Its usual object, 206 
Mistakes to be preyented, 206 
1st, Letters patent must not rest in more than 12 

persons, 206 
2nd, A partnership should be avoided, 208 

The accomplishment of this object, 208—210 
3rd, The form of the deed of assignment, 211 

Belief in Chancery when the patent is void, 213 
Letters patent pass by operation of law, 218 



240 IKBEZ. 

ASSIGNEES 

Under a bankraptcy or insolyency, 213 

ASSISTANCE, 

Inyentor may ayail himself of, 83 

BARGAIN. 

Letters patent a, bargain between the public, through 
the crown, with the patentee. See QmsidercUion, 

BOOK, 

Fablication in, 65 

CHABACTEEISTIC 

Of a patentable invention, 1 — 14 

COMBINATION 

Of things well-known, patentable, 31^34 

CONFIEMATION 

Of letters patent granted hj the crown on the recom- 
mendation of the privy council, under 5 <& 6 Will. 
IV. c. 83, s. 2, 93 

C0N8IDEBATI0N FOE THE GBANT OP LETTEES 
PATENT IS ENTIRE. 
If it fails in part, provided it is in some essential part of 

the invention, it fails altogether, 14, 191 
The entire utility of an invention sometimes important, 

194 
The right under letters patent is confined to their subject- 
matter, 220 

CONSTEUCTION 

Orietters patent for Ihe court, 98 

Letters patent and specification one document^ 96 

CEOWN, PREROGATIVE OF, 1. 
DAMAGES, 215 
DISCLAIMER. See Alteration. 
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DRAWINGS. 

Part of specification, lOI 
Eough sketches snfficient, 103 
Should only iUustrste, 103 

ENGLAJSTD, 

Effect of publication in, 9, 63, 66 

ENROLMENT 

Of specification in Court of Chancery, 96 
Of alteration or disclaimer, 196 

ESTOPPEL IN LICENSE OR ASSIGNMENT, 202, 212 

EVIDENCE OF A RIGHT TO LETTERS PATENT, 
198 

EXECUTORS, 212 

EXPERIMENTS, 

Unsuccessful, do not affect the validity of subsequent 
letters patent, 67, 91 

EXTENSION OF LETTERS PATENT, 4 

FALSE SUGGESTION IN PETITION VITIATES THE 
GRANT, 194 

FIRST INVENTOR. See Inventor. 

FUNDAMENTAL PROPOSITIONS, 15—16 

IDENTITY OR INDIVIDUALITY OF INVENTION, 3 

IMPORTER OF NJSW MANUFACTURE, 11 

IMPROVEMENTS ON OLD INVENTION PATENT- 
ABLE, 31. 

INFRINGEMENT, 
Definition of, 215 
Its application, 216 

Words of the grant in letters patent, 218 
Exposure to sale not an infringement, 219 
A patent protecU iU subject-matter and no more, 220 
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INFEINGEMENT— cow<i««€c?. 

A colourable imitation forbidden, 221 

Examples, 221—229 

The unintentional use of a patented inrention. not an 

infringement, 229 
The use or sale of any portion of the subject-matter of a 

patent an infringement, 234 

INVENTOE, 
True, 10 

Must also be the first inventor, 14 
Definition of true inventor — ^he who first suggests the 

spirit or substance of the invention, 82 
May be assisted by a workman, 83 
Examples, 83—87 
Alleged piracy of the patented invention must be brought 

home to him, 88 
Examples, 88—92 
Definition of first inventor, he who first comes to the 

Crown for the grant, &I 
Prior secret use of the invention not material, 64, 69 — ^70 

LETTEES PATENT, 

Eight to grant, in the Crown modified by the Act of 

James I., and explained and illustrated by cases, 1 
Construction of, for a Court of Law, 98 
Are a bargain between the public and the patentee, 6 
Consideration for, entire, 191. See Cojisideration, 
Granting words of, 218 
Prohibitory „ 218 
Must be granted for useful and new invention, and to 

the true and first inventor, 2 
Fundamental propositions, 15 
Provision relating to letters patent vesting in more than 

twelve persons, 207 
Assignment.- See Asst^nmeiU. ' 
Licences not within, 203 
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LETTERS PATENT— co»«t«w€rf. 

Words of proyiso relating to specification, 96 

counterfeiting inyentions, 
221 

LICENCE TO USE A PATENTED INVENTION. 

The power to grant, 200 

To whom given, 201 

Form of, 201—202 

Its extent, 204 

And usual conditions, 205 

When the subject-matter of a patent includes some por- 
tion of what is claimed by one still in force, it can only 
be used under a licence from the owner of the latter, 
205 

A licence does not need a stamp, 205 

MANTJFACTUEE. 

Meaning of word in statute of James, 4 

MI8EEPRESENTATI0N 

In petition avoids the grant, 195 

NEW USE OF AN OLD ART 
Not the subject of a patent privilege, 19 

NOVELTY OF AN INVENTION, 

Its distinction — ^use in public, or its description in a book 
or specification before the date of the letters patent, 
7—10 

Examples, 66—62 

Private use does not affect the novelty, 64 

A sale in public will, 64 

Description in specification or book will, 65 

Question how far publication in specification in one of 
the three kingdoms applies, 66 

The invention must be perfected, and not a trial or expe- 
riment, 68—70 
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NOVELTY OF AN INYENTION ^continued, 

InTention sent for trud to a public room not a publica- 
tion, 70 

Nor ezperiinents assisted by others, 71 

If they do not involve a sale, 74 

An invention once published cannot afterwards be pa- 
tented, 76—80 

Not necessary to bring prior publication home to pa- 
tentee to invalidate the patent, 80 

PABTNEESHIP 

In letters patent, 20&— 211 

PEINCIPLE, 

Spirit, or substance of invention, 7 

PEIVATE 

Use of an invention does not afiPect its novelty, 64 

PEOCESS 

Patentable, 34 

PEOLONGATION 
Of letters patent, 92 

PIJBLICATION. See Novelty of an Invention. 

EIGHT 

Under letters patent, 215, and see Ii^ringement. 

SALE OF LETTEES PATENT. See Assignment. 

SPECIFICATION 

Of the invention is the only source from which its nature 

and object can be ascertained, 95 
It must be enrolled in Chancery, 96 
The condition in letters patent, 96 
The consequences of a bad specification, 96 
Its construction, 98 
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SPECIFICATION— co»«t»«erf. 

The division of the subject, 99 — 101 

1st. The natv/re of the invention, 101 

Drawings are part of the specification, 102 

They should merely illustrate, 102 

And need not be skilfully drawn, 103 

The specification must be precise and distinct, 
103—110 

What is new and what is old must be distin- 
guished, 110—112 

A second specification need not point out what 
is claimed in the first, 112 

A patentee will not be held to claim things well 
known, 113 

Specification construed according to the state of 
knowledge at the date of patent, 116 

Difference between a claim for a principle use^illy 
applied and a method, 117 
2nd. The manner in which it is to he performed, 121. 

The specification need not be intelligible to all the 
world, 121 

It should be intelligible to a worionan, and not 
solely to a scientific man, 127 

And he must not be assisted by the patentee, 129 

Nor by any person acquainted with the subject- 
matter of the patent, 130 

The specification should state all that is necessary 
and not need experiments, 131 

Except to obtain the greatest benefit of an inven- 
tion, 154. 

The specification should state one or more me- 
thods, 156 

And be free firom all words that may mislead, 156 

And should contain all the knowledge the patentee 
possesses at the date of the enrolment, 168 
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SPECIFICATION— «w<tn«€rf. 

3rd. The title and specification should agree, 172 
Examples, 172—179 
Becital in petition part of the title, 179 
An ambiguous title may be made clear by the 

specification, 181 
Power to correct, 196 
How abused, 197 

STAMP 

Not needed on licence, 205 

STATUTES, 

Parts of: 21 Jac. I. c. 3, s. 6, see 

6 & 6 Will. rV. c. 83, s. 1, 196 

s. 2, 92 
8.7,236 

7 & 8 Vict. c. 89, 8. 2, 4 

SUBJECT-MATTEE OF LETTEES PATENT. 

Must be: 1st, some manner of manufacture; 2nd, 
some manner of new manufacture; and 3rd, the 
letters patent must be obtained hj the true inven- 
tor, 3 

The. amount of the Utility of an invention immaterial if 
it be appreciable by. a jury, 4 

Inventor entitled to forbid all similar applications of 
the main or leading idea of bis invention, 5 

Confusion arising from the use of the word principle, 7 

Use in public, or a description in a book or specification, 
before the date of the letters patent wUl amount to 
publication, 9, 56 

But it must be a perfected invention, and not merely a 
trial, experiment, or a bint unappHed, 9 

The iknowledge of prior publication need not be brought 
home to patentee, 10 



INDEX. 247 

SUBJECT-MATTEEOF LETTERS ^ATENT—coniinued. 

The 7}rue inventor is he who suggests the spirit or sub- 
stance of the invention, 10 

Importer of new manufacture from abroad, 11 

Assistance &om workmen will not affect the originality 
of the invention, 12 

And if alleged to be taken from another person's in- 
genuity the fact must be proved, 12 

But it must be a perfected invention, and not a hisit lor 
unsuccessful experiment, 12 

He must be both the true anA first inventor, 14 

Useless invention not the subject of letters patent, 27 

User. See Novelty of an Invention, 

TEEM 

Of patent, 2. 

TITLE OF INVENTION 

Eecited in letters patent, 95 

Must agree with specification, 174 

Grenerality no objection, if not so large as to deceive, 183 

May be explained by specification, 185 

TEUE INVENTOE. See Inventor. 

UTILITY OF AN INTENTION. 

Amount not material if only appreciable by a jury, 4, 17 

New use of an old art not sufficient, 19 

Examples of insufficient utility, 23 — 27 

If altogether useless, not patentable, 27 

But the requisite utility may be very slight : 

Examples, 28—35 
The amount of labour or thought expended not material, 

35 
Every portion of the invention need not be useful, 

36—38 
The amount of utility claimed may extend to the spirit 

and substance of the invention, 4 — 7 
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UTILITY OF AN USYENTlON'-eantinued, 
Examples, 38—46 

An increase of the utility of the invention rnaj be 
within the patent, 47 — 56 

VENDIBLE AETICLES, 6 

VENDING, 

Meaning of, 219 

WOEDS. 

Use of, " Patent,'* " Letters JPaient,'* Ac. forbidden, 
except by a patentee, 236 
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